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DESIGN PROTECTION 


WEDNESDAY, JUNE 29, 1960 
U.S. SENATE, 


SuBCOMMITTEE ON PATENTS, 
TRADEMARKS, AND COPYRIGHTS OF THE 
CoMMITTEE ON THE JUDICIARY, 
Washington, D.C. 


The subcommittee met, pursuant to call, at 10 a.m., In room 
9300, New Senate Office Building, Senator Philip A. Hart presiding. 

Present : Senator Hart. 

Also present : Senator Talmadge. 

Staff members present: George Green, eomaeneson staff member; 
Robert L. Wright, chief counsel, Patents Subcommittee. 

Senator Hart. The committee will be in order. 

First, may I apologize for our few minutes delay. These are diffi- 
cult days. 

The committee is meeting pursuant to a notice which I believe was 
filed and should be made a part of the record. 

Mr. Green. The notice, Senator, was inserted in the Congressional 
Record on June 16, 1960, giving notice of the hearing to be had today 
on S. 2075 and its companion bill S. 2852. 

I might say in conection with this legislation, Senator, the Depart- 
ment of Commerce and the Department of Justice and the Library 
of Congress were asked for reports on this legislation. We- have 
received the report of the Library of Congress, and just this morning 
the report of the Secretary of Commerce. We have not yet heard from 
the Attorney General. 

Senator Harr. I suggest that the two reports thus far received be 
made a part of the record. 

(Subsequently the report from the Department of Justice was 
received and was ordered printed following the report of the Depart- 
ment of Commerce.) 


(S. 2075 and S. 2852, and the reports referred to follow :) 


[S. 2075, 86th Cong., Ist sess. ]} 


A BILL To encourage the creation of original ornamental designs of useful articles by 
protecting the authors of such designs for a limited time against unauthorized copying. 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, 











DESIGNS PROTECTED 


Section 1. (a) The author of an original ornamental design, or his legal 
Tepresentatives or assigns, may secure the protection provided by this Act upon 
complying with and subject to the provisions hereof. 
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(b) (1) For the purposes of this Act, an original “design” consists of those 
original elements of a useful article that are intended to give the article an 
ornamental appearance. Such elements may be two-dimensional or three- 
dimensional. 

(2) A useful article, hereinafter referred to as an “article”, is an article 
normally having an intrinsic function other than merely to portray its own 
appearance or to convey information. An article which is normally a part of 
a useful article shall be deemed to be a useful article. 










DESIGNS NOT SUBJECT TO PROTECTION 






Sec. 2. Protection under this Act shal not be available for— 
(a) a design that is staple or commonly known, including standard geo- 
metric figures, familiar symbols, emblems, and motifs, and other shapes, 
patterns, configurations, or ornamentation which by general use over long 
periods of time have become common, prevalent, or ordinary ; or 
(b) any other design that is in the public domain: Provided, That nothing 
in this subsection shall affect the availability of protection under this Act 
for any design, notwithstanding its similarity to subject matter in the public 
domain, if the design was created without actual knowledge of the subject 
matter in the public domain; or 
(ec) a design that is dedicated solely by the function or purpose of the 
article embodying the design. 


















REVISIONS, ADAPTATIONS AND REARRANGEMENTS 






Sec. 3. Protection for a design under this Act shall be available notwithstand- 
ing the employment of subject matter in the public domain, or subject matter 
protected under this Act or under titles 17 or 35 of the United States Code, if the 
design is a substantial and lawful revision, adaptation, or rearrangement of said 
subject matter. Such protection shall be independent of any subsisting protec- 
tion in subject matter employed in the design, and shall not be construed as 
securing any right to subject matter in the public domain or as extending any 
subsisting protection. 









COMMENCEMENT OF PROTECTION 







Sec. 4. (a) The protection provided for a design under this Act shall com- 
mence upon the date when the design is first made known. 

(b) A design is made known when, by the proprietor of the design or with his 
consent, an article embodying the design is anywhere publicly, exhibited pub- 
licly, distributed or offered for sale, or sold. 








TERM OF PROTECTION 











Sec. 5. (a) Subject to the provisions of this Act, the protection herein provided 
for a design shall continue for a term of five years from the date of the com- 
mencement of protection as provided in section 4(a). 

(b) If the design notice actually applied shows a date earlier than the date 
of the commencement of protection as provided in section 4(a), protection shall 
terminate as though the term had commenced at the earlier date. 

(c) A design utilized in substantially identical form in a number of different 
articles shall be protected as to all such articles when protected as to one of them, 
but no more than one registration shall be required. Upon expiration or 
termination of protection in a particular design as provided in this Act all 
rights under this Act in said design shall terminate, regardless of the number 
of different articles in which the design may have been utilized during the term 
of its protection. 













THE DESIGN NOTICE 







Sec. 6. (a) Whenever any design for which protection is sought under this 
Act is made known as provided in section 4(b), the proprietor shall, subject to 
the provisions of section 7, mark it or have it marked legibly with a design notice 
consisting of the following three elements: 

(1) The words “Protected Design”, the abbreviation “Prot’d Des.” or 
the letter “D” within a circle, thus ©; 
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(2) The year of the date on which the design was first made known; and 
(3) The name of the proprietor, an abbreviation by which the name can 
be recognized, or a generally accepted alternative designation of the pro- 
prietor; any distinctive identification of the proprietor may be used if it has 
been approved and recorded by the Administrator before the design marked 
with such identification is made known. 
After registration the registration number may be used instead of the elements 
specified in (2) and (3) hereof. 

(b) The notice shall be so located and applied as to give reasonable notice of 
design protection while the article is passing through its normal channels of 
commerce. This requirement may be fulfilled, in the case of sheetlike or strip 
materials bearing repetitive or continuous designs, by application of the notice 
to each repetition, or to the margin, selvage, or reverse side of the material at 
regular intervals, or to tags or labels affixed to the material at regular intervals. 

(c) When the proprietor of a design has complied with the provisions of this 
section, protection under this Act shall not be affected by the removal, destruc- 
tion, or obliteration of the design notice on an article by others. 


EFFECT OF OMISSION OF NOTICE AFTER REGISTRATION 


Src. 7. The omission of the notice as provided in section 6 shall not cause loss 
of the protection or prevent recovery for infringement against any person who, 
after written notice of the design protection, begins an undertaking leading to 
infringement: Provided, That such omission shall prevent any recovery under 
section 22 against a person who began an undertaking leading to infringement 
before receiving written notice of the design protection, and no injunction shall 
be had unless the proprietor of the design shall reimburse said person for any 
reasonable expenditure or contractual obligation in connection with such under- 
taking incurred before written notice of design protection, as the court in its 
discretion shall direct. The burden of proving written notice shall be on the 
proprietor. 

INFRINGEMENT 


Sec. 8. (a) It shall be infringement of a design protected under this Act for 
any person, without the consent of the proprietor of the design, within the United 
States or its Territories or possessions and during the term of such protection, 
to— 

(1) make, have made, or import, for sale or for use in trade, any infringing 
article as defined in subsection (d) hereof; or 

(2) sell any such infringing article: Provided, however, That a seller or 
distributor of any such article who did not make or import the same shall 
be deemed to be an infringer only if, 

(i) he induced or acted in collusion with a manufacturer to make, 
or an importer to import such article (merely purchasing or giving an 
order to purchase in the ordinary course of business shall not of itself 
constitute such inducement or collusion), or 

(ii) he refuses or fails upon the request of the proprietor of the de- 
sign to make a prompt and full disclosure of his source of such article, 
and he orders or reorders such article after having received a personal 
written notice of the protection subsisting in the design. 

(b) It shall not be infringement to make, have made, sell, or import any article 
embodying a design created without actual knowledge of the protected design. 

(c) A manufacturer who incorporates into his own product an infringing 
article acquired from others in the ordinary course of business shall not be 
deemed an infringer except under the conditions of clauses (i) and (ii) of para- 
graph (a) (2) of this section. 

(d) An “infringing article” as used herein is any article, the design of which 
has been copied from the protected design, without the consent of the proprietor. 
An article embodying only a feature of the protected design which is solely 
dictated by the function or purpose of the article, or which is in the public 
domain is not an infringing article. The presence of an illustration or picture of 
a protected design in a book, periodical, newspaper, photograph, broadcast, or 
motion picture does not make it an infringing article. 
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APPLICATION FOR REGISTRATION 


Sec. 9. (a) Protection under this Act shall be lost if application for registra- 
tion of the design is not made within six months after the date on which the de- 
sign was first made known as provided in section 4(b). 

(b) Application for registration may be made by the author of the design, 
the legal representative of a deceased author or of one under legal incapacity, 
or the proprietor of the design in the event the rights thereto have been acquired 
by such proprietor. 

(ec) The application for registration shall be made to the Administrator and 
shall state: (1) the name and address of the author of the design; (2) the name 
and address of the proprietor if different from the author; (3) the specific name 
of the article, indicating its utility; (4) the date when the design was first made 
known as provided in section 4(b) ; and (5) such other information as may be 
required by the Administrator. 

(d) The application shall be accompanied by a statement under oath by the 
applicant or his duly authorized agent or representative, setting forth that, to 
the best of his knowledge and belief: (1) the design was created by the author 
named in the application; (2) the design is original, and has not previously been 
registered on behalf of the applicant or his predecessor in title; (3) the design 
has been made known as provided in section 4(b) ; and (4) the applicant is the 
person entitled to protection and to registration under this Act. If the design 
has been made known with the design notice provided in section 6, the statement 
shall also describe the exact form and position of the design notice. 

(e) Error in any statement or assertion as to the utility of the article named 
in the application, the design of which is sought to be registered, shall not affect 
the protection secured under this Act. 

(f) Brrors in omitting a joint author or in naming an alleged joint author 
shall not affect the validity of the registration, or the actual ownership or the 
protection of the design: Provided, That the name of one individual who was 
in fact an author is stated in the application. Where the design was made for 
hire and individual authorship of the design is difficult or impossible to ascribe 
and the application so states, the name and address of the employer for whom 
the design was made may be stated instead of that of the individual author. 

(g) The application shall be accompanied by two copies of a drawing or other 
pictorial representation of the article having one or more views adequate to 
show the design, in a prescribed form and style and suitable for reproduction, 
which shall be deemed a part of the application. 

(h) Related articles having common design features may be included in the 
Same application under such conditions as may be prescribed by the Adminis- 
trator. 

BENEFIT OF EARLIER FILING DATE IN FOREIGN COUNTRY 


Sec, 10. An application for registration of a design filed in this country by any 
person who has, or whose legal representative or predecessor or successor in title 
has previously regularly filed an application for registration of the same design 
in a foreign country which affords similar privileges in the case of applications 
filed in the United States or to citizens of the United States shall have the same 
effect as if filed in this country on the date on which the application was first 
filed in any such foreign country, if the application in this country is filed within 
six months from the earliest date on which any such foreign application was filed. 


OATHS AND ACKNOWLEDGMENTS 


Sec. 11. Oaths and acknowledgments required by this Act may be made before 
any person in the United States authorized by law to administer oaths, or, when 
made in a foreign country, before any diplomatie or consular officer of the United 
States authorized to administer oaths, or before any official authorized to ad- 
minister oaths in the foreign country concerned whose authority shall be proved 
by a certificate of a diplomatic or consular officer of the United States, and shall 
be valid if they comply with the laws of the state or country where made. 


EXAMINATION OF APPLICATION AND ISSUE OR REFUSAL OF REGISTRATION 


Sec. 12. (a) Upon the filing of an application in proper form as provided in 
section 9, and upon payment of the fee provided in section 15, the Administrator 
shall determine whether, on its face, the application relates to a design subject 
to protection under this Act. 
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(b) If, in his judgment, the application on its face relates to a design not 
subject to protection under this Act, the Administrator shall send the applicant 
a notice of his refusal to register and the grounds therefor. Within three 
months from the date the notice of refusal is sent, the applicant may request, 
in writing, reconsideration of his application. Upon receipt of such a request 
the Administrator shall either proceed as provided in subsection (c) of this 
section, or shall send the applicant a notice of his final refusal to register. 

(c) If, in his judgment, the design appears on its face to be subject to pro- 
tection under this Act, the Administrator shall publish an announcement of 
his intention to register the design, together with a pictorial representation of 
the design. Within thirty days after publication of the announcement any 
person may file with the Administrator a verified objection to registration, on 
the ground that the design is staple or commonly known. At the end of the 
period for filing objections the Administrator shall determine whether, in his 
judgment, the design is subject to protection under this Act, and shall either 
register the design or send the applicant a notice of his refusal to register and 
the grounds therefor. Within three months from the date the notice of refusal 
is sent, the applicant may request, in writing, reconsideration of his application. 
Upon receipt of such a request, the Administrator shall either register the 
design or send the applicant a notice of his final refusal to register. Registration 
or refusal to register under this subsection shall be announced by publication. 


CERTIFICATE OF REGISTRATION 


Sec. 13. Certificates of registration shall be issued in the name of the United 
States under the seal of the Office of the Administrator and shall be recorded 
in the official records of that Office. The certificate shall state the name of 
the article, the date on which the design was first made known as provided in 
section 4(b), the date of filing of the application, and shall contain a reproduc- 
tion of the drawing or other pictorial representation showing the design. A 
certificate shall be admitted in any court as prima facie evidence of the facts 
stated therein. 

PUBLICATION OF ANNOUNCEMENTS AND INDEXES 


Sec. 14. (a) The Administrator shall periodically publish announcements of 
his intention or refusal to register designs as provided in section 12(c), and 
lists and indexes of registered designs. He may also publish the drawings or 
other pictorial representations of registered designs for sale or other distribution. 

(b) The Administrator shall establish and maintain a file of the drawings or 
cther pictorial representations of registered designs, which file shall be available 
for use by the public under such conditions as the Administrator may prescribe. 


FEES 


Sec. 15. (a) There shall be paid to the Administrator the following fees: 
(1) On filing each application for registration of a design, $ ; 
(2) For each additional related article included in one applica- 
tion, $ : 
(3) For recording assignments, $ : 
(4) For a certificate of correction of an error not the fault of the 
Office, $ 
(5) For certific ation of copies of records, $ ; 
(b) The Administrator may establish charges for materials or services fur- 
nished by the Office, not specified above, reasonably related to the cost thereof. 


REGULATIONS 


Sec. 16. The Administrator may establish regulations not inconsistent with 
law for the administration of this Act. 


COPIES OF RECORDS 


Sec. 17. Upon payment of the prescribed fee, any person may obtain a 
certified copy of any official record of the Office of the Administrator, which 
copy shall be admissible in evidence with the same effect as the original. 
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CORRECTION OF ERRORS IN CERTIFICATES 


Sec. 18. The Administrator may correct any error in a registration incurred 
through the fault of the Office, or, upon payment of the required fee, any error 
of a clerical or typographical nature not the fault of the Office occurring in 
good faith, by a certificate of correction under seal. Such registration, together 
with the certificate, shall thereafter have the same effect as if the same had 
been originally issued in such corrected form. 


TRANSFER OF OWNERSHIP 


Sec. 19. (a) The property right in a registered design, or a design for which 
an application for registration has been or may be filed, may be assigned, 
granted, or mortgaged by an instrument in writing, signed by the proprietor, 
or may be bequeathed by will. 

(b) An acknowledgment as provided in section 11 shall be prima facie evi- 
dence of the execution of an assignment, grant, or conveyance. 

(c) An assignment, grant, or conveyance shall be void as against any subse- 
quent purchaser or mortgagee for a valuable consideration without notice, unless 
it is recorded in the Office of the Administrator within three months from its date 
of execution or prior to the date of such subsequent purchase or mortgage. 


REMEDY FOR INFRINGEMENT 


Sec. 20. The proprietor of a protected design shall have remedy for infringe- 
ment by civil action instituted after the issuance of a certificate of registration 
of the design. 


INJUNCTION 


Sec. 21. The several courts having jurisdiction of actions under this Act may 
grant injunctions in accordance with the principle of equity to prevent infringe- 
ment, including in their discretion, prompt relief by temporary restraining orders 
and preliminary injunction. 


RECOVERY FOR INFRINGEMENT, AND SO FORTH 


Sec. 22 (a) Upon finding for the claimant the court shall award him damages 
adequate to compensate for the infringement, but in no event less than the rea- 
sonable value of the use made of the design by the infringer, and the costs of the 
action. When the damages are not found by a jury, the court shall assess them. 
In either event the court may increase the damages up to three times the amount 
found or assessed. Such sum in any of the above circumstances shall constitute 
compensation and not a penalty. The court may receive expert testimony as an 
aid to the determination of damages. 

(b) No recovery under paragraph (a) shall be had for any infringement com- 
mitted more than three years prior to the filing of the complaint. 

(c) In exceptional cases the court may award reasonable attorney fees to 
the prevailing party. 

(d) The court may order that all infringing articles, and any plates, molds, 
patterns, models, or other means specifically adapted for making the same be 
delivered up for destruction or other disposition as the court may direct. 


POWER OF COURT OVER REGISTRATION 


Sec. 23. In any action involving a registered design the court when appropriate 
may order the cancellation of the registration. Any such order shall be certi- 
fied by the court to the Administrator, who shall make appropriate entry upon 
the records of his Office. 


LIABILITY FOR ACTION ON REGISTRATION FRAUDULENTLY OBTAINED 


Src. 24. Any person who shall bring an action for infringement knowing that 
registration of the design was obtained by a false or fraudulent representation 
materially affecting the rights under this Act, shall be liable in the sum of $1,000, 
or such part thereof as the court may determine, as compensation to the de- 
fendant, to be charged against the plaintiff and paid to the defendant, in addition 


to such costs and attorney fees of the defendant as may be assessed by the 
court. 
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PENALTY FOR FALSE MARKING 


Sec. 25. (a) Whoever, for the purpose of deceiving the public, marks upon, or 
applies to, or uses in advertising in connection with any article made, used, dis- 
tributed, or sold by him, the design of which is not protected under this Act, 
a design notice as specified in section 6 or any other words or symbols importing 
that the design is protected under this Act, knowing that the design is not so 
protected, shall be fined not more than $500 for every such offense. 

(b) Any person may sue for the penalty, in which event one half shall go to 
the person suing and the other to the use of the United States. 


PENALTY FOR FALSE REPRESENTATION 


Sec. 26. Whoever knowingly makes a false representation materially affecting 
the rights obtainable under this Act for the purpose of obtaining or preventing 
registration of a design under this Act shall be fined not less than $500 and not 
more than $1,000, and any rights or privileges he may have in the design under 
this Act shall be forfeited. 


RELATION TO COPYRIGHT LAW 


Sec. 27. (a) Nothing in this Act shall affect any right or remedy held by any 
person before the effective date of this Act under title 17 of the United States 
Code. 

(b) When a pictorial, graphic, or sculptural work in which copyright subsists 
under title 17 of the United States Code is utilized in the design of a useful 
article, by the copyright proprietor or under an express license from him, the 
resulting design shall be regarded as an original ornamental design of a useful 
article, which shall be subject to, and the protection of which shall depend upon 
compliance with, the provisions of this Act. 


RELATION TO PATENT LAW 


Sec. 28. (a) Nothing in this Act shall affect any right or remedy available to 
or held by any person under title 35 of the United States Code. 

(b) The issuance of a design patent for an ornamental design under said title 
35 shall terminate any protection of the design under this Act. 


COMMON LAW AND OTHER RIGHTS UNAFFECTED 


Sec. 29. Nothing in this Act shall annul or limit (1) common law or other 
rights or remedies, if any, available to or held by any person with respect to a 
design which has not been made known as provided in section 4(b) or registered 
under this Act, or (2) any trademark right or right to be protected against un- 
fair competition. 

ADMINISTRATOR 


Sec. 30. The Administrator and Office of the Administrator referred to in this 
Act shall be such officer and office as the President may designate. 


SEVERABILITY CLAUSE 


Sec. 31. If any provision of this Act or the application of such provision to any 
person or circumstance is held invalid, the remainder of the Act or the applica- 
tion to other persons or circumstances shall not be affected thereby. 


AMENDMENT OF COPYRIGHT LAW 


Sec. 32. Chapter I of title 17, United States Code, is amended by adding the 
following: 


“$ 33. Ornamental design of useful article not subject to copyright ; effect of utili- 
zation of copyrighted work in design of useful article. 
“(a) An ornamental design of a useful article shall not be subject to copyright 
under the provisions of this title. 
“(b) When a pictorial, graphic, or sculptural work in which copyright subsists 
under this title is utilized in the design of a useful article, by the copyright pro- 
prietor or under an express license from him, the resulting ornamental design 
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of a useful article shall be subject te. the provisions of the Act for Protection of 
Ornamental Designs of Useful Articles, and protection of the work as embodied 
in useful articles shall be governed by the provisions of that Act and not by this 
title. Nothing in this subsection shall affect any right or remedy held by any 
person under this title in a work in which copyright was subsisting on the effec- 
tive date of the Act for Protection of Ornamental Designs of Useful Articles, or 
in a copyrighted work which has not been utilized in the design of a useful article 
by the copyright proprietor or under an express license from him, or with respect 
to any utilization of a copyrighted work in the design of an article other than a 
useful article. 

“(c) A ‘useful article’ as used in this section is an article normally having an 
intrinsic function other than merely to portray its own appearance or to convey 
information. An article which is normally a part of a useful article shall be 
deemed to be a useful article.” 


AMENDMENT OF OTHER STATUTES 


Sec. 33. (a) Subdivision a(2) of section 70 of the Bankruptcy Act of July 1, 
1898 (11 U.S.C. 110(a)) is amended by inserting “designs,” after “patent rights,” 
and “design registration,” after “application for patent,’. 

(b) Title 28 of the United States Code is amended— 

(1) by inserting “designs,” after ‘‘patents,” in the first sentence of section 
1338 (a) ; 

ast by inserting “, design,” after “patent” in the second sentence of section 

1338 (a) ; 

(3) by inserting “design,” after “copyright,” in section 1338(b) ; 

(4) by inserting “and registered designs” after “copyrights” in section 
1400; and 

(5) by adding at the end of section 1498 a new paragraph as follows: 


“This section shall also apply to the case of designs registered under the 
laws of the United States.” 


TIME OF TAKING EFFECT 


Sec. 34. This Act shall take effect one year after its enactment. 


NO RETROACTIVE EFFECT 


Sec. 35. Protection under this Act shall not be available for any design that 
has been made known as provided in section 4(b) prior to the effective date of 
this Act. 


SHORT TITLE 


Sec. 36. This Act may be cited as “The Design Protection Act of 1959.” 


[S. 2852, 86th Cong., 2d sess.] 


A BILL To encourage the creation of original ornamental designs of useful articles by 
protecting the authors of such designs for a limited time against unauthorized copying 


and to preserve copyright protection for creators of artistic works in which copyright 
subsists. 


Be it enacted by the Senate and House of Representatives of the United 
States of America in Congress assembled, 


DESIGNS PROTECTED 


Section. 1. (a) The author of an original design, or his legal representatives 
or assigns, may secure the protection provided by this Act upon complying with 
and subject to the provisions hereof. 

(b) (1) For the purposes of this Act, an original “design” consists of those 
original elements of a useful article that are intended to give the article an 
ornamental appearance. Such elements may be two-dimensional or three 
dimensional. 

(2) A useful article, hereinafter referred to as an “article”, is an article 
normally having an intrinsic function other than merely to portray its own ap- 
pearance or to convey information. An article which is normally a part of 2 
useful article shall be deemed to be a useful article. 
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DESIGN PROTECTION 


DESIGNS NOT SUBJECT TO PROTECTION 


Seo. 2. Protection under this Act shall not be available for— 

(a) a design that is staple or commonly known, including standard 
geometric figures, familiar symbols, emblems, and motifs, and other shapes, 
patterns, configurations, or ornamentation which by general use over long 
periods of time have become common, prevalent, or ordinary; or 

(b) any other design that is in the public domain: Provided, That 
nothing in this subsection shall affeet the availability of protection under 
this Act for any design, notwithstanding its similarity to subject matter 
in the public domain, if the design was created without actual knowledge of 
the subject matter in the public domain; or 

(c) a design that is dictated solely by the function or purpose of the 
article embodying the design. 


REVISIONS, ADAPTATIONS, AND REARRANGEMENTS 


Sec. 3. Protection for a design under this Act shall be available notwith- 
standing the employment of subject matter in the public domain, or subject mat- 
ter protected under this Act or under title 17 or 35 of the United States Code, 
if the design is a substantial and lawful revision, adaptation, or rearrangement 
of said subject matter. Such protection shall be independent of any subsisting 
protection in subject matter employed in the design, and shall not be construed 
as securing any right to subject matter in the public domain or as extending any 
subsisting protection. 

COMMENCEMENT OF PROTECTION 


Sro. 4. (a) The protection provided for a design under this Act shall com- 
mence upon the date when the design is first made known. 

(b) A design is made known when, by the proprietor of the design or with his 
consent, an article embodying the design is anywhere publicly exhibited, pub- 
licly distributed, or offered for sale, or sold. 


TERM OF PROTECTION 


Sec. 5. (a) Subject to the provisions of this Act, the protection herein pro- 
vided for a design shall continue for a term of five years from the date of the 
commencement of protection as provided in section 4(a). 

(b) If the design notice actually applied shows a date earlier than the date of 
the commencement of protection as provided in section 4(a), protection shall 
terminate as though the term had commenced at the earlier date. 

(c) The term of protection provided by subsection (a) or (b) above shall be 
extended for a second period of five years from the expiration of the original 
period and for a third period of five years from the expiration of the second 
period if an application for extension of the term of protection for the second 
or third period is made in the form prescribed in accordance with rules es- 
tablished pursuant to section 16 of this Act before the expiration of the orig- 
inal period or the second period, as the case may be, and if the prescribed 
application is accompanied by the prescribed fee. 

(d) A design utilized in substantially identical form in a number of different 
articles shall be protected as to all such articles when protected as to one of 
them, but no more than one registration shall be required. Upon expiration 
or termination of protection in a particular design as provided in this Act all 
rights under this Act in said design shall terminate, regardless of the number of 
different articles in which the design may have been utilized during the term 
of its protection. 

THE DFSIGN NOTICE 


Sec. 6. (a) Whenever any design for which protection is sought under this 
Act is made known as provided in section 4(b), the proprietor shall, sub- 
ject to the provisions of section 7, mark it or have it. marked legibly with a 
design notice consisting of the following three elements: 

(1) The words “Protected Design”, the abbreviation “Prot’d Des.” or the 
letter “D” within a circle, thus © ; 


(2) The year of the date on which the design was first made known: 
and 
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(3) The name of the proprietor, an abbreviation by which the name can 
be recognized, or a generally accepted alternative designation of the pro- 
prietor; any distinctive identification of the proprietor may be used if it has 
been approved and recorded by the Administrator before the design marked 
with such identification is made known. 

After registration the registration number may be used instead of the elements 
specified in (2) and (3) hereof. 

(b) The notice shall be so located and applied as to give reasonable notice of 
design protection while the article is passing through its normal channels of 
commerce. This requirement may be fulfilled, in the case of sheetlike or strip 
materials bearing repetitive or continuous designs, by application of the notice 
to each repetition, or to the margin, selvage, or reverse side of the material at 
regular intervals, or to tags or labels affixed to the material at regular intervals, 

(c) When the proprietor of a design has complied with the provisions of this 
section, protection under this Act shall not be affected by the removal, destruc- 
tion, or obliteration of the design notice on an article by others. 


EFFECT OF OMISSION OF NOTICE AFTER REGISTRATION 


Sec. 7. The omission of the notice as provided in section 6 shall not cause 
loss of the protection or prevent recovery for infringement against any person 
who, after written notice of the design protection, begins an undertaking leading 
to infringement: Provided, That such omission shall prevent any recovery under 
section 22 against a person who began an undertaking leading to infringement 
before receiving written notice of the design protection, and no injunction shall 
be had unless the proprietor of the design shall reimburse said person for any 
reasonable expenditure or contractual obligation in connection with such under- 
taking incurred before written notice of design protection, as the court in its 
discretion shall direct. The burden of proving written notice shall be on the 
proprietor. 

INFRINGEMENT 


Sec. 8. (a) It shall be infringement of a design protected under this Act for 
any person, without the consent of the proprietor of the design. within the 
United States or its territories or possessions and during the terms of such 
protection, to— 

(1) make, have made, or import. for sale or for use in trade, any in- 
fringing article as defined in subsection (d) hereof; or 

(2) sell any such infringing article: Provided, however, That a seller 
or distributor of any such article who did not make or import the same 
shall be deemed to be an infringer only if— 

(i) he induced or acted in collusion with a manufacturer to make, 
or an importer to import such article (merely purchasing or giving an 
order to purchase in the ordinary course of business shall not of itself 
constitute such inducement or collusion), or 

(ii) he refuses or fails upon the request of the proprietor of the 
design to make a prompt and full disclosure of his source of such article, 
and he orders or reorders such article after having received a personal 
written notice of the protection subsisting in the design. 

(b) It shall not be infringement to make, have made, sell, or import any ar- 
ticle embodying a design created without actual knowledge of the protected 
design. 

(c) A manufacturer who incorporates into his own product an infringing 
article acquired from others in the ordinary course of business shall not be 
deemed an infringer except under the conditions of clauses (i) and (ii) of 
paragraph (a)(2) of this section. 

(d) An “infringing article” as used herein is any article, the design of which 
has been copied from the protected design, without the consent of the proprietor. 
An article embodying only a feature of the protected design which is solely dic- 
tated by the function or purpose of the article, or which is in the public domain 
is not an infringing article. The presence of an illustration or picture of the 
protected design in a book, periodic»l, newspaper, photograph, broadcast, or 
motion picture does not make it an infringing article. 





nRmecext pp 


me can 
he pro- 
f it has 
marked 


ements 


tice of 
nels of 
r strip 
- notice 
rial at 
tervals, 
of this 
lestruc- 


t cause 
person 
leading 
y under 
gement 
n shall 
for any 
under- 
t in its 
on the 


Act for 
iin the 
yf such 


any in- 


1 seller 
e same 


» make, 
ving an 
f itself 


of the 
article, 
ersonal 


any ar- 
‘otected 


ringing 
not be 
(ii) of 


f which 
prietor. 
ely dic 
domain 
| of the 
ast, or 


DESIGN PROTECTION ll 


APPLICATION FOR REGISTRATION 


Sec. 9. (a) Protection under this Act shall be lost if application for registra- 
tion of the design is not made within six months after the date on which the 
design was first made known as provided in section 4(b). 

(b) Application for registration may be made by the author of the design, 
the legal representative of a deceased author or of one under legal incapacity, 
or the proprietor of the design in the event the rights thereto have been ac- 
quired by such proprietor. 

(c) The application for registration shall be made to the Administrator and 
shall state: (1) the name and address of the author of the design; (2) the 
name and address of the proprietor if different from the author; (3) the spe- 
cific name of the article, indicating its utility; (4) the date when the design 
was first made known as provided in section 4(b); and (5) such other infor- 
mation as may be required by the Administrator. 

(d) The application shall be accompanied by a statement under onth by the 
applicant or his duly authorized agent or representative, setting forth that, to 
the best of his knowledge and belief: (1) the design was created by the author 
named in the application; (2) the design is original, and has not previously 
been registered on behalf of the applicant or his predecessor in title; (3) the 
design has been made known as provided in section 4(b); and (4) the appli- 
cant is the person entitled to protection and to registration under this Act. 
If the design has been made known with the design notice provided in section 
6, the statement shall also describe the exact form and posiiton of the design 
notice. 

(e) Error in any statement or assertion as to the utility of the article named 
in the application, the design of which is sought to be registered, shall not affect 
the protection secured under this Act. 

(f) Errors in omitting a joint author or in naming an alleged joint author shall 
not affect the validity of the registration, or the actual ownership or the protec- 
tion of the design: Provided, That the name of one individual who was in fact 
an author is stated in the application. Where the design was made for hire and 
individual authorship of the design is difficult or impossible to ascribe and the 
application so states, the name and address of the employer for whom the design 
was made may be stated instead of that of the individual author. 

(g) The application shall be accompanied by two copies of a drawing or other 
pictorial representation of the article having one or more views adequate to 
show the design, in a prescribed form and style and suitable for reproduction, 
which shall be deemed a part of the application. 

(h) Related articles having common design features may be included in the 
same application under such conditions as may be prescribed by the Administra- 
tor. 

BENEFIT OF EARLIER FILING DATE IN FOREIGN COUNTRY 


Sec. 10. An application for registration of a design filed in this country by 
any person who has, or whose legal representative or predecessor or successor 
in title has previously regularly filed an application for registration of the same 
design in a foreign country which affords similar privileges in the case of ap- 
plications filed in the United States or to citizens of the United States shall have 
the same effect as if filed in this country on the date on which the application 
was first filed in any such foreign country, if the application in this country is 
filed within six months from the earliest date on which any such foreign applica- 
tion was filed. 

OATHS AND ACKNOWLEDGMENTS 


Sec. 11. Oaths and acknowledgments required by this Act may be made before 
any person in the United States authorized by law to administer oaths, or, when 
made in a foreign country, before any diplomatic or consular officer of the 
United States authorized to administer oaths, or before any official authorized 
to administer oaths in the foreign country concerned whose authority shall be 
proved by a certificate of a diplomatic or consular officer of the United States, and 
shall be valid if they comply with the laws of the state or country where made. 
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EXAMINATION OF APPLICATION AND ISSUE OR REFUSAL OF REGISTRATION 


Sec. 12. (a) Upon the filing of an application in proper form as provided in 
section 9, and upon payment of the fee provided in section 15, the Administrator 
shall determine whether, on its face, the application relates to a design subject 
to protection under this Act. 

(b) If, in his judgment, the application on its face relates to a design not 
subject to protection under this Act, the Administrator shall send the applicant 
a notice of his refusal to register and the grounds therefor. Within three months 
from the date the notice of refusal is sent, the applicant may request, in writing, 
reconsideration of his application. Upon receipt of such a request the Adminis- 
trator shall either proceed as provided in subsection (c) of this section, or shall 
send the applicant a notice of his final refusal to register. 

(c) If, in his judgment, the design appears on its face to be subject to protec- 
tion under this Act, the Administrator shall publish an announcement of his 
intention to register the design, together with a pictorial representation of the 
design. Within thirty days after publication of the announcement any person 
may file with the Administrator a verified objection to registration, on the 
ground that the design is staple or commonly known, At the end of the period 
for filing objections the Administrator shall determine whether, in his judg- 
ment, the design is subject to protection under this Act, and shall either register 
the design or send the applicant a notice of his refusal to register and the 
grounds therefor. Within three months from the date the notice of refusal 
is sent, the applicant may request, in writing, reconsideration of his application. 
Upon receipt of such a request, the Administrator shall either register the 
design or send the applicant a notice of his final refusal to register. Registra- 
tion or refusal to register under this subsection shall be announced by publication. 


CERTIFICATE OF REGISTRATION 


Sec. 13. Certificates of registration shall be issued in the name of the United 
States under the seal of the Office of the Administrator and shall be recorded 
in the official records of that Office. The certificate shall state the name of 
the article, the date on which the design was first made known as provided in 
section 4(b), the date of filing of the application, and shall contain a repro 
duction. of the drawing or other pictorial representation showing the design. 
A certificate shall be admitted in any court as prima facie evidence of the 
facts stated therein. 


PUBLICATION OF ANNOUNCEMENTS AND INDEXES 


Sec. 14. (a) The Administrator shall periodically publish announcements of 
his intention or refusal to register designs as provided in section 12(c), and 
lists and indexes of registered designs. He may also publish the drawings or 
other pictorial representations of registered designs for sale or other distribution. 

(b) The Administrator shall establish and maintain a file of the drawings 
or other pietorial representations of registered designs, which file shall be avail- 
able for use by the public under such Conditions as the Administrator may 
prescribe. 

FEES 


Sec. 15 (a) There shall be paid to.the Administrator the following fees: 

(1) On filing each application for registration of a design, $——; 

(2) For each additional related article included in one application, $——; 
(3) For recording assignments, $——; 

(4) For a certificate of correction’ of an error not the fault of the Office, 


(5) For certification of copies of records, $—— ; 

(6) For each application for extending term of protection; $——. 

(b) The Administrator may establish charges for materials or services fur- 
nished by the Office, not specified above, reasonably related to the cost thereof. 


REGULATIONS 


Sec. 16. The Administrator may establish regulations not inconsistent with 
law for the administration of this Act. 
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COPIES OF RECORDS 


Sec. 17. Upon payment of the prescribed fee, any person may obtain a certified 
copy of any official record of the Office of the Administrator, which copy shall 
be admissible in evidence with the same effect as the original. 


CORRECTION OF ERRORS IN CERTIFICATES 


Sec. 18. The Administrator may correct any error in a registration. incurred 
through the fault of the Office, or, upon payment of the required fee, any error 
of a clerical or typographical nature not the fault of the Office occurring in good 
faith, by a certificate of correction under seal. Such registration, together with 
the certificate, shall thereafter have the same effect as if the same had been 
originally issued in such corrected form. 


TRANSFER OF OWNERSHIP 


Sec. 19. (a) The property right in a registered design, or a design for which 
an application for registration has been or may be filed, may be assigned, granted, 
or mortgaged by an instrument in writing, signed by the proprietor, or may 
be bequeathed by will. 

(b) An acknowledgment as provided in section 11 shall be prima facie evidence 
of the execution of an assignment, grant, or conveyance. 

(ec) An assignment, grant, or conveyance shall be void as against any subse 
quent purchaser or mortgagee for a valuable consideration without notice, 
unless it is recorded in the Office of the Administrator within three months 
from its date of execution or prior to the date of such subsequent purchase or 
mortgage. 

REMEDY FOR INFRINGEMENT 


Sec. 20. The proprietor of a protected design shall have remedy for infringe- 
ment by civil action instituted after the issuance of a certificate of registration 
of the design. 

INJUNCTION 


Sec. 21. The several courts having jurisdiction of actions under this Act 
may grant injunctions in accordance with the principles of equity’ to prevent 
infringement, including in their discretion, prompt relief by temporary restrain- 
ing orders and preliminary injunction. 


RECOVERY FOR INFRINGEMENT, AND SO FORTH 


Sec. 22. (a) Upon finding for the claimant the court shall award him damages 
adequate to compensate for the infringement, but in no event less than the 
reasonable value of the use made of the design by the infringer, and the costs 
of the action. When the damages are not found by a jury, the court, shall assess 
them. In either event the court may increase the damages up to three times 
the amount found or assessed. Such sum in any of the above circumstances shall 
constitute compensation and not a penalty. The court may receive expert testi- 
mony as an aid to the determination of damages. 

(b) No recovery under paragraph (a) shall be had for any infringement com: 
mitted more than three years prior to the filing of the complaint. 

(c) In exceptional cases the court may award reasonable attorney fees to the 
prevailing party. 

(d) The court may order that all infringing articles, and any plates, molds, 
patterns, models, or other means specifically adapted for making the same be 
delivered up for destruction or other disposition as the court may direct. 


POWER OF COURT OVER REGISTRATION 


Sec. 23. In any action involving a registered design the court when appro- 
priate may order the cahcellation of the registration. Any such order shall be 
certified by the court to the Administrator, who shall make apropriate entry upon 
the records of his Office. 
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LIABILITY FOR ACTION ON REGISTRATION FRAUDULENTLY OBTAINED 





Sec. 24. Any person who shall bring an action for infringement knowing that 
registration of the design was obtained by a false or fraudulent representation 
materially affecting the rights under this Act, shall be liable in the sum of $1,000, 
or such part thereof as the court may determine, as compensation to the de- 
fendant, to be charged against the plaintiff and paid to the defendant, in addi- 
tion to such costs and attorney fees of the defendant as may be assessed by 
the court. 

PENALTY FOR MAKING FALSE MARKING 


Sec. 25. (a) Whoever, for the purpose of deceiving the public, marks upon, or 
applies to, or uses in advertising in connection with any article made, used, 
distributed, or sold by him, the design of which is not protected under this Act, 
a design notice as specified in section 6 or any other words or symbols importing 
that the design is protected under this Act, knowing that the design is not so 
protected, shall be fined not more than $500 for every such offense. 

(b) Any person may sue for the penalty, in which event one-half shall go to the 
person suing and the other to the use of the United States. 


PENALTY FOR FALSE REPRESENTATION 





Sec. 26. Whoever knowingly makes a false representation materially affecting 
the rights obtainable under this Act for the purpose of obtaining or preventing 
registration of a design under this Act shall be fined not less than $500 and not 
more than $1,000, and any rights or privileges he may have in the design under 
this Act shall be forfeited. 


RELATION TO COPYRIGHT LAW 





Sec. 27. (a) Subject to the provisions of subsection (b) of this section, nothing 
in this Act shall affect any right or remedy now or hereafter held by any person 
under title 17 of the United States Code. 

(b) If the proprietor of the copyright in a pictorial, graphic, or sculptural 
work in which copyright subsists under title 17 of the United States Code utilizes 
such work in the design of a useful article and either— 

(i) marks the design or article embodying such design with the notice 
provided for in section 6 of this Act, or 
(ii) makes application for registration of such design pursuant to section 
9 of this Act 
for the purpose of securing the protection afforded by this Act, the design resulting 
from such utilization shall be, from the date such notice referred to in (i) above 
is placed on the design or article or from the date such application referred to 
in (ii) above is made, regarded as an original ornamental design of a useful 
article, which shall be subject to, and the protection of which shall depend upon 
compliance with, the provisions of this Act. 





RELATION TO PATENT LAW 






Sec. 28. (a) Nothing in this Act shall affect any right or remedy available 
to or held by any person under title 35 of the United States Code. 

(b) The issuance of a design patent for an ornamental design under said 
title 35 shall terminate any protection of the design under this Act. 


















COMMON LAW AND OTHER RIGHTS UNAFFECTED 








Sec. 29. Nothing in this Act shall annul or limit (1) common law or other 
rights or remedies, if any, available to or held by any person with respect to 
a design which has not been made known as provided in section 4(b), or (2) 
any trademark right or right to be protected against unfair competition. 


ADMINISTRATOR 


Sec. 30. The Administrator and Office of the Administrator referred to in 
this Act shall be such officer and office as the President may designate. 















































g that 
itation 
$1,000, 
he de- 
| addi- 
sed by 


thing 
erson 


tural 
tilizes 


notice 
ction 


1ilting 
above 
ed to 
iseful 
upon 


DESIGN PROTECTION 15 


SEVERABILITY CLAUSE 


Sec. 31. If any provision of this Act or the application of such provision to 
any person or circumstance is held invalid, the remainder of the Act or the 
application to other persons or circumstances shall not be affected thereby. 


AMENDMENT OF COPYRIGHT LAW 


Sec. 32. Chapter I of title 17, United States Code, is amended by adding the 
following: 


“§ 33. Effect of utilization of copyrighted work in design of useful article 


“(a) When a pictorial, graphic or sculptural work in which copyright sub- 
sists under this title is utilized in the design of a useful article and the pro- 
prietor of such copyright has either— 

“(i) marked such design or article embodying such design with the 
notice provided for in section 6 of the Design Protection and Copyright 
Preservation Act, or 

“(ii) made application to register such design in accordance with the 
provisions of section 9 of that Act 

for the purpose of obtaining the protection of the Design Protection and Copy- 
right Preservation Act, the resulting ornamental design of a useful article 
shall be, from the date of marking the design or article as referred to in (i) 
above or from making the application referred to in (ii) above, subject to the 
provisions of that Act and protection of the work as embodied in useful articles 
shall be governed by the provisions of that Act and not by this title. Nothing 
in this subsection shall affect any right or remedy held by any person under 
this title in a work in which copyright was subsisting on the effective date 
of the Design Protection and Copyright Preservation Act, or in a copyrighted 
work which has not been utilized in the design or a useful article by the copy- 
right proprietor, or in a work in which copyright now subsists or hereafter is 
obtained which has been, or which may thereafter be, utilized in the design 
of a useful article by the copyright proprietor but which has not had the notice 
referred to in (i) above marked thereon or for which no application as referred 
to in (ii) above has been made for the purpose of securing the protection 
afforded by the Design Protection and Copyright Preservation Act, or with 
respect to any utilization of a copyrighted work in the design of an article 
other than a useful article. 

“(b) A ‘useful article’ as used in this section is an article normally having 
an intrinsic function other than merely to portray its own appearance or to 
convey information. An article which is normally a part of a useful article 
shall be deemed to be a useful article.” 


AMENDMENT OF OTHER STATUTES 


Sec. 33. (a) Subdivision a(2) of section 70 of the Bankruptcy Act of July 
1, 1898 (11 U.S.C. 110(a)), is amended by inserting “designs,” after “patent 
rights,” and “design registration,” after “application for patent,”. 

(b) Title 28 of the United States Codes is amended— 

(1) by inserting “designs,” after “patents,” in the first sentence of sec- 
tion 1338 (a) ; 

(2) by inserting “, design,” after “patent” in the second sentence of 
section 1338 (a) ; 

(3) by inserting “design,” after “copyright,” in section 1338(b) ; 

(4) by inserting “and registered designs” after “copyrights” in section 
1400; and 

(5) by adding at the end of section 1498 a new paragraph as follows: 

“This section shall also apply to the case of designs registered under the laws 
of the United States.” 

TIME OF TAKING EFFECT 


Src. 34. This Act shall take effect one year after its enactment. 


NO RETROACTIVE EFFECT 


Sec. 35. Protection under this Act shall not be available for any design that 
has been made known as provided in section 4(b) prior to the effective date 
of this Act. 
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SHORT TITLE 


Sec. 36. This Act may be cited as “The Design Protection and Copyright 
Preservation Act of 1960.” 


THE SECRETARY OF COMMERCE, 
Washington, D.C., June 28, 1960. 
Hon. JAMES O. EASTLAND, 
Chairman, Committee on the Judiciary, 
U.S. Senate, Washington, D.C. 

Dear Mr. CHAIRMAN: This letter is in reply to your request of June 4, 1959, 
for the views of the Department of Commerce with respect to S, 2075, a bill 
to encourage the creation of original ornamental designs of useful articles by 
protecting the authors of such designs for a limited time against unauthorized 
copying, and your request of January 20, 1960, for the views of the Department 
with respect to S. 2852, a bill to encourage the creation of original ornamental 
designs of useful articles by protecting the authors of such designs for a limited 
time against unauthorized copying and to preserve copyright protection for 
creators of artistic works in which copyright subsists. 

It is the view of the Department of Commerce that new legislation in this 
field is warranted and desirable. 

Special consideration should be given to the size of fees to be charged under 
the program proposed by these bills to assure that the program will be self- 
supporting. 

There is attached a copy of a memorandum from the Commissioner of Patents, 
in which the proposals are commented on in some detail. The Department 
concurs in the views expressed therein, and this memorandum is adopted as the 
views of the Department. 

The Bureau of the Budget advises that no objection would be taken to 
transmission of this report to the committee. 

Sincerely yours, 
JOHN J. ALLEN, Jr., 
Acting Secretary of Commerce. 


U.S. DEPARTMENT OF COMMERCE, 
PATENT OFFICE, 
Washington, March 30, 1960. 
MEMORANDUM 


To: The General Counsel, Department of Commerce. 
From: Robert C. Watson, Commissioner of Patents. 
Subject: 

S, 2075, 86th Congress, a bill to encourage the creation of original orna- 
mental designs of useful articles by protecting the authors of such 
designs for a limited time against unauthorized copying ; and 

S. 2852, 86th Congress, a bill to encourage the creation of original orna- 
mental designs of useful articles by protecting the authors of such 
designs for a limited time against unauthorized copying and to preserve 
copyright protection for creators of artistic works in which copyright 
subsists: 

S. 2075 is a revision of a prior bill, H.R. 8873 of the 85th Congress (Willis 
bill), on which no action was taken. The origina) bill was the result of a 
number of meetings of a coordinating committee of representatives of various 
associations interested in the subject, and was prepared by a drafting committee 
of this coordinating committee. §S. 2852 is substantially identical with S. 2075, 
with the exception of two provisions. Hence, both bills can be considered by 
directing these comments to S. 2075, and by pointing out the differences in 
S. 2852. 

The bill (S. 2075) proposes to create a new and separate type of protection 
for designs. The subject matter of the bill is ‘limited to designs of useful 
articles, the term “design” referring to those features of the useful article 
intended to give it an ornamental appearance. Mechanical design, or features 
dictated solely by function.or purpose are not included. 
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Such designs are presently pretected by design patents issued under 35 United 
States Code, sections 171 et seq., but only if they meet the requirements of title 
35, and certain designs of this character may be subject to copyright. Delimita- 
tion and clarification of the copyright law, and the creation of a separate special 
type of protection for designs specially adapted to this subject matter, appear to 
be desirable objectives. Many designs, for which protection from copying may 
be needed but which are of a character not susceptible to the more substantial 
protection of design patents, would be protected, and, even in the case of those 
capable of design patent protection, the simpler procedure of registration with 
the concomitant lesser degree of protection may be adequate in some instances. 

The opening paragraph of the bill provides that the author of an “original” 
design or his legal representatives or assigns may secure protection upon com- 
plying with and subject to the provisions of the bill. The word “original” as 
used in this bill is used in a narrow sense and does not necessarily imply unique- 
ness, novelty, or a degree of inventiveness; it means simply that the author 
created the design himself. Paralleling this, however, protection is limited to 
the prevention of actual copying from the registered design. 

The protection provided is conditioned upon registration of the design, which 
registration involves only a simple procedure. Application for registration, how- 
ever, cannot be made until after the design has been made known by publicly 
exhibiting, publicly distributing, or offering for sale or selling, articles embody- 
ing the design. Registration must be applied for within 6 months from the date 
when the design is thus made known and the term of protection is 5 years be- 
ginning with that date. A design notice must be applied to the article when it is 
made known in the manner mentioned, and must be used on all articles so made 
known. The penalty for failure to mark the articles is the loss of the right to 
recover damages unless and until a written notice is given to the infringer, as well 
as loss of the right to obtain an injunction against an infringer unless the latter 
is reimbursed for reasonable expenditures made or contractual obligations in- 
curred, in the discretion of the court. 

Infringement of the design consists in making, having made, or importing for 
sale or for use in trade, infringing articles, and, with certain exceptions, selling 
such articles. Sellers or distributors of such articles who do not themselves 
make or import them are not considered infringers unless they induced the in- 
fringement or acted in collusion with the manufacturer or importer, or unless 
they refuse or fail upon request to make a prompt and full disclosure of their 
source and order or reorder after receiving written notice. A manufacturer 
who incorporates in his own product an infringing article acquired from others 
in the ordinary course of business is not an infringer under the same conditions. 
Infringing articles are only those the design of which has been copied from the 
protected design without the consent of the proprietor. It is not infringement 
to make, have made, sell, or import articles, even though embodying a design 
which is the same as or resembles the protected design, if they were independ- 
ently created without actual knowledge of the protected design. 

Some comments on specific provisions of the bills follow. 

It has been stated that an “original” design is subject to protection under the 
bill and that the word “original” is used in a narrow sense. The term “original,” 
or the term “originality,” may have three different meanings. One is that some- 
thing has been independently created and not merely copied from something else, 
but it does not necessarily have to be new in an absolute sense; a second is 
novelty ; and in some instances the term is used as synonymous with “inventive.” 
(The definition of “originality” in Webster’s New International Dictionary gives 
“novelty” and ‘quality of being independently conceived” as separate meanings 
of the word. Under “original” there is a further meaning equivalent to “in- 
ventive.”) The use of a word having such different meanings will only lead 
to confusion unless the bill makes it adequately plain which meaning is in- 
tended. To a certain extent this is done in section 2(b) which provides that a 
design which is in the public domain (public domain not being defined, however) 
is not subject to protection, with the exception that a design is subject to pro- 
tection notwithstanding its similarity to subject matter in the public domain 
if the design was created without actual knowledge of the subject matter in the 
public domain. Under the terms of the bill designs which might be old are sub- 
ject to protection, as specifically indicated by the section referred to. This par- 
ticular feature of the bill may meet with some objection, but in view of the 
limitation of the protection in the bill so that no independent creator of a design 
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and no one copying from what was old would be an infringer, the matter is not 
as important as may first appear. 

Section 2(a) provides that “a design that is staple or commonly known, in- 
cluding standard geometric figures, familiar symbols, emblems, and motifs, and 
other shapes, patterns, configurations, or ornamentation which by general use 
over long periods of time have become common, prevalent, or ordinary,” shall 
not be subject to protection. This relates only to notoriously common matters 
and not to anything else, and the distinction as to what is excluded by this 
phrase and what would not be excluded would be rather obscure. 

In connection with applications for registration it is provided that the Ad- 
ministrator may refuse registration if, in his judgment, the design is, on its face, 
not subject to protection (section 12(b)). Presumably, under this provision, the 
Administrator could refuse to register notoriously old designs, but the scope of 
the Administrator’s discretion in this respect would likewise be obscure, and to 
a certain extent action would be arbitrary. 

The bill provides further, in section 12(c), that if the design on its face ap- 
pears to be subject to protection, an announcement is first published with a 
pictorial representation of the design. Within 30 days from this publication 
any person may object to the registration on the single ground that the design is 
staple or commonly known. Presumably, the objector merely supplies informa- 
tion which the Administrator uses or does not use as he sees fit. An objection 
to this proceeding is that the machinery of publishing the design in advance and 
then later registering the design may be out of proportion to the sole ground of 
objection that can be raised. 

It has been noted that it is not possible for the author of a design to apply 
for registration until after the article has been made known, such as by being 
sold or placed on sale or publicly exhibited. While there may be good reason 
to exclude an application for registration before an article with the design has 
been actually made, no good reason is seen for prohibiting a person from apply- 
ing for registration until after the article has been made public. This seems to 
be a reversal of the more common situation. In many countries a design which 
has been made public or has been marketed before applying for registration can- 
not be protected at all, and the effect of this provision would be the destruction 
of the possibility of thereafter obtaining rights in foreign countries. 

The relationship of the bill to the present design patent law is stated im 
section 28. Design patents continue to be provided for, but if the author of a 
design secures a design patent, protection of the design under the bill will cease. 
It is hence possible to have cumulative, but not simultaneous, protection under 
both, which would be an advantage. 

The relation to the copyright law is expressed in section 27 and in the amend- 
ment of the copyright law by section 32 of the bill. Designs subject to protec- 
tion under the bill are not subject to protection under the copyright law. It is 
further provided that whenever a pictorial, graphic, or sculptural work in which 
copyright (as a work of art) subsists, is utilized in the design of a useful article 
by the copyright proprietor or under a license, the resulting design of the useful 
article shall be subject to the provisions of the bill and protection of the [copy- 
righted] work as embodied in useful articles generally is thereafter governed by 
the provisions of the bill. As this provision would appear to operate, if an artist 
has a copyright on a statuette, and during the term of the copyright he makes 
or someone else makes, under a license, bookends incorporating the statuette as 
a part thereof, the bookends may be protected under the bill and this would be 
their only protection. He would lose, on the expiration of the design registra- 
tion, the protection against copying of his statuette in any useful application. 
While it may be desirable that there should be some cutting back of the effect of 
a copyright of a work of art when the author utilizes it in useful articles, this 
complete loss of all protection against copying by others applied to used articles 
would appear to be too drastic. 

S. 2852, as has been stated, is substantially the same as S. 2075 except for two 
provisions. One difference in S. 2852 deals with the relation to the copyright law 
as expressed in sections 27 and 32. These sections, as they appear in S. 2075, 
have been referred to above. In S. 2852 the related provisions would appear to 
go too far in the opposite direction. However, we are in agreement with the 
thought behind these provisions that if a person has a copyright in conventional 
copyright material such as a picture or statuary, he should be protected against 
the copying of the picture or statuary even though the copying may be placed 
upon a useful article, and even though the copyright proprietor himself may be 
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publishing his picture or statuary attached to or forming part of useful articles, 
At the same time, it is felt that some amendment to the copyright law in the way 
of restriction and clarification, would still be needed in order to prevent useful 
articles from being registered under the copyright law and to clarify the distinc- 
tion in this respect. 

The other difference in S. 2852 deals with the term. The term of protection 
in S. 2075 is a single term of 5 years. In S. 2852 the total term posible is 15 
years, accomplished by an initial period of 5 years with two extensions of 5 
years each. The Patent Office sees no objection to the longer term which, being 
more flexible than a short, fixed term, can be more readily accomodated to the 
needs of different industries. 

The Patent Office believes there should be full consideration of the bill since, 
if the affected industries desire and need protection of a different character than 
is now available, the objective should be to help to work out this protection. 
However, there are a variety of different industries and types of industries that 
would be affected by the bill and the provisions should be worked out with all 
types of industry in mind. It is felt that not until after the affected industries 
have been heard from could any definite conclusion be reached with respect to 
all the details of a bill of this kind. 

Rosert C. Watson, Commissioner. 


U. S. DEPARTMENT OF JUSTICE, 
OFFICE OF THE DEPUTY ATTORNEY GENERAL, 
Washington, D.C., June 29, 1960. 


Hon. JAMES O. EASTLAND, 
Chairman, Committee on the Judiciary, 
U.S. Senate, Washington, D.C. 


DEAR SENATOR EASTLAND: This is in response to your request for the views of 
the Department of Justice concerning the bills (S. 2075) to encourage the crea- 
tion of original ornamental designs of useful articles by protecting the authors 
of such designs for a limited time against unauthorized copying and (S. 2852) 


to encourage the creation of original ornamental designs of useful articles by 
protecting the authors of such designs for a limited time against unauthorized 
copying and to preserve copyright protection for creators of artistic works in 
which copyright subsists. 

The bills, although of differing language, have a similar purpose in that they 
would provide for a new type of monopoly protection different from existing 
patent and copyright monopolies. They would provide protection to creators 
of those elements of useful articles intended to give them an ornamental ap- 
pearance. ; 

Broadly speaking, these bills would create a hybrid design patent and copy- 
right type of monopoly—an automatic monopoly extending into every manufac- 
turing industry which produces a useful article that involves a suggestion of an 
ornamental appearance. Also, unlike the requirements of either the design- 
patent law (35 U.S.C. 171-173) or the Copyright Office regulations (37 CFR 
202.10) such articles could receive protection under the bill irrespective of the 
degree of creativity or authorship involved. 

A question is raised as to whether the proposal creates new monopolies to a 
broad extent or will partially decrease the term of existing copyright monopolies. 
As you know, the Department of Justice consistently has opposed legislation 
designed to minimize or except certain practices or acts from the antitrust laws. 
It is unaware of any justification requiring any broadening of existing laws in 
the design patent and copyright fields. Moreover, while no opinion is expressed 
as to the constitutionality of this legislation, it is suggested that constitutional 
questions may be involved. (See opinion of Mr. Justice Douglas in the case of 
Mazer et al. v. Stein, 347 U.S. 201, 219.) 

In view of the foregoing considerations, the Department of Justice is unable 
to recommend at this time the enactment of this legislation, preferring that 
further and more detailed study be given both to the overall object of the bills 
and the methods of their effectuation. 

The Bureau of the Budget has advised that there is no objection to the sub- 
mission of this report. 

Sincerely yours, 
LAWRENCE E. WALSH, 
Deputy Attorney General. 
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LIBRARY OF CONGRESS, 


Washington, D.C., April 8, 1960. 
Hon. JAMES O. EASTLAND, 


U.S. Senate, Washington, D.C. 


DEAR SENATOR EASTLAND: This is in reply to your letters of June 4, 1959, 
and January 20, 1960, asking me to submit a report on S. 2075 and 8. 2852, both 
of which bills have as a purpose the encouragement of the creation of original 
ornamental designs of useful articles by protecting the authors of such designs 
for a limited time against unauthorized copying. Since these bills are identical 
with the exception of two provisions, I propose to comment first upon S. 2075, 
and then to discuss the basic differences with respect to the two stated pro- 
visions. 

S. 2075 represents the outcome of prolonged efforts—more than 40 bills have 
been introduced since 1914—to secure design legislation which will have the 
effect of more promptly affording protection than has heretofore been realized 
under the design patent laws. Before a design patent may be issued it must 
have been established by means of a search that such design possesses novelty 
and also found that the design otherwise meets the requirements of the law. 
In short, the design patent law, while affording protection to a great field of 
designs, has not heretofore enabled one whose design has only a short life ex- 
pectancy to secure protection as quickly as has been desired. 

The present copyright statute is equally inappropriate. The term of copy- 
right under existing law—28 or 56 years—is much too long for the great ma- 
jority of designs of useful articles. The scope of full copyright protection is also 
too broad for designs; it is generally agreed that a design statute should exempt 
innocent vendors and secondary users, but they are liable as infringers under the 
present law. The notice and registration requirements of the copyright law do 
not fit the design situation. Finally, at present, the copyright law protects only 
those designs which can be separately identified as “works of art.” Thus, 
in omitting large areas of ornamental designs, the scope of the copyright law 
is too narrow while the rights granted to those designs which are covered are 
too broad. 

The dangers in the present situation are clear. In Mazer v. Stein (347 U.S 
201), in 1954, the Supreme Court held that a “work of art” did not cease to be 
copyrightable when embodied in a useful article and that copyright protection 
was not affected by the intention of the artists, the commercial or industrial use 
to which the design was put, the extent of the design’s esthetic value, or the 
availability of design patent protection. In the more than 5 years since that de- 
cision there have been a number of cases upholding application of the present 
copyright law to designs for costume jewelry, toys, and fabrics; the Copyright 
Office has been deluged with claims in designs for various useful articles. In the 
same period there have also been far-reaching developments in the law of unfair 
competition which presage the possibility of unclear protection for designs on 
that theory. 

Once the rights of certain groups have become firmly entrenched under existing 
law, it will be difficult to adjust the rights of all parties equitably. A new, practi- 
cal design law is needed; court decisions and administrative developments can- 
not furnish adequate substitutes for congressional consideration of the long-range 
needs. 

The solution may be found in S. 2075, introduced by Senators O'Mahoney, 
Wiley, and Hart: 

(1) The bill rests generally on the concept of originality. This means that 
the designer must have created the design himself, without copying from some 
one else’s work or from a design in the public domain. Broadly speaking, this 
may be called the principle of copyright. The bill does not require that the de- 
sign be either “inventive” or “novel,” which are fundamental concepts of the 
design patent law. It may be noted parenthetically that the bill in no way im- 
pinges upon that law, which will remain in effect for use by those who require 
the broader and more extensive protection of the present design patent law. 

(2) To be protected under the bill a design must be original and ornamental. 
Staple or commonly known designs are specifically denied protection. 

(3) Protection under the bill lasts for only 5 years ; this is to be contrasted with 
the 28- or 56-year terms of protection offered in the copyright law, and the 3%-, 
7-, or 14-year terms provided by design patents. In this connection, a common 
misunderstanding with respect to S. 2075 which should be disposed of at this point 
is that if a copyrighted work is utilized in a design of a useful article, it obtains 
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only the single 5-year period of protection envisaged by that bill. It is frequently 
overlooked that S. 2075 provides for the continuance of full copyright protection 
of the original work. The bill simply denies protection to the commercial appli- 
eation of the copyright to a useful article after the expiration of the 5-year 
term. Thus, a copyrighted Dali painting applied to a tea tray would continue to 
receive full copyright protection qua painting, but the application of the painting 
on the tea tray would be in the public domain after 5 years. 

(4) Protection can be obtained only when articles actually embodying the de- 
sign are sold or offered to the public. No protection is available under the bill for 
a design in its drawing board or mockup stages. 

(5) Protection for a design under the bill would be lost unless a claim is regis- 
tered within 6 months after the design has been made public. As noted above, 
there is no search for novelty. However, the bill provides an administrative 
“screening” process, similar to the trademark opposition procedure ; the public is 
given an opportunity to file “objections” to registration on the ground that a de- 
sign is staple or commonly known. 

(6) The bill provides for a design notice, and the specific requirements as to 
form and position are intended to be both flexible and realistic. Omission of the 
notice would not destroy protection altogether, although it would sharply limit 
the design owner’s legal remedies. 

(7) Recovery for infringement is generally limited to infringing manufacturers 
and importers. Vendors and distributors are liable only if they reorder infring- 
ing goods after having received written notice of the infringement and refuse to 
disclose their source. A similar exception is provided for a secondary manufac- 
turer who innocently incorporates an infringing article in his own products, and 
other secondary users are fully exempted. 

(8) Remedies include injunctions, damages which may be tripled, forfeiture 
and destruction of infringing articles, costs, and possibly attorney fees. 

(9) There ignothing in the bill which limits copyright protection in works 
already in existence, nor any protection received under the doctrine of unfair 
competition and design patent. 

The bill is the product of 5 years of study and consultation and is a realistic 
solution to the problem and will be of benefit to both designers and the public. 
The bill has been molded by the Coordinating Committee on Designs of the Na- 
tional Council of Patent Law Associations under the chairmanship of Giles 8. 
Rich, now Judge Rich of the U.S. Court of Customs and Patent Appeals. The 
Committee has had the active collaboration of patent and copyright attorneys 
with experience in the design field and of officials of both the U.S. Patent and 
Copyright Offices. 

The Register of Copyrights believes that one immediate effect of the enact- 
ment of this bill would be the diminution of a number of difficult legal and 
operational problems affecting the copyright registry system. 

In sum, the bill would clarify and regularize the presently existing confused 
design situation. It would be particularly beneficial to the small businessman 
and the independent designer since protection would be inexpensive and fast 
enough to be practicable. There are points which will require further consid- 
eration; e.g., the place of administration has for the present been left open. 
Although the underlying concepts of the bill are in several respects closely 
analogous to those of copyrights, nevertheless the subject matter of the bill in 
all probability will extend into areas substantially beyond historic concepts of 
literary and artistic property and the collections and functions of the Library 
of Congress. It therefore seems to me desirable to consider location of the 
Administrator under the law, when enacted, elsewhere than in the Library, 
at such appropriate location as may be determined by the Congress or the 
President. 

In my judgment, S. 2075 goes a long way in resolving our present design diffi- 
culties and does this in a way that would realistically benefit designers, manu- 
facturers, consumers, and the public. I urge favorable action by your 
committee. 

As stated above, S. 2852 is identical with S. 2075 with the exception of two 
provisions. The first difference is found in section 5(c) of S. 2852 which provides 
for two terms of protection of 5 years each in addition to the original term of 
5 years, making a total of 15 years possible protection. Although, as indicated 
above, I favor the single 5-year term of protection, I would not interpose any 
objection to a single renewal term of 5 years, making a total of 10 years possible 
protection. This latter term is consistent with the term recently proposed in 
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a draft of the revised Hague arrangement, which if adopted may result in an 
international minimum standard of duration. 

The second major difference between the two design bills is found in section 
32 of S. 2852. The net effect of this provision is to permit the owners of all 
types of copyrighted works to retain their possible 56 years of copyright 
protection if and when their copyrighted work is utilized in the design of a 
useful article. It is this provision to which I propose to direct my principal 
comments. 

My primary concern with this provision is that it would permit the continuance 
of existing long-term copyright protection for all types of copyrighted works 
that may be used in the design of useful articles. As pointed out above, it is 
precisely this problem which requires solution, and S. 2852 does not provide one, 

Notwithstanding my opinion that S. 2075 is the more desirable bill, I would 
like to suggest some amendments to S. 2852 that would render the latter bill less 
undesirable. First, if a contraction were made of the scope of the copyright 
class in which are registered those articles which by their nature are most 
susceptible of being used in connection with designs of useful articles, many 
of the types of works now copyrighted would more properly fall only within the 
design protection features of the bill. The present category of “works of art” 
could be contracted; e.g., “works of the fine arts” or “nonutilitarian arts,” 
which in effect would remove from future eligibility for copyright protection 
many objects such as piggy banks, book ends, salt and pepper shakers, ash trays, 
and the like. This would greatly lessen the undesirability of permitting full 
copyright protection to be afforded to the remaining types of works in that class 
which have long been understood to be copyrightable as works of art, such as 
paintings, sculpture, and prints, even though such works are applied to designs 
of useful articles. 

Next, the continued existence of copyright protection of works subsequently 
applied to designs of useful articles could be restricted to pictorial, graphic, 
and sculptural works, and to those works which can be identified separately and 
are capable of independent existence as such a copyrighted work. There is no 
need in this type of legislation to preserve copyright in those kinds of copyrighted 
works not generally susceptible of being applied to designs of useful articles, 
such as literary, dramatic, or musical works. Pictures of a useful article would 
be protected by the copyright law only as pictures and not when made into 
utilitarian objects. The continuing existence of the copyright should apply only 
to those types of works which are capable of an independent existence in their 
copyrighted form, without repetition, and not to the works to which they are 
applied. Thus, the application of the Dali painting to a tea tray would not 
and should not give rise to any claim that the tray per se become entitled to 
copyright protection ; only the painting, which is capable of an independent exist- 
ence, should be protected for the full term of copyright, and any protection for 
the tray should be left to the short-term design protection of the bills. If the 
‘painting is duplicated in a repetitive manner, on wallpaper for example, the 
repetitiveness of the work in effect serves as an attempt to protect the wallpaper 
as such, and I believe the full copyright protection of the painting should be 
restricted to its single application, as in the case of the tea tray. 

One last observation. The retention of full copyright protection to a copy- 
righted pictorial, graphic, or sculptural work which has been utilized in the de 
sign of a useful article should not necessarily afford the copyright owner the 
right to bring copyright infringement action against an innocent seller or dis- 
tributor of the infringing article. Since the present bill frees such a person of 
infringement penalties in the case of a design for useful articles, it seems equita- 
ble to apply such a concept to the seller or distributor of a copyrighted work 
applied to a design of a useful article. 

If provisions embodying the foregoing comments were added to S. 2852, the 
Register of Copyrights and I would interpose no objection to its enactment. But 
we recommend against the enactment of this bill if not so modified. 

Sincerely yours, 
L. Quincy MuMFoRD, 
Librarian of Congress. 


Senator Harr. The first witness will be presented by a distinguished 
Member of the Senate, to whom I apologize particularly for delaying. 
I know he is harried, but we know that Senator Talmadge would be 
willing to take this time to introduce another distinguished Georgian. 
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STATEMENT OF HON. HERMAN E. TALMADGE, A U.S. SENATOR 
FROM, THE STATE OF GEORGIA 


Senator Tatmapee. There is no apology necessary, because I think 
this committee has started as soon as any committee in the Senate. It 
has certainly been no imposition on any of us. 

I thank the Chair for the courtesy of permitting me to attend this 
hearing. I appear for the purpose of supporting S. 2852, which I 
introduced on January 19 this year, and which is one of the bills which 
your committee is presently olding hearings upon. I am not an 
expert in this field, but I do have a prepared statement, and with the 


permission of the Chair, I request that it, along with an article “Don’t 
Maim Our Copyrights,” written by Franklin Waldheim, be inserted 
at this point in the record as part of my testimony. 
Senator Harr. That will be done. 
; (Prepared statement of Senator Talmadge and article referred to 
ollow :) 


STATEMENT OF SENATOR HERMAN E. TALMADGE IN Support or §. 2852 BEFORE 
SENATE JUDICIARY SUBCOMMITTEE ON PATENTS, TRADEMARKS, AND COPYRIGHTS, 
JUNE 29, 1960 


The field of design and copyright protection is extremely complex and tech- 
nical and I will not undertake to discuss the intricacies involved nor the spe- 
cific details of either S. 2852 or S. 2075. I am confident that experts in the 
field of design and copyright protection will testify before this subcommittee in 
the course of its hearings. I desire to bring to the subcommittee’s attention the 
purpose which prompted me to introduce in the U.S. Senate on January 19, 
1960, S. 2852. My purpose is quite simple, yet of great importance. 

In the event this subcommittee and the Senate Judiciary Committee deter- 
mine to recommend, and the Senate decides to pass, any legislation creating de- 
sign protection for those interests and industries desiring it, such legislation 
should preserve the long-recognized copyright protection now provided by law. 
Copyright owners should be entirely free from any unjust and unnecessary pro- 
visions which would abolish, destroy, diminish, or impinge upon these estab- 
lished property rights, legally recognized, of copyright owners. 

The very fact that design protection bills have been introduced in Congress 
indicates that some persons desire a form of protection they do not presently 
have. I understand, in fact, that these persons have been seeking some protec- 
tion since the early part of this century and approximately 50 bills have been 
introduced for design protection upon which a dozen or so legislative hearings 
have been held,’ but, as yet, these efforts have been unsuccessful. 

On the other hand, for a considerable length of time, our statutes and the 
courts have recognized and afforded to true artistic copyright owners full pro- 
tection of their works for a term of 28 years plus a renewable term of 28 years 
for a total of 56 years. Such artistic works may be in the form of statues, draw- 
ings, newspaper features, pictures, strip cartoons, television, motion pictures, 
and other works. 

This full scope of copyright protection is afforded to copyright owners against 
infringers who seek to copy these works regardless of the original form of the 
artistic work. Indeed, 6 years ago, the Supreme Court in its landmark decision, 
Mazer v. Stein ( (1954) 347 U.S. 201; 98 L. Ed. 630; 74 S. Ct. 460), recognized 
the principle that the copyright owner was entitled to his protection irrespective 
of the use to which he puts his copyright work. In other words, an artistic 
copyright is a totality and does not cease to be protectable under our laws if, 
and merely because, the artistic work is applied to or embodied in some useful 
article. 

This is our law today. This is a recognized right of artistic creators. 

S$. 2852 would preserve and maintain the present position of the law in that 
respect and assure to artistic creators the full measure of their recognized copy- 


‘ Gaur ‘Design Protection and the O’Mahoney Bill,” 7 Bull. Cr. Soc., pp. 25, 26, item 
ov ° 
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right protection while at the same time affording designers a protection they 
now, apparently, do not have. 

S. 2075, on the other hand, would destroy the recognized protection given to 
copyright owners without, in any way, affording additional protection to de- 
signers beyond that contained in S. 2852. 

Under the terms of S. 2075, if a copyright owner uses his work industrially, 
commercially, or on useful articles, he would forfeit and lose his protection in 
that field unless he obtained design registration. If he obtained design regis- 
tration under that act, he would be afforded only a 5-year period of protection 
on the registered design and his totality of basic copyright protection would be 
seriously impaired. 

To my way of thinking, it is both unnecessary and unfair to take away the 
artist’s copyright protection in the process of affording protection to ornamental 
designs. 

A recent article has appeared in the April 1960 issue of the Bulletin of the 
Copyright Society of the U.S.A. which discusses this situation. The article is 
entitled “Don’t Maim Our Copyrights” and, in my opinion, quite clearly points 
up the contrast between S. 2075 and S. 2852 on this point. It discusses what I 
believe to be the justness and practicality embodied in the latter bill. I should, 
therefore, like to submit to this subcommittee a copy of this article and request 
that it be included in the record. 

S. 2852 permits and makes optional protection for commercial interests con- 
cerned only in short-term and limited protection for ornamental designs with- 
out unfairly or unjustly injuring or adversely affecting recognized rights to 
copyright owners who are satisfied with the full protection and term now 
afforded copyrights under the existing law of our country. S. 2852 provides for 
(1) a 5-year term of protection plus the right to two renewable terms of 5 
years each for registered designs and (2) further provides that a copyright 
owner has the right to choose to come under the designs law if he wishes; but 
his full copyright protection remains intact and inviolate unless he should elect 
to diminish the protection and term afforded by it by voluntarily registering 
under the provisions of the designs law. 

Under design registration laws of some other countries, protection is afforded 
for a 5-year term plus two renewable terms of 5 years each. I do not believe 
that American nationals should be placed in a less advantageous position than 
foreign nationals if Congress enacts registered design legislation, and this 
provision would also provide a basis for international reciprocity, if it should 
ever be desired. 

Thus, S. 2852 will maintain and preserve copyright protection and will enable 
designers to have something they now lack. S. 2852 will provide design protec- 
tion for those who want it, but will not injure others in the process. 







Don’t MAarImM Our Copyricuts! 


(By Franklin Waldheim ’*) 


Epitor’s Nore.—The author, while in favor of the new design 
law (S. 2075), expresses disagreement with that part of the 
O’Mahoney bill which would provide that, after embodying the 
work of art in a design of a useful article, the 56-year protection of 
the copyright law would be replaced by the 5-year term. See Lat- 
man, “A Proposal for Effective Design Legislation; S. 2075 Exam- 
ined,” 6 Bull Cr. Soc. item 322, page 279, at page 282 et seq. (1959), 
Mr. Waldheim favors the recently introduced Talmadge and Flynt 
bills (S. 2852, item 224, infra, and H.R. 9870, item 220, infra, re- 
spectively), which would leave the original copyright protection 
intact even after embodiment of the design in a useful article of 
manufacture. 


Much has been said in recent years about the need for legislation protecting 
the designs of useful articles. This interest has culminated in a bill (S. 2075) 
now pending in Congress. It affords to the creators of designs a relatively 
simple method of protection against piracy. 


1 Mr, Waldheim is a member of the New York bar and assistant counsel for Walt Disney 
Enterprises. 
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Although there are many persons who frown upon legislation for the protection 
of designs, it is not the purpose of this article to direct any criticism against the 
principle of design legislation. The writer merely desires to invite consideration 
of the fact that S. 2075, in addition to providing protection for designs, seriously 
diminishes the rights now afforded by law to copyright owners. If a work of 
art is copyrighted and the proprietor thereafter permits the work to be embodied 
in the design of a useful article, the copyright in the work (under 8S. 2075) is lost 
so far as its application to useful articles is concerned (except that the proprietor 
may apply for protection for a period of 5 years). These provisions create, in 
effect, a terminable copyright. 

Why should the creator of a work of art lose the right, secured to him by the 
copyright law, to protect his work from unauthorized copying for a period of 
56 years? The Constitution of the United States empowers Congress “to promote 
the progress of * * * useful arts by securing for limited times to authors * * * the 
exclusive right to their respective writings.” By long practice the Congress and 
the courts have interpreted the term “writings” to include works of art and other 
works not literary in nature. This provision of the Constitution contemplated the 
encouragement of authors by giving them a profit incentive in the creation of 
their works—the power to exact compensation from those who desire to reproduce 
the works. 

The feeling has never prevailed that artistic creations should not be dissemi- 
nated as widely as possible. On the contrary, dissemination is favored. The 
Louvre in Paris and the great museums of our country sell reproductions of their 
works of art to visitors for a small price in order that the people may view these 
copies from time to time and be reminded of the originals. 

Suppose, then, that a work of art is reproduced to adorn some useful article— 
so that the user may look at this reproduction whenever he uses the article. 
Does not this carry out the basic purpose of the copyright law? Why should the 
creator of this work of art lose his 56-year copyright because his work beauti- 
fies an otherwise colorless article? Why should he be compelled, at best, to 
accept a copyright (as to useful articles) for only 5 years? 

Perhaps the drafters of S. 2075 inserted these provisions because it is diffi- 
cult to define an exact dividing line between useful articles which embody works 
of art and those which embody merely design. So the proponents of this bill 
resolved the difficulty by erasing the line and by assuming that art ceases 
to be art when it becomes part of a useful article. But the law should not 
falter in achieving justice simply because definitions are hard to apply. The 
courts continually distinguish the outlines of inexact concepts such as reasonable 
eare, fair value and probable cause. They do not try to make judicial life 
easier by destroying the concepts. 

When a work of art is applied to, or embodied in the form of, a useful 
article, it is no less a work of art. As Professor Collingwood said of a work 
of art which is also useful: “What makes it art is not the same as what makes 
it useful.”* There is no justification for enforeing the forfeiture of the copy- 
right ina work of art because it is applied toa useful article. 

The drafters of S. 2075, unable to differentiate between art and design, took 
this senseless course of partially destroying an artistic copyright when it is 
employed in a useful article, because they feared that the creators of designs 
might be able to claim copyrights in them as works of art. They were afraid 
that the case of Mazer vy. Stein* would give designers a pretext for claim- 
ing copyright protection for 56 years. This fear is not justified. The copy- 
righted matter in Maser v. Stein consisted of statuettes and it can readily 
be seen that statuettes can qualify as works of art. The holding in that 
case, and the holdings of the courts in other cases, do not warrant the con- 
clusion that any design of a useful article can be protected by copyright. 
Those who claim copyrights in designs are always subject to the challenge 
a the matter in which they have claimed copyright is not copyrightable at 
all, 

The proponents of design legislation, who seek to protect the interests of ere- 
ators of designs, obviously do not have the slightest confidence themselves that 
designs can be protected for 56 years by the simple device of claiming copy- 
rights in them. If this course could be followed by designers, why would they 
want a design protection law at all—one that would protect them only for 5 years 





7 oan Principles of Art,” by R. G. ee p. 32. 
7 U.S. 201, 98 L. Bd. 630, 74 8. 
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instead of 56? Why would the design interests strive to procure legislation 
which would give them something less than they already have? 

The proponents of design legislation know that the designer cannot safely 
travel the copyright route unless he creates something which qualifies as a work 
of art. Since there are no other methods of effective protection now available, 
some designers may now from time to time attempt to copyright their designs, 
But they know that they are not traveling a safe road and, if a design law were 
enacted, they would surely invoke the greater security which it provides. In 
enacting such a law for those persons who are essentially designers it is not at 
all necessary or fitting that there should be an impairment of the rights of those 
persons who are essentially creators of works of art. 

It is interesting to note that the report of the New Zealand Copyright 
Committee, 1959, considered the desirability of legislation similar to S. 2075. 
It weighed the advisability of repealing a section of the law (sec. 30) which 
excludes from copyright protection a design which is used industrially and 
which is capable of being registered under the design legislation. The Com- 
mittee said : 

“It seems to us that it is the existence of a dividing line between industrial 
art and other forms of artistic work which is at the root of the trouble. 
Moreover, we think it likely that * * * creating something in the nature of 
a terminable copyright, is itself likely to give rise to new difficulties” (p. 118). 

In discussing the possible repeal of section 30—so that a design used in- 
dustrially would not be automatically excluded from copyright protection—the 
Committee said : 

“There is no reason to suppose that the complete repeal of section 30 would 
create any difficulties of definition. It would not extend copyright into a com- 
pletely new field but would merely ensure that all artistic works, whatever the 
field of their application, would have protection. The criterion would be the 
same as it now is for other artistic works, namely, whether the work is or is not 
an original artistic work” (p. 118). 

Legislation is never wholesome when it attempts to set up new rights for 
certain people at the expense of destroying rights enjoyed by others. There is 
no need for doing this in the case of design legislation. To remedy the evil 
effect of S. 2075, a new bill (S. 2852) has been introduced in the Senate by 
Senator Talmadge who said: “I do not believe that Congress should upset or 
diminish the present protection afforded by our copyright laws to legitimate 
copyright interests. Provision can be made for registered commercial designs 
without prejudice, injury, or hurt to copyright owners. The bill I am intro 
ducing makes provision for that just and fair result.” 

An identical bill has been introduced in the House by Congressman Flynt 
(H.R. 9870). These bills are precisely the same as S. 2075 except that, beside 
protecting the authors of designs, they undertake (as the addition to their 
preamble states) “to perserve copyright protection for creators of artistic works 
in which copyright subsists” and except that they afford an opportunity to renew 
design protection for two additional periods of 5 years each. The latter change 
would bring our law into conformity with the law of some other countries and 
would place our nationals in a position as favorable as that of foreign nationals. 
Section 5(c) of S. 2852 provides for the extensions. Section 27 preserves any 
right or remedy now or hereafter held by any person under the copyright law 
except that, when a copyright proprietor himself makes use of the provisions of 
the Design Protection and Copyright Preservation Act, the design becomes sub 
ject to that act. Section 32 amends the copyright law by making a similar 
provision. 

Efforts have been unsuccessfully made for a half century to secure effective 
design legislation in this country. It would represent a major accomplishment 
by those concerned with this effort if they procured the passage of a bill pro- 
viding such legislation. In advocating such a bill, they should not launch an 
attack upon the rights of those genuinely engaged in the creation of works of 
art. In establishing a new right for one class they should not destroy the 
established rights of another class. They would help their cause by doing one 
thing at a time—by securing protection for the interests which they represent 
and not by destroying protection for the interests which they do not represent. 

The objectives of the proponents of design legislation would best be served 
by the Talmadge-Flynt bills (S. 2852; H.R. 9870). Experience under that law 
would determine whether any ill effects to designers can flow from a misuse of 
the copyright law by the creators of designs. If this unlikely condition is found 
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to exist, it will then be timely to seek a way of counteracting it. In the mean- 
time, the effort to secure design legislation should not be turned into an onslaught 
upon the rights of those who will create the artistic works of the future. 

Our copyright law has been a healthy stimulus to artistic creation. The 
rewards flowing to the creators of literary, musical and artistic works have made 
possible the enrichment of our culture and have contributed to the happiness of 
our people. Radio, television, the theater, current literature, and the musical 
world thrive on copyrighted works. Our concern for the designers of merchan- 
dise should not stifle the incentive of those whose toil and sacrifice bring us these 
wonderful gifts. 

Senator Tatmapce. Now, Mr. Chairman, with the permission of 
the Chair, I would like to present one of our distinguished ged oe 
who is an expert in this field, former Governor Ellis Arnall, of New- 
nan, Ga. He served as Governor of our State from 1942 to 1947. 
Prior to that, he had a distinguished record of service in our General 
Assembly of Georgia, and also as assistant attorney general of the 
State, and as attorney general of the State. He is a distinguished 
author, a well-known and very able lawyer, an eloquent speaker. And 
I take pleasure in presenting him to the committee at this time. 

He has with him his law associate, Mr. Levitas, who is a Rhodes 
scholar, and also from the city of Atlanta. 

If the chairman will permit me to do so, I ask that I be excused at 
this time. As the chairman well knows, the Committee on Agricul- 
ture is meeting, and also the Committee on Finance. 

Thank you very much. 

Senator Harr. Thank you very much, Senator. ; 

The committee is delighted to have Governor Arnall and Mr. Levitas 
with us. I told Governor Arnall that I remembered with the very 
greatest pleasure hearing him speak. I did not realize it was so many 
years ago—in Detroit. I don’t know whether the fact that a state- 
ment by one from Michigan that your reception in Michigan was warm 
does you harm in Georgia or not, but it was warm. 

Governor, you may read your statement in full or file it, or make 
such comments or any documentation you want to supplement it with. 


STATEMENT OF ELLIS ARNALL, ATTORNEY AT LAW, PRESIDENT 
OF THE SOCIETY OF INDEPENDENT MOTION PICTURE PRO- 
DUCERS OF CALIFORNIA; ACCOMPANIED BY ELLIOTT LEVITAS, 
ATTORNEY 


Mr. Arnatu. Thank you very much. I assure you that my recep- 
tion in Michigan was very heartening to me. 

You know, we in Georgia have become a part of the Union, we be- 
lieve in a Union of the States, and we believe that what is good in one 
part of America is good in another part. So it is with no reluctance 
at all when I say I appreciate the comments of the chairman about my 
visit to Michigan, which the chairman attended. 

Thank you very much, sir. 

Now, in order to conserve the time of this subcommittee and the 
chairman and the staff, in these days when Congress is trying to ad- 
journ or recess or get its business behind it, I am going to make a very 

rief statement, and request that the statement and the accompanying 
documents be inserted in the record. 

I wish that time permitted me to make a long oral statement and 
presentation, but for the reasons indicated, I shall not impose upon 
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the chairman at this time. We have written our position, which is 
lucid, we believe, and equitable, and fair, and will commend itself to 
the consideration of the subcommittee and_the staff. 

Senator Harr. Thank you, Governor. 

I should indicate generally, I think, the intention of the commit- 
tee—and I speak now primarily of Senator O’Mahoney, the chair- 
man of the committee—is to open for study rather than immediate 
action the problem that is pointed up by the two bills, which are the 
focus of the hearings. 

Senator Talmadge indicated he was not an expert in this field, but 
he left before he could prove it. Unhappily for me, I have to stay long 
enough to demonstrate my lack of background in this field of law. 
This is regrettable, but I make the comment now to assure you, Gover- 
nor, that it will be essential that the documents be read by me, at least, 
and an oral presentation, while I know it would be interesting, to still 
not spare me, and I think there are a couple of others on this commit- 
tee who likewise were never practitioners in this field. For such meh 
it is necessary to read this. 

Of course, there is no expectation that the committee will promptl 
file a report and meine a bill. I do hope that in the recess period 
the period of adjournment, we will have an opportunity for hearings, 
additional hearings, in order that a judgment may be developed in 
the subcommittee which, hopefully, can produce some sort of recom- 
mended legislation in the following Congress. 

Mr. Arnatu. Mr. Chairman, let me make this statement, if I may. 

I appear here in my capacity as president of the Society of Inde- 
pendent Motion Picture Producers, and as regular counsel for Walt 
Disney Productions, and I appear in support of S, 2852, which is pend- 
ing before this committee, and in opposition to S. 2075 only insofar as 


S. 2075, in undertaking to give protection to design interests on an or- f 


namental design, would do violence to the copyright interests. 

We believe that it is quite possible for this committee to determine, 
upon design registration, legislation which would afford to those in- 
terests desiring protection on an ornamental design that protection 
without in any way impinging upon or destroying or curtailing the 
long material copyright protection now afforded certain industries, 
such as the motion picture industry, newspaper industry, insofar as 
it relates to features, the television industry, and artistic creations 
which are subsequently, or at the same time, put to commercial ex- 
ploitation. 

I appear in support of S. 2852, which we favor, in the event the 
subcommittee should determine to recommend favorable action upon 
any legislation relating to the protection of ornamental designs for 
useful articles, and as indicated, we oppose S. 2075, because, in order 
to give protection to ornamental design interests, we insist it is not 
necessary to maim or injure copyright protection now enjoyed by cer- 
tain interests. 

In other words, simply stated, we say that S. 2075 would not give 
to ornamental design interests any protection which S. 2852 would 
give, but S. 2852 is more euitable, and righteous, in that it does not 
give the ornamental design interest the protection they seek by doing 
violence to the copyright interests. 
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We believe that it is quite possible to. harmonize these interests: 
We have no objection to design interests having their protection, but 
we urge the subcommittee not to give them the protection at the ex- 
pense of the copyright interests, which now enjoys the long-term pro- 
tection, and to that end, we are filing this statement. 

I should like to request, Mr. Chairman, also, if it is not a part of the 
record, that a letter Walt Disney has written the chairman of the Sen- 
ate Judiciary Committee be inserted and made a part of this record, 
because Mr. Disney is particularly concerned about the adverse effect 
of S. 2075 on the copyrights which they hold and which they have 
exploited throughout the world to the benefit of the youth of the var- 
ious countries and the enjoyment of the people generally. 

Senator Harr. That letter will be made a part of the record. 

(The letter referred to follows :) 

WALT DISNEY PRODUCTIONS, 
Burbank, Calif., March 11, 1960. 
Senator JAMES O. EASTLAND, 
Chairman, Senate Judiciary Committee, 
Senate Office Building, Washington, D.C. 


DeaR SENATOR EASTLAND: I understand that there are presently pending be- 
fore Subcommittee No. 6 of the Senate Judiciary Committee two bills, 8. 2075 
and S. 2852, providing protection for designs of useful articles. I am writing 
this letter to respectfully express strong opposition to 8S. 2075 and support of 
§. 2852 in event Congress should determine to enact design legislation. 

For more than 30 years I have been vitally interested in the creation and 
display of fanciful characters which are, I believe, well known throughout the 
world. Mickey Mouse, Donald Duck, Bambi, Dumbo, and their friends are but 
afew of such characters of imagination and entertainment. 

As a result of my close association and interest in this field, of course, I am 
greatly concerned with the protection afforded by copyright laws for my creative 
works and the artistic works of other creators. For many years I have sought 
to fully protect these fanciful artistic creations from imitators, usurpers, and 
copiers. 

It has been necessary for Walt Disney Productions to enter the field of licens- 
ing the merchandising of these fanciful characters on various articles and in 
numerous forms in order to fill the demand which public acceptance of the 
fanciful characters has created. 

Although this merchandise licensing activity is only incidental to and a small 
part of the use of these characters, it is carried on primarily to protect the 
basie artistic characters themselves. Were thoughtful and controlled merchan- 
dising of these characters not pursued, the public demand would be filled by 
black-market imitations and copies of poor quality, of inferior workmanship, and 
sometimes vulgar application of these characters. This would result in the 
definite loss of value and acceptance by the public in the underlying artistic 
characters which would be imitated or copied. 

The laws of the United States now protect the works of creative artists. The 
foundation of this copyright protection is in the Constitution itself. As I under- 
stand the present law of our country, we are able to protect these creations by 
relying on the rights afforded by our copyright law which considers artistic 
works as. a totality and a complete entirety and which protects them as artistic 
works to the full extent of the term of copyright, which is 56 years (an original 
term of 28 years plus one renewable term of 28 years) irrespective of the use 
to which they may be put. 

I respectfully submit that Mickey Mouse is Mickey Mouse in whatever form 
he may appear—whether in a film, in the form of a doll, or on a watch or on 
& hairbrush. The mere change of application does not change his underlying 
artistic character and his acceptance by the public as such. 

The measures presently pending before Subcommittee No. 6 of the Senate 
Judiciary Committee, as I understand them, have for their purpose the protec- 
tion of designs of useful articles for a short term—far shorter than the term 
afforded copyrights. While both measures would provide protection for designs, 
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one of the measures, 8S. 2075, would destroy copyright protection of artistic 
creators under certain circumstances, while the other measure, S. 2852, would 
afford design protection to those interests which desire it, but would maintain 
copyright protection for those to whom it is now available under the law. 

While I am not opposed to legislation which would afford protection of orna- 
mental designs for useful articles, it seems to me not only unnecessary but 
manifestly unfair, unjust, and inequitable that such end should be attained by 
restricting, removing, and denying the full totality of copyright protection which 
the laws of the United States now afford our creative artists. Were S. 2075 
to become law, the small and incidental use to which Walt Disney Productions’ 
fanciful artistic creations are necessarily employed in the field of merchandising 
would bring about the loss in that field of our full copyright protection in those 
artistic works and would force Walt Disney Productions to come under the pro- 
visions of the design law with its drastically limited and much shorter term of 
protection. Although SS. 2075 purports to preserve the availability of copy- 
right protection against purely artistic infringements even after the expiration 
of the short term design protection, it does not preserve the right to prevent 
unauthorized copying of the artistic character in the form of or as applied to use 
ful articles. If after the end of a term of design protection the creator of an 
artistic work could not control its use in all forms, the indiscriminate industrial 
copying of the artistic work would seriously impair its value as an artistic 
work. Thus, the bare right of preventing artistic copying would be of little 
worth in preserving the value of the artistic creation as against an inability to 
prevent industrial copying of the artistic work. 

It has been my experience that the period of public acceptance and of value of 
these artistic characters exceeds the term of protection contemplated by any 
proposed design protection legislation. Hence, availability of design protection 
is a completely inadequate form of protection for the works of creative artists. 

I desire to point out that S. 2852 would permit design protection to those 
interested in such protection but would continue to leave the true artistic creator 
the protection of the full scope and term of copyright now provided by law if 
he desired to maintain this right. 

S. 2075 is compulsory and, in my opinion, is unnecessary and unjust in its 
relation to copyright protection. 

S. 2852 is permissive and, in my opinion, is equitable, fair, and just in its 
protection of designs as well as in its preservation of copyright. 

I respectfully submit that I do not consider it to be equitable, fair, or right 
to upset or diminish the present protection afforded by our copyright laws to 
legitimate copyright interests in order that design protection be provided. If it 
should be the desire of Congress to protect ornamental designs as such, S. 2852 
would achieve this purpose without injuring or adversely affecting the full copy- 
right protection which our laws presently provide for legitimate copyright 
interests. I am unable to understand why artistic copyright owners should be 
made to suffer merely because a new protection might be desired for designs 
of useful articles. 

Accordingly, I respectfully urge that S. 2075 be disapproved and that if the 
subcommittee or the full Senate Judiciary Committee desire to recommend en- 
actment of design protection, that S. 2852 be the measure which receives 
approval. 

Thanking you for your consideration of these very sincere views, I am, 

Respectfully yours, 


WALT DISNEY. 


Mr. Arnau. We should also like to request that extracts from the 
report of the Copyright Committee appointed by the Minister of Jus- 
tice of New Zealand on May 10, 1957, be inserted in the record, because 
New Zealand has canvassed this problem exactly like this subcommit- 
tee will canvass it, and has come up with a recommendation that it is 
quite possible consistently to afford design interest protection, still 
maintaining the protection to the copyright interests; that these two 


rotective rights are not antagonistic to each other, but actually can be 
harmonized. 








A 
mos 
ence 


land 
7 
i ( 
drar 


artistic 
- would 
aintain 


f orna- 
iry but 
ined by 
1 which 
S. 2075 
ictions’ 
ndising 
n those 
he pro- 
‘erm of 
f copy- 
iration 
orevent 
to use- 
- of an 
justrial 
artistic 
f little 
ility to 


alue of 
by any 
tection 
artists. 
» those 
creator 
law if 


. in its 
in its 


r right 
aws to 
. Ifit 
S. 2852 
'l copy- 
oyright 
yuld be 
lesigns 


if the 
nd en- 
eceives 


DESIGN PROTECTION 31 


And we believe that the study of this committee and its report will be 
most helpful to the subcommittee in determining its position in refer- 
ence to these pending bills. So we ask that that be introduced and re- 
ceived into the record. 

Senator Harr. The New Zealand study will be received. 

(The report referred to follows:) 


A Copyright Committee was appointed by the Minister of Justice of New Zea- 
land on May 10, 1957, with the following terms of reference : 

“To consider and report: 

“(a) What changes are desirable in the law relating to copyright in literary, 
dramatic, musical and artistic works, having particular regard to social, eco- 
nomic, and technical changes and developments since the passing of the Copyright 
Act 1913: and 

“(b) Whether it is desirable that New Zealand should accede to the Universal 
Copyright Convention or to the Brussels Revision of the International Convention 
for the Protection of Literary and Artistic Works.” 

Part XI of the Report of the Committee on Copyrights and Industrial Designs, 
1959, of the New Zealand Government, issued May 29, 1959, follows: 

292. Before the 1911 act in the United Kingdom, and the 1913 act in New Zea- 
land, there appears to have been no difficulty arising from the overlap that existed 
between the field of artistic works covered by copyright legislation and the field 
of artistic designs covered by the designs legislation. In the 1911 United King- 
dom act an attempt was made to avoid any such overlap and to make the copy- 
right legislation and the designs legislation mutually exclusive. The Copyright 
Act, 1913, followed the 1911 United Kingdom act in this respect. 

293. The designs legislation provides for the registration of designs and creates 
what is described as a copyright in registered designs. In the Designs Act, 1953 
(New Zealand), the latest legislation on the subject, the term “design” is defined 
as follows: 

“Design” means features of shape, configuration, pattern, or ornament applied 
to an article by any individual process or means, being features which in the 
finished article appeal to and are judged solely by the eye; but does not include a 
method or principle of construction or features of shape or configuration which 
are dictated solely by the function which the article to be made in that shape or 
configuration has to perform. 

By the Copyright Act, 1913, “artistic work” is defined as including, inter alia, 
“works of painting, drawing, sculpture, and artistic craftsmanship” (sec. 2(1)), 
and the owner of the copyright in any work has the sole right to reproduce the 
work “in any material form whatsoever” (sec. 3(2)). it is clear that artistic 
works entitled to copyright under the copyright legislation could also come under 
the designs legislation if capable of being applied to manufactured articles. 

294. When the Copyright Act, 1911 (United Kingdom) was enacted the framers 
of the legislation appear to have proceeded on the basis that art intended for 
industrial application capable of protection under the Patents and Designs Act, 
1907, should be excluded from copyright protection. Section 22(1) of the 1911 
United Kingdom act was therefore enacted in an attempt to avoid the possibility 
of double protection by establishing a demarcation between art applied to in- 
dustry and other artistic works. It provided that the Copyright Act should not 
apply to designs capable of being registered under the designs legislation unless 
the designs were not used or intended to be used as models or patterns to be 
multiplied by any industrial process. This provision appears in the Copyright 
Act, 1913 (New Zealand), as section 30(1). Under section 30(2) it is provided 
that regulations may be made under the designs legislation for determining the 
conditions under which a design shall be deemed, for the purposes of section 
30(1), to be used as a model or pattern to be multiplied by any industrial proc- 
ess. The present regulation is regulation 78 of the Designs Regulations, 1954 
(serial No. 1954/224), which provides in substance that any designs of which 
more than 50 copies are intended to be made, and any designs to be applied to 
wallpapers, carpets, textiles, and lace are deemed to be used or intended to be 
used as models or patterns to be multiplied by an industrial process. The de- 
signs so referred to are thus excluded from the protection of the copyright law. 
Regulation 38 of the designs regulations, 1954, which was a new provision in 
those regulations, excludes from registration as designs certain articlés suth as 
wall plaques, calendars, Christmas cards, ete. The purpose of this last-men- 
tioned regulation which, like the other designs regulations, is taken from the 
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United Kingdom regulations, was to clarify the law rather than to alter it in 




















































substance. The effect of section 30(1) and these regulations is, inter alia, that 299 
an artistic design intended to be used for a wall plaque, a calendar, or a greeting vo © 
card is not registrable as a design and is therefore entitled to copyright pro- | ™°T° 
tection under the Copyright Act, but if the same artistic design were intended only, 
to be applied to wallpaper it would be registrable as a design and would receive Act. 
no protection under the Copyright Act. The question of the intention of the yeres 
artist or author is important, as is shown by the decision referred to in the next 
paragraph. ‘ 
295. In 1941 the House of Lords in King Features Syndicate v. Kleeman (1941 t 
A.C. 417; 2 All E.R. 403 (often referred to as the Pop-Eye case)) decided that, d 
notwithstanding the provisions of the Copyright Act referred to in the last pre . 
ceding paragraph: (a) A work was entitled to copyright protection if at the 
time it was created the author had no intention to apply it industrially ; and (b) ° 
protection under the Copyright Act, once obtained, continued despite any sub- . 
sequent industrial application. It has been clear then since 1941, as a result of = 
the decision in that case, that “double protection” has been possible in respect 
of some artistic works because, in addition to protection by copyright legislation, 8 
it would also be possible to obtain protection by registration under the designs . 
legislation. In practice, however, such registration would not be necessary as 
copyright, which vests automatically and immediately upon the creation of the C 
work, confers a much wider protection than that conferred by designs regis- a 
tration. No practical difficulties appear to have resulted from this “double : 
protection” but the criterion of “intention” of industrial application.in section 
30 is unsatisfactory. In effect, this bases the operation of the section on a mere s 
intention in the mind of the author at the time of the creation of the work—a | 
matter which it is impossible to determine satisfactorily. : 
296. The law in other Commonwealth countries follows the English law prior : 
to the passing of the 1956 United Kingdom Act. On the other hand there is no 
provision corresponding to section 30 in the law of most European countries, ey 
although these countries have legislation for the registration of industrial rs 
designs and models. Artistic works receive the protection of the copyright law the | 
whatever their field of application. The coexistence of copyright and design mend 
protection for the same works appears to have created no difficulties in these bead 
countries. It would appear from the decision of the U.S. Supreme Court 30K 
in Mazer v. Stein ((1953) 347 U.S. 201), that in the United States where that 
an artistic work has copyright protection it retains that copyright protection betw 
although it was intended to be industrially reproduced when made and al- — ?P® 
though it is in fact so reproduced in quantity. two | 
297. Paragraph (4) of article 2 of the Rome revision of the Berne Conven- — ™*®! 
tion provides that works of art applied to industrial purposes shall be protected § "Y ™ 
so far as the domestic legislation of each country allows. The Brussels re § ™°*! 
vision for the first time specifically includes “works of applied art’ in the exple 
enumeration of “literary and artistic works,’ and paragraph (5) of article 2 that 
of that revision provides that it shall be a matter for legislation in the coum — “°™ 
tries of the union to determine the extent of the application of their laws to works — “"° 
of applied art and industrial designs and models. While the majority of coun- copy 
tries adhering to the Berne Convention accept the principle that works of “so 
applied art ought to be protected by copyright law, the convention does not dust 
impose any obligation on New Zealand to give this protection. New Zealand ee 
is, therefore, free to adopt such course as seems best to deal with the present at 
unsatisfactory situation. ! a : 
298. The hope of the framers of the 1911 United Kingdom Act that the van 
exclusion of all registrable industrial designs from protection under the copy- The 
right legislation would be a simple and practical course to follow has not been ° 
fulfilled. As pointed out in paragraph 295, supra, the operation of section pe 
30 depends to a substantial extent on a mere intention in the mind of the cin 
author at the time of the creation of the work. Furthermore, the operation part 
of the section is also unsatisfactory in its inequitable treatment of artistic deci 
works. It is universally recognized that some alteration of the law is desi 3 
able, but the problem does not seem capable of being remedied by any simple and 
amendment. The problem was considered in New Zealand by the Patents Com Mar 


mission in 1950, and was considered in greater detail in the United Kingdom by 
the Gregory Committee. It has also been considered by the Illsley Commission 
in Canada. 
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299. The Patents Commission in New Zealand suggested that, where a work 
was capable of registration as a design and the intention was to produce it in 
more than 50 single articles, it should be protected as copyright for 10 years 
only, in addition to any protection which might be obtained under the Designs 
Act. The recommendations of the Gregory committee were summarized at 
paragraph 250 of their report, as follows: 

(1) Artistic copyright should subsist and continue to subsist in all works 
which are original artistic works, irrespective of whether the intention of 
the author at the time he creates it is to use the work as an industrial 
design or to apply it thereto, and irrespective of whether the work is so 
used or applied ; 

(2) The copyright, as now, should continue to protect such works 
against copying, as, for example, by prints of an original drawing, and 
also, with the qualifications stated below, against reproduction in any 
other “material form whatsoever” ; 

(3) The protection against others reproducing the author’s work should 
give the author protection against unauthorized industrial designs copy- 
ing his work, subject to (4) and (5) below; 

(4) The copyright proprietor should be relieved of the disabling effects 
of prior publication of the work if he wishes to apply it industrially and 
applies for registration. On such registration, the protection of the Copy- 
right Act should cease for the designs of the articles as registered. On 
the expiry of a registration, the registered design and “associated” designs 
should go into the public domain ; 

(5) If the proprietor applies the work as an industrial design and does 
not register the design before doing so, then the protection of the Copy- 
right Act ceases as regards articles made to that particular design and 
“associated” designs. The original work would continue to enjoy protection 
against direct copying under the Copyright Act. 

Section 10 of the 1956 United Kingdom Act substantially gives effect to 
the Gregory Committee’s recommendations. The Ilsley Commission recom- 
mended, in general, that the principles of section 10 of the United Kingdom Act 
be adopted. 

300. The Justice Department, in its representations before us, submitted 
that section 10 of the 1956 United Kingdom Act, which preserves a distinction 
between industrial designs and other artistic works, is based on a wrong ap- 
proach, and that instead of attempting to redefine the boundary between the 
two the problem should be solved by simply repealing section 30. This would 
mean that certain works might be protected both under the Copyright Act and 
by registration under the Designs Act, but it was argued that this was by no 
means a fatal objection. The Department pointed out that the intention to 
exploit a work commercially had no effect on copyright in it, and submitted 
that the distinction between industrial designs and other forms of artistic 
works was indefensible in principle. It criticized a situation where trade 
circulars, timetables, or advertising posters are automatically protected by the 
copyright law, whereas designs for application to fabrics, china, or glassware 
are denied this protection, however high their artistic quality. 

301. The argument that the term of copyright protection is too long for in- 
dustrial designs, which are generally ephemeral in nature, was met by the reply 
that there are many works throughout the whole field of copyright which have 
an ephemeral existence, but that this is of no significance in regard to the 
acquisition of copyright in such works. The real issue it was suggested was 
whether all artistic works should be equally protected by the copyright law. 
The Justice Department further submitted that the Designs Act has failed in 
practice to give adequate protection to industrial art, this being shown by a 
comparison between the 200 to 300 designs registered annually and the thou- 
sands of works of industrial art entering commerce annually, and that the 
partial overlap between copyright and design protection brought about by the 
decision in the “Pop-Eye” case had caused no difficulty in practice. 

302. The outright repeal of section 30 was supported by the English Pottery 
and Glassware Agents’ Association of New Zealand and by the United Kingdom 
Manufacturers’ and New Zealand Representatives’ Association. The Pottery 
and Glassware Agents’ Association claimed that it was a financial and economic 
impossibility for a pottery manufacturer using industrial art in the manu- 
facture of his goods to register all the designs that were produced. Of the 
manufacturers engaged in the production of ceramics in the Midlands in England, 
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at least 120 were represented in New Zealand, and the number of new designs 
produced each year in the United Kingdom alone would run into tens of thou 
sands. The cost of registering and the labor involved would be entirely dis- 
proportionate to the results to be achieved. Furthermore it was pointed out 
that no manufacturer wants to incur the cost of registering new designs produced 
by his artists until he knows that they are going to be worth while selling 
patterns. This was always a matter of chance. By the time a pattern was 
proved to be really worthwhile it was too late to register because prior publica 
tion could be proved. 

303. The United Kingdom Manufacturers’ and New Zealand Representatives’ 
Association said that manufacturers and their representatives had long suf- 
fered under the disability that patterns and designs produced at much labor and 
expense and by the exercise of genius had been infringed by foreign manu- 
facturers without their incurring liability for compensation. Protection by 
design registration was not practicable owing to the necessity of proving the 
market before entering on quantity production and the enormous number of 
registrations that would be involved. The association submitted that the effect 
of section 30 was to deny the industrial artist and designer the fruits of his 
genius and labor except by onerous procedure. 

304. The repeal of section 30 was originally opposed by the New Zealand 
Manufacturers’ Federation, which submitted that the protection given to in- 
dustrial art by the copyright law should not in any event be more extensive 
than that conferred by section 10 of the 1956 United Kingdom Act. Subsequently, 
however, the federation formally withdrew its opposition, with the result that 
there are now no submissions opposing the repeal of section 30. 

305. No evidence seems to have been given before the Gregory committee by 
industrial interests as to the essential inadequacy of protection under the de 
signs legislation, and it is clear from a reading of paragraph 240 of their report 
that this had much to do with their unwillingness to recommend the outright 
repeal of the United Kingdom corresponding section 22. We have reason to 
suppose, however, that the position in the United Kingdom may not be as satis 
factory as the absence of complaints led the Gregory committee to believe. We 
have had our attention drawn to an article in the September 1957 issue of the 
periodical Design, which is published in the United Kingdom by the Council 
for Industrial Design. This article points out that the average number of 
designs registered in the United Kingdom has fallen from over 19,000 for the 
period 1922-26 to under 8,000 for the period 1953-56. Comparable figures for 
patents show a substantial increase since the 1920’s and the article draws the 
inference that designers and manufacturers have little regard for the Reg: 
istered Designs Act, 1949 (United Kingdom), as a practical measure for pro 
tecting their designs. The suggestion is made in the article that one of the ways 
in which greater protection could be given to industrial designs would be by 
amending the law so that industrial designs will no longer, for all practical pur 
poses, be excluded from copyright protection. 

306. We have had the benefit of the evidence of industrial and commercial 
interests with long experience in this field. We are impressed by the fact that 
these interests have emphasized that the present situation is most unsatisfactory 
in practice and have strongly urged the repeal of section 30. We have no doubt 
that pirating by foreign companies has occurred in the past, and may well 
occur in the future, and that the existing law does not give any real protection 
against such pirating. 

307. We have considered whether the adoption of section 10 of the 16 
United Kingdom Act might substantially overcome the difficulties experienced 
by the two associations that gave evidence before us, but we have come to the 
conclusion that it would not. Section 10 clearly envisages registration as the 
normal way of protecting designs. The evidence before us is, however, that, 
even if the difficulty concerning prior publication were removed, registration 
of the vast number of industrial designs would be financially and economically 
out of the question. Considered from the point of view of principle, the United 
Kingdom act retains the dividing line between works capable of registration 
under the Designs Act and other artistic works protected by the Copyright Act 
but redraws it in a somewhat less unsatisfactory manner. It seems to us that 
it is the existence of a dividing line between industrial art and other forms of 
artistic work which is at the root of the trouble, Moreover, we think it likely 
that section 10, by creating something in the nature of a terminable copyright, i 
itself likely to give rise to new difficulties. 
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308. We are impressed with the weight of the arguments in favor of the 
repeal of section 30 of the present New Zealand act put forward in the rerre- 
sentations of the Justice Department and by the two associations which sup- 
ported those arguments and we feel that they outweigh the arguments in favor 
of the retention and redefining of a dividing line between artistic works tu be 
protected under the Copyright Act and artistic works to be protected as designs 
under the Designs Act. There is no reason to suppose that the complete repeal 
of section 30 would create any difficulties of definition. It would not extend 
copyright into a completely new field but would merely insure that all artistic 
works, whatever the field of their application, would have protection. The 
criterion would be the same as it now is for other artistic works, namely, 
whether the work is or is not an original artistic work. 

309. We are satisfied that the repeal of section 30 would not make the De- 
signs Act a dead letter. The English Pottery and Glassware Agents’ Associa- 
tion was emphatic that it wished provision for the registration of designs to be 
retained so that any manufacturer who so desired would have the right to seek 
the protection given by it. We agree that this right should certainly not be 
taken away. In any event many of the designs that are now registered could 
hardly be regarded as original artistic works, and they would thus continue to 
be registered whether or not section 30 were repealed. 

310. We accordingly recommend that section 30 of the Copyright Act of 
1913 be repealed, and that, in any new copyright legislation based on the 
United Kingdom act, section 10 of that act be not adopted. The result will be 
that all designs which are original artistic works, whatever their purpose or 
intended application, will be protected under copyright law on the same basis. 


Mr. ArNALt. Then we introduce for receipt in the records a report 
of Dr. John W. Miles, who is a New Zealand expert in design regis- 
tration and copyright matters, and his report was filed with the 
United Kingdom Designs Committee of 1959. 

Among other things, he points out that no country signatory to the 
Bern agreement, with the exception of England, the United Kingdom, 
has tried to restrict the choice between industrial design registration 
and copyrights. We think that this report is very illuminating, and 
covers the ground that this committee will cover, and therefore it will 
be very helpful. 

We ask that that be inserted. 

Senator Hart. It also will be made a part of the record. 

(The report of Dr. Miles follows :) 


UNITED KINGpoM DeEsIGNs CoMMITTEE, 1959—THE INDUSTRIAL DesI@en PosITION 
IN NEW ZEALAND 


(By Dr. J. W. Miles) 


1. During the years 1913-47, except for an absence of 3 years during the 
First World War, I have been closely associated with the administration of 
the design law and design registration system in New Zealand, and for 20 
years of that period, as deputy registrar of designs, all such matters passed 
under my review. 

2. From 1947 to 1951, as legal officer for the New Zealand Industries and 
Commerce Department I was particularly concerned with both the legal and 
Practical aspects of this matter and its national and international importance. 

3. In 1952 and 1953 I was a member of the New Zealand Departmental Com- 
mittee which considered this problem as incidental to the review of the design 
law and the drafting of the new design legislation for New Zealand. 

4. In 1955 I was deputed officially to discuss the problem of industrial designs 


with officials and other experts in the United Kingdom, the European Continent, 
and Australia. 


DEFECTS AND DIFFICULTIES IN THE WORKING OF THE LAW 


. 5. From my earliest association with the administration of the design law 
it hecame apparent that there was considerable uncertainty, in certain classes 
of cases, in regard to what subject matter came within the scope of copyright 
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and what came within the scope of the design law. In regard to artistic works, 
sometimes these were registered under the law of copyright (under the optional 
registration system provided by the New Zealand Copyright Act of 1913) and 
sometimes under the design law. 

6. No clear principles appear to have been evolved and different points of 
view were taken at different times, and some times there were conflicting views 
at the time a decision was made. 

7. It could be said that there was not any satisfactory system or set of rules 
and a review by way of research showed that the matter was by no means as 
easy as a first impression might indicate. One difficulty was the question of 
what was “industrial application.” A “design” for a club blazer might be either 
the commercial artist’s drawing, or the actual woven badge in textile material, 
although the “intention” in each case might be the same. Another difficulty 
was that in some cases it would be impossible to decide whether more than 50 
copies were intended or even would be produced. A further difficulty was 
as to what constituted the line of demarcation between “artistic crafts- 
manship” and “industrial design.” Non profit earning incorporated societies 
were sometimes registered as copyright owners for subject matter and in 
circumstances in which all factors appeared to be the same as in correspond: 
ing design registrations, except the matter of ownership. 

8. Neither the respective acts or regulations were much help in efforts made 
from time to time to stabilize the practice. 

9. In the main, however, no matters of economic or financial importance were 
involved in such inconsistencies in practice, or uncertainty in the law or its 
interpretation. Copyright registration in New Zealand has never been of any 
great practical importance from the aspect of either the number of registrations 
or the value of the subject matter involved. To a lesser extent, the same may 
be said in regard to design registration. In proportion to the number of indus- 
trial designs evolved in industry the number of registrations is relatively very 
small. 

10. The main difficulties in industry in regard to this problem in New Zealand 
were not encountered to any extent until after the First World War and, in 
general, coincided with the rise of the industrial production of Japan. Japanese 
skill in copying designs was soon taken advantage of by both Japanese industrial- 
ists and New Zealand importers. 

11. The earliest complaints made to the New Zealand Patent Office, the New 
Zealand Customs Department or the New Zealand Industries and Commerce 
Department, made no reference to the legal position, but simply to the fact that 
the piracy complained of was in respect of designs which were notoriously and 
indisputably, it was claimed, the original designs of British manufacturers. 

12. All these cases at some stage were referred to the New Zealand Patent 
Office and, in most cases, the gist of the report made by that office formed the 
substance of the reply to the complainant. This was usuaily to the effect, that 
as the particular design was not registered, the primary cause of the matter was 
the failure of the proprietor of the design to take advantage of the measures 
existing for the legal protection specifically provided for such designs. 

13. This had several serious repercussions. New Zealand importers and, 
through them, Japanese manufacturers were, in effect, informed that if the 
design in use was not registered, it was in the public domain and could be 
freely copied. 

14. While this had been the legal position for many years (in particular, 
since 1913 when sec. 30 was incorporated into the New Zealand copyright: law) 
competitive firms in the United Kingdom and their agents abroad, in general, 
respected each other’s original creations, and piracy of each other’s designs did 
not occur to any serious extent. The general standard of fair and honest 
customs commonly prevailed, and enabled industry itself to suppress occasional 
instances of piracy. An indirect result of this Japanese competition was that it 
became apparent in relief that only a small percentage of valuable designs were 
registered, and it was complained that the reason for this was essentially the 
economic and practical impossibility of complying with the conditions necessary 
to obtain registration under the existing design law. 

15. Investigation appeared to show that there was substance in this complaint 
and it, therefore, was of little help to inform the representatives of the British 
manufacturers that the legal protection was there for them, when the conditions 
were such that they could not be complied with. 
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16. Moreover, it appeared that the law was working in precisely the reverse 
order to that intended. It provided an easy means for unscrupulous plagiarists 
to ascertain, officially, the field in which they could safely operate. It was this 
situation which gained the sympathy of the New Zealand officials dealing with 
these complaints and stimulated a research into the legal position and subsequent- 
ly the case for a reform of the law. 

17. The King Features case’ provided the interest and opportunity for re- 
consideration of the whole basis of the existing law. It showed that the legal 
problem was much more difficult than had at first appeared. None of he judg- 
ments in this case, that of the court of first instance, the court of appeal or the 
House of Lords appeared to provide a satisfactory solution. 

18. This, therefore, appeared to be an appropriate time to examine the whole 
problem de novo. The judicial interpretation of the law seemed as unsatis- 
factory as its practical effect. The view that emerged to us in New Zealand 
was that no satisfactory legal interpretation was possible, not so much because 
of the drafting of section 22* but because of the virtual impossibility of giving 
any satisfactory interpretation to the principle on which it was based. 

19. It thus appeared logical to examine the source or origin of the principle 
itself. It seems that the decision to make copyright and design law mutually 
exclusive arose out of the deliberations of the Berlin Copyright Conference of 
1908 and the view of the British delegation at that Conference, that it could not 
accept the majority opinion that “applied art’ should be included among the 
works enumerated in article 2 of the convention as being proper subject matter 
within the scope of copyright because “applied art” was already protected under 
the English design law. The view apparently was taken that the already exist- 
ing design law provided all the protection that was necessary or desirable for 
such applied art, and that the exclusion of such works from copyright was logical 
and would obviate difficulties resulting in overlapping. This would, in fact, 
represent an improvement in the copyright law. 

20. This conception appeared to be mainly theoretical, as there seem to be no 
decided cases or factual evidence to show any practical or legal difficulties 
resulting from the state of affairs existing before the innovation of the principle 
in section 22. We have found no convincing legal arguments justifying the 
origin of the provision and it appears to us that in the reports of the various 
committees which have reviewed the copyright law and the patent and design 
law, respectively, the question whether this principle is sound appears to have 
been mainly taken for granted. It seems to us rather surprising that while in 
these reports importance has been attached to the basic principles of the Paris 
and Berne Conventions, this problem of “applied art,” which is at the root of 
section 22, does not seem to have been examined in its basic and primary aspect as 
a convention problem. 

21. When one considers the convention problem from which section 22 orig- 
inates, and it is logical and, in fact, necessary to do so, because a solution to be 
satisfactory should be within the basic principles of the convention and capable 
of international application, the first question to be considered is, Does the 
existence of the English design registration system solve the Berne Convention 
problem of protection of “applied art.” The short answer, in our view, is that 
this is not a matter of design law only. It is also, and, in fact, it appears to us 
as primarily, a matter of copyright. Second, is there any justification for 
denying copyright to one segment of artistic works for the reason only that they 
are applied in industry? We in New Zealand do not think so. The right to 
reproduce a work or make copies of it is an inherent right in the normal exercise 
of copyright and to do so for financial or commercial gain is implied. That is 
the motive or objective in most cases of copyright owners. The view of the 
overwhelming majority at the time of the Berlin revision of the Berne Conven- 
tion in 1908 was that the utilitarian use or industrial intention or application 
of an artistic work is no valid ground for its exclusion from the law of copyright. 
This has always been the view of a large majority of Berne Convention countries. 

22. The principle of section 22 thus seems to us unsound on two grounds. In 
the first place, it is repugnant to the essential and basic principle of copyright; 
the utilitarian intention and use and the making of any number of copies are 
factors that in all other works in the whole field of copyright and in the essential 
conception of the Berne Convention are merely incidental to the normal exercise 
of the fundamental rights conferred by copyright. In the second place, it was 


11941 A.C, 417; 2 All E.R. 403. 
2 Sec. 22, United Kingdom Copyright Act, 1911. 
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unnecessary, and instead of contributing toward a solution created further difii- 
culties. We have been unable to find any facts or circumstances justifying its 
inclusion on legal or practical grounds. 

23. We next have to examine the arguments for the retention of this provi- 
sion. It is interesting to consider the historical facts. In the earlier committees 
which have examined the problem, the matter has fallen between two stools. 
In the case of the copyright committees the problem has been considered as not 
within the scope of the inquiry as being more a matter of industrial property. 
In the case of the patent and design law committees the reverse action has been 
taken and the problem has been regarded as mainly one of copyright. In the 
later committees, arguments have been accepted that certain dire consequences 
would follow if this provision were not given effect to or the principle not 
retained in some other form. It is surprising to us to note that apparently at no 
time has it been realized that all such difficulties have not occurred in the many 
European countries which have never adopted this principle. All such argu- 
ments are theoretical and are disproved by the long practical experience in other 
Berne Convention countries which have always recognized that the reproduc- 
tion of copyright works in any number, and for the purpose of commercial or 
financial profits, are merely the normal incidents of copyright. 

24. For these reasons, we think the principle of section 22 was unsound in its 
original conception, is unjust and anomalous in its effects, and that these results 
would necessarily exist however the principle is embodied in the law. 

25. This does not, of course, completely solve the problem. We have to con- 
sider the situation of two branches of the law being applied to the same subject 
matter, giving rights based on different principles and for different periods. 
This, however, is by no means the first time we have been confronted with such 
a situation in our law and, of course, we again have the advantage of the experi- 
ence of other countries where this has been provided for with no serious 
difficulties. 

26. Up to the present time we have not given final consideration to the aspects 
of this problem insofar as it affects the existing design law. The New Zealand 
Copyright Committee, however, considered this a relatively minor aspect of the 
whole problem. The copyright aspect is the one we think logical to consider 
first as the most important. If, as we believe, the great bulk of industrial 
designs need some such protection as is provided by the copyright law, then this, 
by reason of its wide international cover and immediate application will, of 
itself, solve the problem for the majority of cases in industry. 

27. The effect of this, we believe, will be that the numbers of design applica- 
tions may fall even further and certainly that the number of registrations will 
continue to represent but a very small proportion of the total number of industrial 
designs evolved in industry each year. 

28. There will, of course, have to be some adjustmert of the design law and 
Some exceptions in the principles of the law to come 109 terms with the main 
rights of copyright existing in all artistic works applied as industrial designs 
and, in particular, where it is desired also to have registration under the design 
law. 

29. In some cases it may well be that design registration may be regarded as 
the most important but this presents no difficulty. All the present rights under 
the design law can and should remain, and, in fact, may be improved. The main 
result will be that in the field available to copyists, plagiarists will have to 
exercise more caution because not all cases where the design protection expires 
will be in the public domain. Where there is dual or cumulative protection, the 
position in effect would be that design registration would be normally an alter- 
native or ancillary form of protection which merely provides an additional 
procedural remedy without prejudice to the wider and more beneficial rights 
which the law of copyright embraces. 

30. We do not see any great difficulty in this and the experience of other 
countries seems to confirm this view. It is suggested that this could profitably 
be one of the matters for a study group in Commonwealth countries. It has, of 
course, an international aspect and should be considered in conjunction with the 
arrangement of The Hague. Nevertheless, the present draft for the revision of 
the arrangement of The Hague is, in our view, no solution whatever to the major 
problem before your committee. 

31. The major problem is, we think, one resulting from the overlap between 
the Berne and Paris Conventions. This has been recognized. by the resolutions of 
Geneva and Lisbon but the work of the study group since Lisbon does not yet go 
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to the root of the matter, and a good deal of confusion still exists by reason of 
the persistence of the argument of the “patent approach and copyright approach” 
as alternative solutions or treatment of this problem. The Geneva and Lisbon 
resolutions make it clear that both the Paris and Berne Conventions are involved. 
It is not a question of either one approach or the other. Both are necessary. 

82. In explaining the position of English law since 1911 the argument is used 
that English law favors the patent approach while other countries, such as 
France, favor the copyright approach and the inference is that convention 
countries are widely divided on this issue in respect of which the merits in each 
approach can be considered as more or less evenly balanced. This whole 
argument is incorrect and very misleading. It is true that the Registered 
Designs Act is based on the principles of the patent law, but it is not correct, and 
it is very misleading to infer that other convention countries treat this problem 
in the same way as English law does. In no other Berne Convention country is 
there a provision in their copyright law which excludes artistic works from 
copyright by reason only of their industrial use or application. The number of 
copies made, or the utilitarian use of an artistic work, has no effect in the 
acquisition or enjoyment of copyright. 

33. It is also very misleading and quite incorrect to infer that the copyright 
approach in France means that copyright is the only protection available in 
that country for industrial designs. France has, in addition to the protection 
by copyright, protection also for designs and models in accordance with the 
Paris Convention under domestic French law, and France also is a signatory 
to the arrangement of The Hague. 

34. A study of the treatment of industrial designs in the member countries 
of the Paris and Berne conventions makes it quite clear that no matter how 
the arrangement of The Hague is modified or improved, it cannot provide any 
solution for the pressing need today for the protection of industrial designs in 
British industry. In this connection it seems relevant to draw attention to the 
statements made by the French and Italian experts reported in the UNESCO 
Copyright Bulletin, volume 12, No. 1, of 1959, at page 22: 

“The French experts believe necessary to make the following statements and 
reservations on the following points: 

“They are of the opinion that the study group was unable to completely 
fulfill the task assigned to it by the joint resolutions and which was directed 
particularly toward insuring coordination between the provisions of the three 
conventions. 

“They are of the opinion that it is not desirable simply to incorporate the 
provisions concerning the proposed protection into The Hague arrangement and 
that it would be preferable that a new convention® taking into account the 
questions raised by the application of the three existing conventions and sep- 
arate from the instruments dealing with industrial property be later envisaged. 

“They remarked that in their opinion the recommendations contained in the 
report do in no respect determine the sense in which the Hague arrangement 
might be revised by governmental delegates,” 

Statement made by Italian experts: 

“The Italian experts so far as they are concerned, and taking into account 
the reservations made by the French experts, express, with respect to the 
present discussions, as from now and subject to further consideration, such 
reservations which might be suggested by the present state of Italian legislation 
and case law.” 

35. It is also necessary to consider the full significance of article 14 in the 
draft project for the revision of the arrangement of The Hague which reads 
as follows: 

“The provisions of this Arrangement shall not prevent the claiming of the 
application of possible wider protection resulting from the domestic law of a 
contracting State, nor do they affect in any way the protection which is granted 
to works of art or works of applied art by international Copyright treaties or 
conventions.” ‘ 

The importance and significance of this article does not seem to be appreci- 
ated, and it is necessary to get a true perspective of the scope of copyright 
protection for industrial designs under the Berne copyright convention compared 
with that under the arrangement of The Hague. A recent survey ‘ shows that 


3’ New Zealand has not given any consideration to this suggestion of a new convenfion. 
«By Gerard Bolla, Copyright Division of UNESCO. 
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more than 35 countries of the Berne Copyright Convention protect works of 
applied art by copyright, including Belgium, France, Holland, Germany, Den- 
mark, Luxembourg, Hungary, Italy, Sweden, and Switzerland. 

36. The total registrations under the arrangement of The Hague form rela- 
tively a very small proportion of the designs evolved each year inindustry. The 
position in general may be illustrated by comparing the figures for United King- 
dom design registrations compared with the yearly numbers of new designs in 
British industry. For the years 1953-56 the average number of design regis- 
trations in the United Kingdom was under 8,000. It has been estimated that in 
the British pottery industry alone, the number of new designs evolved each 
year exceeds that number. The new designs in the British textile industry 
have been estimated to exceed 15,000. The position in other industries is com- 
parable, and the figures I have quoted are not up to date, so they may be taken 
as conservative. The position in recent years will show a wider disparity. 
Most of these unregistered designs which have no protection whatever in the 
United Kingdom come within the category of artistic works and in all the 35 
Berne convention countries mentioned would have immediate national and 
international protection under the law of copyright. 

37. In the report made by the Netherlands Patent Office of the meeting of 
experts to prepare for the revision of the arrangement of The Hague held at 
The Hague from the 27th of September to the 8th of October 1959, it is stated 
in paragraph 8: 

“The experts were of the opinion that a more effective protective of designs 
was more important than ever before; that designs played an effective part in 
the marketing of goods of all kinds; that the international value of good design 
was constantly increasing; and that the unauthorised copying, or unlawful 
imitation of designs was detrimental to the designer, industrialist, and the public 
which was frequently misled by imitation.” 

38. That there is a great need for improvement in the existing design law 
in all the Paris Union countries and in that of the arrangement of The Hague, 
is not questioned but there is no evidence that any difficulties or anomalies have 
resulted from the protection of all artistic works by copyright in the great 
majority of all Berne convention countries. 

39. We feel in New Zealand that one of the obstacles of the way of making 
progress toward a solution of the problem before this committee is the miscon- 
ception and confusion that now exists, particularly in the United Kingdom, in 
regard to the international protection of industrial designs. Statements are 
widely made that the only international protection now existing for indusrial 
designs is under the arrangement of The Hague. It does not seem to be real- 
ized at all in these circles that in nearly all the European countries the great 
bulk of valuable industrial designs evolved by the competitors of British in- 
dustry are now protected, and have been for the last 50 years, by the law of 
copyright without any of the difficulties arising which, it is alleged, would occur 
if the United Kingdom were to revert to the majority convention view in regard 
to applied art. The international protection of industrial design that now exists 
in the great majority of Berne convention countries under the law of copyright, 
is very much greater in extent, and very much wider in its ambit, and much 
easier to obtain (without any cost whatever) than that obtained either by 
registration under the Registered Designs Act, or other comparable national 
legislation or under the arrangement of The Hague. 

40. From all the essential aspects we in New Zealand think that copyright 
protection is precisely what British industry needs urgently at the present time 
and apparently many are unaware that this can be achieved with a relatively 
simple amendment of the law. Such an amendment would materially contribute 
to the solution of the convention problem of applied art and to greater inter- 
national uniformity in international copyright. Furthermore, this would not 
be an innovation or risky experiment; it would merely be restoring artistic 
copyright to its full scope in accordance with the principles of the Berne con- 
vention. It would not in any way preclude the improvement of English design 
law, or be inconsistent with the draft project or the revision of the arrangement 
of The Hague. It would, in our opinion, provide British industry immediately 
with the national and international protection which it needs. 


Mr. Arnatu. Then we are sure, Mr. Chairman, that the subcommit- 


tee is familiar with the views of Senator Joseph C. O’Mahoney, who, 
along with other distinguished Senators, is the author of S. 2075. 
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And I would like to introduce into the record a letter written by Sena- 
tor O'Mahoney to the Motion Picture Association of America, dated 
April 5, 1960. And I would like to read a paragraph from that letter. 

Senator O’Mahoney says: 

I am aware of the motion picture industry’s concern with the features of the 
design protection bill as it was introduced. I believe, however, that language 
can be worked out which will permit the design protection bill to cope with de- 
sign piracy in fields of textile design, furniture, and other useful items without 
infringing upon the position in the design field held by some in the motion 


picture industry because of their creation of popular figures which lend them- 
selves to merchandising. 


I would like to introduce that letter and point out that Senator 
O'Mahoney recognizes the need, it would seem, for modification of 
S. 2075, either along the lines of S. 2852 or some other appropriate 
matter whereby the motion picture industry, the television industry, 
and other industries having an interest in copyrights and who are 
opposed to terminable copyrights may be protected, and still let the 
design people have the protection they wish. 

I think those views are known, and I would like to introduce that 
into the record. 

Senator Harr. The letter in full will be made a part of the record. 

(The letter referred to follows :) 

U.S. SENATE, 


Washington, D.C., April 5, 1960. 
Mr. EpWARD COOPER, 


Motion Picture Association of America, Tiic., 
Washington, D.C. 

DEAR Ep: Just a brief note to say that I have asked Senator Hart to conduct 
hearings on S. 2075, my design protection bill, and Senator Talmadge’s design 
protection bill. Senator Hart has been very involved in the debate on civil rights 


which began in mid-February and he has not indicated to me whether he can 
hold the hearings this session or not. 


I am aware of the motion picture industry’s concern with the features of the 
design protection bill as it was introduced. I believe, however, that language 
can be worked out which will permit the design protection bill to cope with de- 
sign piracy in fields of textile design, furniture, and other useful items without 
infringing upon the position in the design field held by some in the motion picture 


industry because of their creation of popular figures which lend themselves to 
merchandising. 


You may be sure that I will advise you when hearings are scheduled on these 
bills. 


With kind personal regards, 
Sincerely yours, 
JosEePH C, O’MAHONEY. 

Mr. Arnatu. Now, Mr. Chairman, in the event this subcommittee de- 
termines to hold additional hearings in recess or adjournment, and 
the committee desires technical information in support of the position 
that we are assuming, we would request. respectfully that we would be 
permitted at a later date to appear if such hearings are of such 
moment that we request such an appearance, 

Senator Harr. This will constitute a formal request and in the event 
such hearings are held—and I rather anticipate they will be held—you 
will be notified. 

Mr. ArnaLL, Now I submit my formal statement for inclusion in the 
record, and wish to thank you for your indulgence. And as I have 
stated, in the interest of brevity and time, and having documented our 
position at this stage of the hearing, I wish to express my appreciation. 
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_ Senator Harr. Thank you very much, Governor, and I am sure it 
is going to be helpful. 
(The prepared statement of Mr. Arnall follows :) 


STATEMENT OF ELLIS ARNALL, FORMER GOVERNOR OF GEORGIA, PRESIDENT OF THE 
Society OF INDEPENDENT MOTION PICTURE PRODUCERS AND REGULAR COUNSEL 
TO WALT DISNEY PRODUOTIONS, IN SUPPORT oF S. 2852, JuNE 29, 1960 


Mr. Chairman, my name is Ellis Arnall, member of the law firm of Arnall, 
Golden & Gregory, Atlanta, Ga. I appear before this subcommittee in my capacity 
as president of the Society of Independent Motion Picture Producers of Cali- 
fornia and as regular counsel for Walt Disney Productions for a long period 
of years. 

The two bills now before this subcommittee are S. 2075, commonly known 
as the O’Mahoney bill, and S. 2852, commonly known as the Talmadge bill. 

I am appearing in support of Senate bill S. 2852, which we favor in the event 
that this subcommittee should determine to recommend favorable action upon 
any legislation relating to the protection of ornamental designs for useful 
articles. We are, at the same time, strongly opposed to S. 2075. 

Walt Disney Productions and the society are both, being part of the copyright- 
protected motion picture industry, vitally interested in assuring that no action 
which may be taken by Congress in the field of design protection legislation will 
in any way diminish, much less destroy, the full measure of copyright protection 
now afforded artistic creators. 

In setting forth the basis for our position, it will be helpful for an understand- 
ing of the operations of a copyright-protected industry to outline briefly the 
general methods of operation of Walt Disney Productions. 

Walt Disney Productions engages primarily in the production of quality mo- 
tion pictures, many of which consist of animated drawings utilizing various fanci- 
ful characters which enjoy national and worldwide recognition. 

These fanciful characters have become universally accepted as artistic crea- 
tions. The motion pictures are produced at great expense, and their successful 
production has been made possible by the integrated activities of the company in 
keeping the public aware of these pictures and creating and maintaining a desire 
to see them. Such integrated operation is carried out in many ways: by the 
company’s publishing of music from these pictures, the manufacturing of records, 
the distribution of 16-millimeter films, and the publishing of comic strips, books, 
and magazines; the company produces television shows and has estab 
lished a world famous amusement park known as Disneyland; also, the com- 
pany selectively licenses third parties to use its fanciful characters in connection 
with their products. None of these activities are engaged in except on the basis 
that their employment is desired and demanded by the public and furthers and 
enhances the overall operation of the organization and particularly the acceptance 
of the motion pictures embodying the fanciful characters. 

The company was required to enter the field of controlled and quality mer- 
chandise licensing of its fanciful characters in order to stop unauthorized per- 
sons from filling the public’s demand by producing a deluge of substandard and 
indiscriminate copies, resulting in substantial impairment to the value of the 
basic artistic work. Accordingly, the company has followed a necessary policy 
of exercising rigid control over the use by others of its characters in order to 
assure proper integration of such activities as well as to prevent dilution or de 
struction of the value embodied in the artistic creations and the goodwill asso 
ciated with them. Licensees are carefully selected and supervised. The proper 
use of the fanciful characters is controlled, and, for example, because of their 
appeal to children their use is never allowed on tobacco or alcohoile 
products. In order that these characters may never be produced in an inaccurate, 
inferior, or slovenly manner, all art work for the reproduction of the characters 
on any merchandise is performed by the company through artists carefully 
trained in the Walt Disney technique. 

Because these motion pictures are periodically reissued and because of the 
use of these characters on its television shows, in books, magazines, and other 
media, the interest in and appreciation of the artistic fanciful characters have 
been kept alive and are valuable for long periods. For example, the first of 
these fanciful characters was Mickey Mouse, which appeared in a motion picture 
in 1928 and was first used on merchandise in 1932. ‘Today, the artistic fanciful 
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character of Mickey Mouse is still widely accepted and appreciated. Clearly, 
the full term of copyright protection for such artistic works is needed, used, 
and, under present law, provided. 

In calling the subcommittee’s attention to these specifics of operation of Walt 
Disney Productions, we do not mean in any way to imply that this company 
is in a unique situation in this regard. Although Walt Disney may be a world 
leader in this field, a similar situation exists for many other artistic creators 
in the motion picture, television, newspaper, and other such industries, and, 
indeed, for any artistic creator. 

The law of the United States has quite properly afforded a full measure of 
artistic copyright protection to these artists. and has protected the totality of 
copyright in whatever form the artistic work is portrayed. This copyright is 
for a period of 28 years, with a renewable period of 28 years. 

In considering the need for a totality of copyright protection, it must be 
realized that the artistic creation of a fanciful character is fundamentally and 
basically an artistic work, regardless of the form in which it appears. In the 
motion picture film, in a drawing, in a comic strip, or in a book, the fanciful 
artistic creation is a distinctive art form. When dolls are made depicting the 
fanciful character or when representations of the fanciful character are applied 
on handkerchiefs or hairbrushes, the representation depicted is that of the 
specific fanciful character itself, merely appearing in another form. It is a 
representation of the underlying work of artistic genius. It does not, as a 
matter of fact, become less a representation of the artistic creation when it 
appears printed on the page of a book than when it appears printed on the 
back of a hairbrush. The same is also true of the industrial use of artistic 
works other than fanciful characters. A Mickey Mouse doll, for example, is 
not just an attractive doll: it is Mickey Mouse himself—the artistic represen- 
tation; and in this regard the employment, in connection with useful articles, 
of fanciful characters which have been created primarily for artistic purposes 
fundamentally differs from the creation of an industrial, ornamental design 
for a doll, coffeepot, or dress, as such. In the latter case, the design of the doll, 
coffeepot, or dress is made, from the outset, to be an attractive doll, coffeepot, 
or dress in its own right without regard to anything else. In the former case, 
the artistic creation was created as an artistic work without regard to its 
subsequent use commercially, and in the event that it should become usable 
commercailly, that aspect is only an incidental aspect of the totality of the 
artistic creation; its representation in commercial use necessarily must relate 
back to its purely artistic form. The value of the “pure” design is due wholly 
to its own attractiveness as applied art. The value of articles embodying rep- 
resentations of recognized artistic creations, however, depends to a great extent 
on the public’s acceptance of the underlying artistic work apart from its com- 
mercial use. 

It has long been recognized by our law that an unauthorized three-dimensional 
copy of a two-dimensional work in which copyright subsists is an infringement 
of the copyright in the two-dimensional work (King Features vy. Fleisher, 299 
Fed. 533). The reasoning behind this concept must necessarily be that the 
application of the artistic work in another form is merely another usage of the 
artistic work itself. The 1954 Supreme Court decision in Mazer v. Stein (347 
U.S. 201; 98 L. Ed. 630; 74 S. Ct. 460) recognized the totality of copyright 
protection and held that application of an artistic work in which copyright 
subsists to a useful article does not result in the loss of the underlying copyright 
and permits the copyright owner to continue to rely upon his artistic copyright 
in the work in preventing unauthorized third parties from making similar 
embodiments of the copyrighted work in useful articles. 

Thus, as the law exists today, true artistic creators are fully protected and 
satisfied. 

However, certain so-called design industries apparently do not believe they 
are secure today in obtaining copyright protection for their industrial designs 
and have for many years sought to obtain a new form of protection for orna- 
mental designs which they do not have at present. For example, certain 
designs or items are clearly not copyrightable; others are on a borderline; and 
again in other cases, designs or items which the creator believed protected by 
copyright, the courts have held them to be not subject to copyright and, there- 
fore, unprotected. Hence, it is for these uncopyrightable or doubtfully copy- 
rightable subjects that the need for design protection arises. 
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S. 2852 and S. 2075 each would provide such a new form of design protection ; 
however, there are some important and vital differences between these two 
measures as they relate to copyright protection. 

Sections 27 and 32 of the O’Mahoney bill have the effect of denying copyright 
protection to artistic creators who, for one reason or another, may deem it 
necessary or advisable to incorporate their artistic works in the design of useful 
articles. If such a use is made, the copyright owner must obtain a design 
registration in order to retain his protection in that area. If he does not do 
so, he loses his right to prevent others from making similar copies. Thus, he 
must register the design, with the result of limiting his protection in that 
area to the rights and term afforded by the design law. At the end of the 
design protection term, the design of the registered article falls into the public 
domain. Since the protection afforded ornamental industrial designs is only 
needed for, and is of, a relatively short term as compared to copyright protection 
(e.g., in the case of S. 2075 it is for a period of merely 5 years), the result 
is that after this short term, any unauthorized person may, with impunity, 
copy industrial articles in the public domain embodying the distinctive artistic 
work. As we showed earlier, the inability to prevent three-dimensional copies 
of a two-dimensional work is equally as damaging as the inability to prevent 
two-dimensional copies. The effectiveness and value of the artistic copyright is 
thereby seriously impaired, if not destroyed, for all practical purposes. Hence, 
S. 2075 renders a copyright terminable and lacking in totality. 

Such a situation is intolerable, unrealistic, and unjust in the case of works 
involving underlying artistic characters or works which have, by their nature, 
and as history has shown, a long period of use, value, and public acceptance. 
The nature and status of our present copyright law is itself the most effective 
argument for, and striking illustration of, this point. The inability to control 
the overall use of the underlying artistic works necessarily creates a precarious 
and adverse situation as to the underlying artistic work. 

On the other hand, the Talmadge bill (S. 2852), by the very terms of its 
preamble and as a result of the provisions contained in sections 27 and 32, does 
not have any adverse effect upon the recognized rights of copyright owners but 
specifically preserves and maintains these copyrights. At the same time, how- 
ever, it affords to the so-called design interests a new protection they have long 
sought. 

An artist or designer is given a choice when he applies his work industrially. 
He may, if he chooses, follow a safe, sure route and register the design to obtain 
the protection of that law for its shorter term. If so, he automatically—and 
voluntarily—loses the corresponding copyright protection. However, he may 
choose not to register and rest upon his copyright protection, if any. It would 
be for the courts to decide, if a case arose, whether he actually had a valid 
copyright. The choice is his to make; the chance is his to take. 

At this point I should like to call to this subcommittee’s attention that design 
protection legislation is not by any means universally desired by all of American 
industries. Recently the National Association of Manufacturers, acting through 
the National Industrial Council, conducted a poll of several hundred manufac- 
turing associations to determine their views and the desirability of design 
protection legislation. It has been reported that the response to this poll was 
“disappointingly small.” Only 113 replies were received, and of those which 
were “reasonably unequivocal,’ 63 indicated a desire to leave the law un- 
changed and only 45 favored new design protection.’ 

Hence, it can be seen that there is no overwhelming support, to say the least, 
for new design protection legislation at all. 

Hiowever, be this as it may, there must be some who strongly want such 
protection or else this subcommittee would not be holding these hearings; and 
we should like it clearly understood that Walt Disney Productions and the 
society are not opposed to the enactment of design protection legislation for 
those who desire and need it, but we are violently opposed to the creation of 
these new rights at the unnecessary expense of losing existing and well-established 
rights afforded to artistic copyright owners. 

It must be assumed that the proponents of design legislation are primarily 
interested in securing a form of protection which they do not presently have. 
However, as we have noted, there are provisions in the O’Mahoney bill which 
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go beyond the scope of this interest and effect a removal of copyright protection 
from artistic works when they are applied to a useful article. Such a provision, 
of course, gives no additional protection to design interests but seriously im- 
pairs existing and recognized rights which copyright owners now possess. 

Thus, we raise the question: Why is it necessary to destroy copyright protec- 
tion of the motion pictures, television, newspaper features, syndicated drawings, 
strip cartoons, etec., in order to give design protection to those people who may 
want it? The people who may want design protection obviously do not need to 
destroy copyright protection now afforded others in order to get design protection 
for themselves. Thus, it appears that for some obscure, theoretical reason an 
effort is being made to injure copyright protection with no corresponding benefits 
ensuing to those who may desire design protection. 

Some supporters of S. 2075 apparently fear that, in reliance upon Mazer v. 
Stein, the creators of designs would merely copyright a picture or sculpture of 
the design and would then claim for 56 years the protection of that design in 
useful articles. Such a fear on the part of proponents of design legislation is not 
only beyond the scope of their interest but also is not justified. 

If, in fact, the designer of a useful article is entitled to rely upon the Copy- 
right Act for his protection, then why should he be interested in advocating 
design legislation? Such legislation, as it applies to him and his competitors 
equally, would serve only to duplicate protection he now has and yet shorten his 
term under the provisions of 8S. 2075. Hence, a designer, who is in fact covered 
by the present copyright law as construed by the courts, would not have need of 
a new design law and has no real interest in support of a bill which would 
remove copyright protection from artistic works when applied to useful articles. 

Furthermore, the theoretical fear that all designers will follow the copyright 
route is not justified. Statuettes, which were themselves clearly copyrightable, 
constituted the litigated matter in Mazer y. Stein. The decision of the Supreme 
Court in that case, and the holdings of the lower courts in other cases, are in no 
way justification for a principle, argument, or fear that every design of any 
useful article can be protected by copyright. It is true that in the absence of 
other available methods of protection, designers may sometimes seek to copy- 
right their designs—if they can. But the copyright route is hardly a satisfac- 
tory and reliable road for them to travel. It is always open for challenge that 
the matter in which copyright is claimed is not at all subject to copyright. An 
act protecting designs would afford such designers a surer path to follow and 
would secure them for the short period of protection in which they are interested. 

This protection can be afforded without diminishing existing copyright pro- 
tection. The designer, and similarly situated competitors constitute one class— 
viz, presently without, or with only doubtful protection—but this class surely can 
have no ax to grind against true copyright owners not members of their class— 
viz, presently entitled to copyright protection. 

Thus, it is difficult to understand what purpose is served for design interests 
by advocating a law which has the result of curbing copyright protection with- 
out, in that regard, benefiting their own interests. 

There is no need to create a terminable copyright or to break down the 
totality of a copyright in order to afford protection to designs. These views as 
to totality of copyright and the lack of need for terminating this totality on 
industrial application of artistic works are not confined solely to the United 
States by any means. Although this is indeed the present law of this country, 
it is also interesting to note that a recent New Zealand committee which treated 
this problem reached conclusions of a like sort. With the chairman’s permission, 
I would like to submit for this subcommittee’s consideration at this time some 
extracts from the New Zealand Copyright Committee report, 1959, referring to 
this situation. In addition, I should like to submit to the committee for the 
record and its consideration a report recently submitted to the United Kingdom 
Designs Committee, 1959, prepared by a New Zealand expert in this field, Dr. 
J. W. Miles. As the subcommittee will see from these documents, the present 
position of American laa and the viewpoint which we advocate today is also 
recognized in substance elsewhere. 

It has come to our attention that the Librarian of Congress, in a letter dated 
April 8, 1960, to the chairman of the Senate Judiciary Committee, commenting 
on S. 2075 and S. 2852, set forth some suggestions which, in his words, would 
“render” S. 2852 “less undesirable.” His first suggestion referred to a change 
in the copyright law which would contract the scope of copyrightable subjects 
by confining the category to “works of fine arts” or “nonutilitarian arts.” While 
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a proper definition of works subject to copyright may be in order, a return to 
the concept of “fine arts’’ would do violence to the now established tradition of 
artistic works which have come to be recognized. For example, although Mickey 
Mouse may or may not be “fine art” in the same sense that Mona Lisa is, Mickey 
Mouse is clearly recognized to be artistic for copyright purposes and has gained 
worldwide recognition as such. The reintroduction of the concept “fine arts” 
will cause great controversy, uncertainty, litigation, and hazards to the artistic 
copyright industries in this country. Ag for the concept “nonutilitarian arts,” 
many problems arise which would create much uncertainty and entail extended 
litigation in these areas for determining what happens when a “nonutilitarian” 
drawing or a piece of sculpture is ultimately put to some utilitarian use or what 
is really “nonutilitarian art.” 

The second suggestion would limit copyright protection of artistic works only 
when they existed independently from utilitarian objects. The Librarian of 
Congress has said, “the continuing existence of the copyright should apply only 
to those types of works which are capable of an independent existence in their 
copyrighted form, without repetition, and not to the works to which they are 
applied.” 

If this means (and the Librarian’s explanation apparently so indicates) that 
the application of the artistic work to industrial articles (such as applying 
pictures of Mickey Mouse on T-shirts or the manufacture of Donald Duck Dolls) 
would result in a loss of protection of the copyrighted work as applied indus- 
trially, the solution offered is no better than that of S. 2075; and it is indeed 
S. 2075 in a disguised form. As we have pointed out before, the totality of 
copyright protection in all the forms of application of the underlying artistic 
work is what is needed, desired, and is what the present law allows. 

Accordingly, the proposed compromise by the Librarian of Congress is not 
satisfactory in the least, although his recognition of the need for some changes 
from the inequitable provisions of 8S, 2075 is commendable. 

In conclusion, permit me to summarize our position as follows: The bills pres- 
ently being considered by this subcommittee both have for their purpose the 
protection of designs of useful articles for a short term—far shorter than the 
term afforded copyright. While both bills accomplish this purpose, S. 2075 un- 
dertakes to destroy the availability of copyright protection to artistic creators in 
certain circumstances while S. 2852 affords design protection to those who desire 
it but maintains the availability of copyright law for those to whom it is avail- 
able and who desire to exercise their rights under that law. 

S. 2075 is compulsory, unnecessary, and unjust in its relationship to copyright 
protection. 

S. 2852 is optional, equitable, and just in its protection of designs as well as 
its preservation of copyright. 

S. 2852 preserves the totality of copyright and leaves it to the creator of a 
work to elect his route of travel—copyright or design. Surely it should require 
extremely cogent, necessary, and demanding arguments for Congress to deprive 
American artists of their existing and recognized full copyright protection. 
Yet this is what S. 2075 purports to do. The Talmadge bill does not. 

Since we are sure that the subcommittee is well aware of the views of Senator 
O’Mahoney, one of the authors of S. 2075, with respect to the property rights of 
artistic creators now guaranteed for longterm protection under the copyright 
law, we request that this viewpoint of the author be made a part of this hearing 
record. Accordingly, we submit for the record the letter dated April 5, 1960, 
which Senator O’Mahoney wrote to the Motion Picture Association of America, 
Inc., of which Walt Disney Productions is a member. This letter recognizes the 
unfortunate predicament in which S. 2075 would place artistic creators and that 
if design legislation is adopted, such legislation should not jeopardize the rights 
presently enjoyed by artistic creators under full copyright protection of their 
artistic works. We should like to present a copy of this letter and ask that it 
be included in the subcommittee’s records of this hearing. 

We earnestly trust that this subcommittee will not, in a desire to afford new 


protection for ornamental designs, in any way diminish or destroy existing and 
well recognized rights of others. 


Senator Harr. The judge of the Court of Custom Patent Appeals, 
Judge Rich. And I know he is accompanied by Judge Smith. 
Would you care to join us up here. ' 
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STATEMENT OF JUDGE GILES RICH, ACCOMPANIED BY JUDGE 
ARTHUR M. SMITH, COURT OF CUSTOMS AND PATENT APPEALS 


Senator Harr. Judge, I have known, especially through Judge 
Smith, of your interest in this matter for a good many months, and 
your willingness to offer help. 

I had hoped to take you up on it before I was exposed to the public 
by welcoming your coming this morning. 

Judge Ricu. Thank you, Mr. Chairman. 

I am Giles H. Rich, of Washington. I am speaking to S. 2075. I 
think it will actually conserve the time of the committee if a I stick 
to my script. 

Since 1956 I have been a judge of the U.S. Court of Customs and 
Patent Appeals, but I am not appearing in that official capacity. I 
appear as chairman of the Coordinating Committee of the National 
Council of Patent Law Associations, which committee played a large 
part in drafting your bill S. 2075, as 1 will explain. 

My purpose today is to sketch for you the background and origins 
of that bill and I deem it a privilege and an honor to be invited to 
open these hearings which have been looked forward to for so long 
by so many. 

Before my appointment to the court 4 years ago I had practiced 
law in New York for 27 years, specializing in the field of patents, 
trademarks, and copyrights. The protection of designs of useful 
articles falls in this field so I have been familiar with it all of my 
professional life. Vicariously, my familiarity with it is twice that 
long for I was introduced to it 30 years ago by my then employer and 
later senior partner, Henry D. Williams, a aiiinds of the cause to 
which this bill is directed, who said to me at that time, “I have 
labored for 30 years to get better protection for designs.” 

You will find legislative activity to that end prior to the turn of the 
century and during various periods since then, in the years of World 
War I, before and after 1930 in which year a bill was very nearly 
enacted, going so far as to pass the House and to be reported out of 
committee after hearings in the Senate, and in 1947-48. After a 10- 
year hiatus we come to the present period. Clearly we are not pioneer- 
ing new territory like atomic energy or space and there is a rich back- 
ground of experience behind S. 2075. 

At the same time, I think that before the morning is over there will 
be ample and specific testimony as to why the need for legislation is 
today more acute than ever before. 

I will now explain my coordinating committee and how it got into 
the act. This will also explain how I come to be here. 

In the years 1950, 1951, and the first half of 1952 the patent laws 
were codified under the jurisdiction of the House Committee on the 
Judiciary’s Subcommittee No. 4 on patents, which was at the same 
time the subcommittee on codification of the laws. 

What we now know as the Patent Act of 1952 was signed by the 
President on the 4th of July in that year. The drafting of that 
patent law was largely done by a group of patent lawyers in co- 
operation with Government lawyers from various departments and 
was based on a draft prepared for the subcommittee by Mr. Federico 
of the Patent Office, who is here this morning. This group of experts 
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was gathered through the medium of the National Council of Patent 
Law Associations. “There were then about two dozen local patent 
law associations, located in the principal cities from coast to coast, 
and the council was, and is, their central office in Washington. 

The group that was assembled called itself the coordinating com- 
mittee and brought in also representatives from a few industry as- 
sociations interested in the matter. The coordinating committee also 
had a small drafting committee, of which I was a member. I speak, 
therefore, from personal know ledge of what was done. 

We have had a statutory provision for the protection of designs 
by patents since 1842. As I have already indicated by reference to 
past legislative proposals, those familiar with the working of those 
design ‘patent laws have been acutely conscious of their defects and 
inadequacies for over 60 years. The lawyers, who were working on 
the revision and codification of the patent laws in 1950-52 were ‘well 
aware of the fact that remedying the defects of design protection was 
a highly speci ialized problem of considerable complexity, to which the 
length of S. 2075 is eloquent testimony, involving problems quite 
unrelated to patents for inventions. They had as a major objective 
the speedy enactment of a new patent code, and to further that ob- 
jective the decision was made to make no attempt to change the law 
of design patents. 

It was therefore retained substantially without change as an in- 
tegral part of our general law of patents, where it is still to be found 
as three short sections, 17 71, 172, and 173, plus one special section, 289, 
on damages. This decision to do nothing about designs at that time 
was made with the intention to take up the design problem as a special 
project at a later date. 

For 214 years following the enactment of the Patent Act of 1952 
there was a period of inactivity. The original chairman of the co- 
ordinating committee then retired from that post and I assumed it, 
at the request of the chairman of the National Council of Patent Law 
Associations, for the purpose of tackling the design protection prob- 
lem. The committee was revived, reconstituted so as to be composed 
of representatives of groups and individuals having an interest in the 
problem, a new drafting committee was appointed ‘and again we went 
to work on the basis of a draft of a proposed bill which had been 
written for the coordinating committee by Mr. Federico. This was 
in the autumn of 1954. 

Mr. Federico in his usual thorough and scholarly way based his 
proposals on a study of all prior bills and what had happened to 
them. The drafting committee consisted of highly qualified men, 
Albert C. Johnston of New York who, in 1936, cut his teeth on the 
problem with a 211-page study of design piracy for the NRA ; George 
E. Frost of Chicago w tho won the Mazer v. Stein case in the Supreme 
Court, holding lamp bases subject to copyright, and Philip T. 
Dalsimer, of New Y ork, who is here, a practicing lawyer of wide 
experience in the field and a drafter of another proposed bill. 

We also had the advice and assistance of George D. Cary, principal 
legal adviser in the Copyright Office, who is here, and Barabara A. 
Ringer of that Office, who is here, who was responsible for producing 
230 9 pages of bibliography on the subject which I had before me. 

All of these people worked as a team to draft a bill. You will come 
to appreciate the quality of the product, I believe. 
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After several meetings of the full committee and meetings with 
other groups, and many meetings and much labor by the drafting com- 
mittee, the culmination of our efforts was the introduction in the 
House, on July 23, 1957, over 214 years from the commencement of 
the project, of the Willis bill, H.R. 8873, 85th Congress, 1st session. 

The remarks of Mr. Willis in introducing that bill, by request, 
appear in the Congressional Record for July 23 at page 11320 and 
they show that the bill was introduced so that it might be widely dis- 
seminated and studied by interested parties with a view to hearings 
in a later session of Congress. 

As a practical matter S. 2075 is what has resulted from the dissemi- 
nation of the Willis bill and is the Willis bill with a very few changes 
which have resulted from the public reaction to it; and these hearings 
are the first hearings on a bill which has resulted from the efforts of 
the coordinating committee and the many others who have contributed 
to this effort to improve the law. 

I think this committee will appreciate that S. 2075 is not a thing 
lightly conceived, but is a bill into which years of effort by many 
qualified people has been incorporated. 

I have lost count of the number of drafts which it went through, 
each of which was subjected to penetrating critical examination by the 
entire committee and by other associations which made their views 
known through committee representation. Naturally, there are those 
who object to features of the bill, even to the bill as a whole, but I 
think it represents, according to the democratic process, the consid- 
ered judgment of a large majority. 

As I have indicated, the coordinating committee, up to the intro- 
duction of the Willis bill, performed a dual function. It represented 
a group which had a dual interest, drafting the best possible bill and 
getting that bill introduced and enacted into law. 

Subsequent to the introduction of the bill, the drafting having been 
finished for the time being, a schism took place. The group interested 
primarily in bringing about the enactment into law of such a bill has 
organized itself as the NCEDL, the National Committee for Effective 
Design Legislation, represented here today by Alan Latman. 

The committee I represent is now, therefore, a bar group making 
available to you the product of its legislative drafting talents on the 
one hand and on the other awaiting that future day when this or some 
other committee of the Congress desires it to ascertain the collective 
viwes of the organized bar, something that I as chairman have not 
attempted to do at this juncture. 

Senator Harr. At that point, Judge, the committee, the chairman- 
ship of which you assumed in 1954, that is a bar committee? 

Judge Ricu. It started out as a bar committee, made up of repre- 
sentatives of some two dozen patent law associations. And in the 
codification of the patent law which became the Patent Act of 1952, 
the coordinating committee drew in certain other representatives of 
groups such as the National Aircraft Manufacturers Association, the 
NAL, various Government lawyers, representatives of the Patent 
Office, to assist in this mapor project of a codification of a law which 
had not been revised since 1870. 



























































































































































50 DESIGN PROTECTION 


Now, then, when we came to tackle the problem that we left over, 
this design protection problem, 2 or 8 years later, and reconstituted 
this some coordinating committee officially, we put new members on it 
who had a specific knowledge of, understanding of, and interest in 
the problem of design protection. And again we added to the com- 
mittee representatives of outside groups having a particular interest 
in this field. 

Have I answered your query ? 

Senator Harr. When you speak of ascertaining the collective views 
of the organized bar, do you have in mind those associations which 
make up this national council of patent law associations? 

Judge Ricu. Primarily I do. But it does go a little bit beyond 
what one might conceive of as the patent bar. And I might say that 
the patent bar is a peculiar thing which usually includes three fields: 
patents, trademarks, and copyrights. And since trademark law is 
regarded as one specific part of the general field of unfair competition, 
you might say that it even brings in a group interested in the law of 
unfair competition. 

This is a historic accident, and you will find even that the reports 
of cases in these three fields are all contained in one set of law reports, 
the U.S. Patents Reporter. I could explain why perhaps. 

The copyright law and the patent law stem from the same clause in 
the Constitution; they are the same general type of monopoly in- 
centive systems. 

The trademark law, for no reason at all, is administered in the 
Patent Office, which brings together the practice of patent law and 
trademark law. So these three fields are more or less related, al- 
though you will find people specializing in them individually. 

In New York there is a large group of copyright lawyers who have 
nothing to do with the other two fields, more or less like the admiralty 
bar, the customs bar. But generally throughout the country, there is 
a very close relationship between the practice of patent law, trade- 
mark law, a little bit of copyright law. And this includes the only 
specific statutory protection we have for ornamental resigns of useful 
articles which are covered by design patents, are an integral part of 
the statutory patent law and administered in the Patent Office. 

Senator Harr. Thank you very much. I see that there is much for 
the committee to acquire by way of background. 

Judge Ricu. I would repeat what Mr. Arnall said, at any time 
that I or any of my associates in this venture can be of any assistance 
to the committee, just call upon us, and we will be most happy to do 
whatever we can. 

Senator Harr. Your offer is kind, and I am sure we will have to 
avail ourselves of it. 

Judge Ricu. When I spoke before of the organized bar, working 
through the national council and its member patent law associations, 
it would of course be primarily a representation of the views of that 
part of the bar. But there are other organizations such as the patent 
section—I believe it is the patent trademark and copyright section of 
the American Bar Association, which, as you know, is a general asso- 
ciation, which does bring in to some extent the interest not alone of 
patent lawyers, but of lawyers who happen to be interested in this 
field for any reason at all. 
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Now, Mr. Chairman, if you have no further questions, I will con- 
tinue with what I had planned to say. 

And as the final matter in my presentation, I would like to state 
the need for this legislation. ‘The coordinating committee did not 
do these years of hard work as an intellectual exercise. 

The only legislation ever enacted for the specific purpose of protect- 
ing the ornamental designs of useful objects has been our design patent 
laws. They are an integral part of the patent law, title 35, United 
States Code, the purpose and design of which is the protection of 
inventions in the fields of mechanics, electricity, chemistry, and the 
like. 

It is the policy of that law not to grant patents on such inventions 
unless they are new, useful, and unobvious to one of ordinary skill in 
the relevant art. 

The Patent Office exists to pass on those requirements with an exam- 
ining corps of about 1,000 technically educated eople, a time-consum- 
ing process, most of which is spent in searching for novelty and 
arguing about unobviousness. The design patent law as an integral 
part of this code states that: 

The provisions of this title relating to patents for inventions shall apply to 
patents for designs, except as otherwise provided (35 U.S.C. 171). 

The principal things “otherwise provided” are that designs must be 
“ornamental” rather than “useful” and the term of the patent is 
different. Ordinary patents, et cetera, run for 17 years. The life of 
design patents may be extended at the desire of the patentee, and by 
paying various fees he can get 314, 7, or 14 years’ protection. 

As with other inventions, however, novelty is required and a search 
must be made to determine it, and the design invention must be un- 
obvious to one of ordinary skill in the art, who would presumably be a 
designer. This latter requirement is usually called the requirement 
for “invention,” a requirement that there be some undefinable quality 
se which in the case of a patent on a machine, for example, is to 

distinguished from mere mechanical skill, or what would be obvious 
toa mechanic familiar with the type of machine involved. 

This committee will appreciate the major problem this law presents 
if it will attempt in its own mind to figure out how, as a court, it 
would go about determining that any given completed ornamental 
design would be unobvious to a designer, or would involve invention. 

Add to this the many adjudications, including those of my own 
court, that the so-called standard of invention is the same for design 
inventions as it is for all others, engines, chemical compounds, proces- 
ses, and radio circuits. The situation is, and always has been, anomal- 
ous and very difficult of administration. Patents for designs have 
been difficult to obtain and more difficult to sustain and many have 
felt it was not worth the effort and the protection illusory. 

_ The other main problem in design patents has been the expense 
involved, which I would guess might average $100 each under present 
conditions, and the time it takes to get them issued.. The Patent 
Office has greatly reduced the delay, but it would still be a matter of 
several months in the average case. 

_ Contrast this with registering the copyright of a book. The process 
18 so simple a clerk can do it, whereas a lawyer must be employed to 
get a design patent, the cost is $4, and the time taken is about a week. 
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Moreover, by law the protection begins with publication and you can 
register later. 

Many designs, which require the time and talents of designers to 
produce but which cannot pass the uncertain test for invention, there- 
fore go without protection and this, taken with the uncertain validity 
of design patents, has created a situation in which piracy of designs 
is rife. This, I believe, is discouraging to the development of good 
design in this country. I think it can also be demonstrated that this 
state of the law is not in the best interests of consumers or the national 
economy. 

On the other hand, as you will be told by representatives of the 
Copyright Office, the copyright law, which was not designed or in- 
tended to cover designs of carpets and wallpaper and coffee pots, 
contains a provision for “works of art” which has been discovered by 
those who find the design patent law unsatisfactory, with the result 
that an ever-increasing number of useful articles embodying artistic 
designs have been able to get full 56-year copyright protection. 

In between this and the clear-cut field of patentable designs is what 
is probably still the bulk of the design field where encouragement for 
design by limited and reasonable protection is lacking and the law of 
the jungle prevails, creation being stifled by the knowledge that as 
soon as a newly created design proves to be a commercial success it 
will be copied by those who were put to no pains in its creation or 
market testing. 

The main purpose of S. 2075 is to create a more equitable, practical 
and workable law for the protection of ornamental designs than the 
inequitable conglomerate we now have; inadequate patents, overpro- 
tective copyright and a great middle ground still inadequately pro- 
vided for. 

Perhaps this is an idealistic presentation, motivated solely by a 
desire to see the law improved, as in the case of the Patent Act of 
1952. But representing no group other than the bar, having no special 
interest to promote or any ax to grind, it is on that basis that I com- 
mend §. 2075 to you, on behalf of the Coordinating Committee and, 
if I may, with my personal recommendation. 

Thank you, Senator. 

Senator Hart. Thank you very much, Judge. 

You heard Governor Arnall, and necessarily his presentation, as 


yours, was by way of a preliminary development of the thing. And f 


certainly I don’t mean by this question to hold either of you to the 
general statement. But as I got it, it was his view that S. 2852, the 
Talmadge bill, could give or does give the same design protection 


that S. 2075 does, but without the damage which I understood him to | 


indicate S. 2075 would do to the copyright ? 

Judge Ricu. S. 2852, to those people who now enjoy the protection 
of the 56-year copyright, protection on useful articles which embody 
subject matter which was originally not the design of a useful article. 
Now, I would prefer not to make any attempt to develop Mr. Arnall’s 

oints for him, in fact I have not carefully studied the Talmadge 

ill, S. 2852, but I have it on good authority from people who have 
that it is the bill based on the Willis bill which became S. 2075, with 
two major changes, the term 

Senator Harr. Meaning the period of protection ? 
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Judge Ricu. Meaning the period of protection, which is 5 years in 
S.-2075, and I believe an initial 5-year term and two 5-year renewals 
in the Talmadge bill, and the other point is, a different handling of 
what we might call the relationship between the design protection bill 
and copyright law. 

As I understand, copyright law, the law which protects works of 
literature and fine art, gives 28 years initial protection with a renewal 
of 28 years more. 

Now, this is the source of the long-term copyright protection which, 
in the case of certain limited works adaptable to being utilized as the 
designs of useful articles, enables useful articles, when embodying or- 
namental designs, to get 56-year protection. 

Now, I am not taking any position myself on what this relationship 
should be. We incorporated in S. 2075 what, in the judgment of the 
drafting committee at that time, was the best solution to the problem. 
I may never express any personal views on this. 

I would just like to hear the other side as to what they think is 
wrong with the way S. 2075 handles it, and why S. 2852 is a better 
solution. 

Senator Harr. Thank you very much. 

Mr. Green. No questions at this point. 

Senator Harr. Judge Smith, thank you for joining us this morning. 
If you have any comment to add, we would like to hear it. 

Mr. Smiru. I would be glad to say this. 

As you know, I practiced in this highly specialized field for some 
30-odd years before coming to the court, and anything I would say 
would be essentially in the background of the practicing attorney. 

There has been a need for some specific legislation in the design 
field for many years. It has been observed by those of us who prac- 
ticed, and in my teaching I had occasion to comment many times upon 
the deficiencies in our present system of design protection. 

In my practice I had many cases where clients had spent large sums 
of money in the design of, particularly, things like plastic articles, 
only to find them on the market and pirated, sometimes within as little 
as 24 hours. Present protection of designs, in my judgment, is not 
satisfactory. And I am greatly encouraged to see a bill or bills pre- 
sented and given serious consideration by this committee. 

I am sure a great deal of good will come out of these hearings, and 
I look to have some very effective legislation come out of it. 

I might say that with my brief experience of 1 year on the court, or 
a little over, we have had these problems presented in a new perspec- 
tive as applicants for design patents have come before the courts. 
And the problem Judge Rich speaks of, making the evaluations with 
regard to obviousness in some of the other statutory tests in the design 
field are extremely difficult to administer with justice. 

I do feel that this bill, or these bills, rather, are a very wholesome 
attempt to bring order out of what at present is a rather disordered 
field. 

I appreciate your interest. 

Senator Harr. Mr. Wright, do you have any questions? 

Mr. Wricut. No questions, sir. 

Judge Smiru. Needless to say, I make the same offer as Judge Rich 
does, if there is anything in my background that can be of use to the 
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committee—I do not speak as a judge, but if there is anything in my 
background as a practicing attorney that would be of help to the 
committee, you are welcome to it. 

Senator Harr. Thank you very much. 

Judge Ricu. May I add one further word ? 

I have just given you the background of this bill and how it came 
into being without telling you a thing about it. The reason I didn’t 
tell you a thing about it is that I understood that there are others here 
more prepared to do this. 

Thank you. 

Senator Harr. Mr. Mumford, the Librarian of Congress. 


STATEMENT OF L. QUINCY MUMFORD, LIBRARIAN OF CONGRESS 


Mr. Mumrorp. Mr. Chairman, my name is L. Quincy Mumford. I 
am the Librarian of Congress. 

Since 1870, the Library has been entrusted with the administration 
of the copyright laws of this country. These laws historically have 
been concerned with the protection of literary and artistic creations 
of authors, composers, and artists, such as books, music, dramas, fine 
art, and more recently motion pictures and kinescopes. The placing 
of the administration of these laws in the Library was in part to 
enrich the Library’s collections of such works, and in fact the copy- 
right law has been a prime source of our unique collections in these 
fields. 

During the fiscal year ending June 30, 1959, for example, the Li- 
brary received 113,796 books and 124,426 periodicals as copyright 
deposits. 

n recent years, however, there has been a growing stream of ma- 
terials flowing into the Copyright Office under the “works of art” 
categories, many of which are of very different nature from those 
envisaged in the original concept of the copyright law. Whereas in 
earlier day works of art received in the Copyright Office generally 
consisted of paintings, prints, sculpture, and the like, the present trend 
extends to such articles as textile designs, silverware, lamps, lace, and 
similar items of a primarily utilitarian and functional character. 

A great number of the current deposits are essentially commercial 
articles, intended for the utilitarian marketplace. I do not intend 
to minimize either the value of these objects, or the increasing im- 
portance of design in their presentation to the public, but rather to 

int out that, in applying the copyright law to the protection of the 

esigners and manufacturers of these articles, that law has been 
strained and stretched far beyond its original concept and purpose. 

The result has been that the Copyright Office is faced with problems 
not heretofore contemplated and the Library is becoming a depository 
of materials not within its normal purview. 

It is for these reasons that I urge your committee to give favorable 
consideration to S. 2075, a bill which would place the protection of 
the type of materials I have just referred to under a new design law, 
specially and carefully drafted to deal only with the ornamental 
aspects of articles of utility, rather than under laws of literary 
property. 
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As a matter of equity, I believe the creators of ornamental designs 
of useful articles should receive appropriate statutory protection for 
their labors as this bill would provide. The relatively short term 
afforded by this bill would seem adequate protection to the designers 
and producers of such articles, and, in fact, this short term may 
considered an additional reason for favorable action on the bill. 

With the possible exception of copyrighted works of fine arts, in- 
cluding cartoon characters, superimposed upon articles of utility, 
there seems no justification for affording protection to utilitarian de- 
signs for as long as the 56-year term provided by the copyright law, 
and it would seem desirable to check the present trend toward such 
long-term protection for merchandise under that law. 

Mr. Fisher, the Register of Copyrights, will testify concerning some 
of the more technical aspects of this Dill, and I will refrain from fur- 
ther comment at this time. 

The letter which I have written to Senator Eastland, and which I 
now deposit with your committee, contains a more extended discussion 
of reasons why I ieee the bill, and I ask that it be included as part of 
my remarks. 

(The letter referred to was ordered printed on p. 20 of these 
hearings. ) 

Mr. Mumrorp. It also points out that since the subject matter of the 
bill in all probability will extend into areas substantially beyond his- 
toric concepts of literary and artistic property and the collections and 
functions of the Library of Congress, it seems desirable to consider 
location of the Administrator elsewhere than in the Library. 


I appreciate your courtesy in extending to me an opportunity to be 
heard with respect to S. 2075. 
Senator Harr. Thank _ very much for joining us this morning. 
e 


Your statement has h 
where this thing falls. 

Mr. Mumrorp. I am very much a layman in this area myself, Mr. 
Chairman, but I think I do understand the basic principles that are in- 
volved, and their relationship to the Copyright Office and the Library 
of Congress. 

Senator Harr. Again, thank you. 

And I think we now appropriately can hear Mr. Fisher. 


STATEMENT OF ARTHUR FISHER, REGISTER OF COPYRIGHTS; 
ACCOMPANIED BY GEORGE D. CARY, GENERAL COUNSEL 


Mr. Fisuer. Mr. Chairman, my name is Arthur Fisher. I am the 
Register of Copyrights. I have here a statement of some 4144 pages, 
and I could either read it or possibly, as in the case of Governor 
Arnall, in the interest of saving time, and knowing that this is only 
an opening hearing, I might file it and merely run through it, if that 
is your pleasure, and point out some of the high points, and perhaps 
discuss a little more one or two of the points so far raised this 
morning. 

Senator Harr. It is conceivable that we might absorb more in that 
informal presentation supplemented by the reading rather than just 
reading it. 


ped a layman get a better appreciation of 
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Mr. Fisuer. If it is agreeable with you, I will follow that pro- 
cedure. 

I would first request that it be inserted. 

Senator Harr. It will be printed in full along with the remarks 
you make. 
(The prepared statement of Mr. Fisher follows:) 





STATEMENT OF ARTHUR FISHER, REGISTER OF COPYRIGHTS, RE S. 2075 
(O’MAHONEY, WILEY, Harr) 





Mr. Chairman, my name is Arthur Fisher. I am the Register of Copyrights. 
The problem of appropriate protection for ornamental designs of useful ar- 
ticles—or what is sometimes and less exactly called industrial design—is not 
restricted to the United States, but is worldwide in extent. Most of the devel- 
oped nations are now giving consideration to the matter, and in November of 
this year an international conference will be held at The Hague to deal with its 
international aspects. 

The importance of the problem arises from the increasing extent to which 
appearance designs are applied to nearly all merchandise or, as in the case of 
many staples, to the packages and containers in which the products of modern 
industry are offered to the public. It is generally agreed throughout the world 
that the encouragement and protection of original designs is in the public 
interest. It is inequitable for designers and manufacturers of articles on which 
much creative ingenuity, time, and investment has been expended to have suc- 
cessful original designs copied without authorization by competitors and other 
imitators as soon as they are accepted by the public. 

Designs of this character may be protected under more than one set of con- 
cepts, and in fact design laws of different countries illustrate varying theories. 
Under the patent concept, invention and novelty, in the sense that a similar 
design never before existed, and something beyond ordinary designing skill is 
involved, must be established, and the protection affords a complete monopoly 
even against a similar design originated by another designer without knowledge 
of the prior work. Some designs may be sufficiently unique to meet this stand- 
ard of invention and where, as a consequence, the complete patent type of pro- 
tection is appropriate, S. 2075 does not modify the present design patent law in 
this respect. But, for the most part, students of the problem tend to agree that 
(1) the great majority of appearance designs are of a character to which the 
concept of invention is not applicable, (2) the time required and the nature of 
searches for novelty are either largely meaningless or destructive of the ends 
of speed and simplicity sought to be achieved, and (3) prohibition against 
actual copying is all that is desirable in the public interest or for the protection 
of the creative designer. 

Under the copyright concept, originator by the designer of his own design, 
as in the case of any work of literature, music, or the fine arts, is sufficient, 
and the protection only extends to actual copying. But to extend the copy- 
right laws themselves to the artistic aspects of articles of utility, such as 
furniture, textiles, electric appliances, hardware, etc., presents numerous 
practical and theoretical disadvantages. Among these are the following: 

(a) Whereas the copyright term of 56 years is not inappropriate for works 
of literature and fine arts, it is much too long for utilitarian objects. For the 
latter, it is generally agreed a term sufficient to recoup original designing costs 
and to prevent competitive imitation and piracy of the design during its active 
market exploitation is all that is needed. For most industries this means a 
term of not over 5 years, with perhaps the possibility of a renewal for articles 
whose appearance designs have a longer life. Investigation has indicated that the 
great majority of industries favor a short term not only in the public interest, 
but in order to minimize the possibility and danger of claims long after a new 
design has served its market purpose. 

(b) Under the copyright law retailers and assemblers other than actual 
copiers are liable. This strict rule seems inappropriate and undesirable in 
the case of articles of utility. 

(c) The copyright law also provides for artistic claims by designers even 
though the design is never applied to an article of utility. S. 2075 limits rights 
to articles of utility in actual production, a point of much concern to many major 
American manufacturers. 
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(ad) The notice and procedural requirements of the present U.S. copyright 
law were developed for different purposes, and experience has shown the need 
for numerous practical modifications in their application to various types of 
general merchandise. 

(e) The desirability of an effective registration system is generally agreed 
to in the ease of utility designs, both domestically and internationally. Under the 
Universal Copyright Convention a foreign design protected by a provision of 
domestic copyright laws is, when bearing the copyright symbol of a “ec” in a 
circle (©), entitled to protection without registration. For this reason, among 
others, a sui generis short-term design law appears the only appropriate solu- 
tion to the problem in this area. 

Where an appropriate legislative remedy is not available, experience has 
shown the courts tend to meet the situation by judge-made common law. 
Two leading Federal judges with particular experience in the copyright field, 
Judges Yankwich and Learned Hand, have emphasized on several occasions 
the undesirability of relying on the common law for solution in this field. By 
extending common law concepts of unfair competition to the design field, and 
with the tendency to eliminate the elements of “passing off” or misrepresentation, 
not merely a long term but a perpetual set of rights may be created. A number 
of recent cases illustrate this tendency. 

Similarly, the stretching of the copyright law to cover ornamental designs of 
useful articles is rapidly developing an attitude of vested interest in long-term 
rights of an undesirable nature in a diversity of articles and industries. Every 
day that this tendency continues makes the sound and proper solution more 
difficult to achieve. 

The decision of the U.S. Supreme Court in the case of Mazer y. Stein, in 
1954, dealt with a historic fine art form, a sculpture of a human figure, applied 
to a utility lamp. Without laying down any clear test of what constituted a 
work of art in this field, the door was nevertheless opened to an ever-widening 
variety of claims to protection. Statistics recently assembled by the Copyright 
Office indicate that, despite refusal of many applications, artistic registrations 
granted in the fiscal year 1960 will in the utility field be some 70 percent 
greater than registrations in the prior year, or an increase from 3,421 in 1959 
to some 5,800 in 1960. It must be further understood that under the U.S. 
copyright law, copyright is secured not by registration but, in the case of pub- 
lished works, by distribution with statutory notice. The power of the Register 
to control a continued expansion in this area is, therefore, necessarily limited. 

What the situation clearly calls for is a sui generis law, carefully drawn to 
deal with this constantly expanding problem, and resting on the basic prin- 
ciples of originality and protection of the creator against copying. S. 2075 
meets this need. On the one hand, it should give creative designers and the 
industries they serve, particularly the smaller and medium-sized firms in those 
industries, the short-term protection they are entitled to. On the other hand, 
it should relieve the copyright law and the Copyright Office from an increasingly 
difficult and undesirable burden in resisting the trend toward long-term eopy- 
right claims in the design of useful articles; a trend which, if continued, may 
have serious far-reaching consequences, 

Some detailed drafting suggestions no doubt deserve consideration before final 
action is taken on 8S. 2075. One, which is more than a drafting change and is 
reflected in the objective of S. 2852, would permit a work originally registered in 
the Copyright Office as a work of fine art and later superimposed on or applied 
to a utilitarian article (as was the sculpture of the dancing girl in the Mazer 
case, or as would be the case of a painting or cartoon character later applied to a 
tea tray or a drape) to have the benefit of the longer statutory term of the copy- 
right law. 8. 2075 should not, however, be so modified as to permit the copyright 
registration of any useful article, or the mere picture or photograph of such 
article, with subsequent copyright protection of such utilitarian articles. To 
give designers and manufacturers such a broad option would be to: defeat a 
primary purpose of the legislation. 

This legislation has broad support from scholars, diversified industries, mem- 
bers of the bar, and Government administrators. It is the culmination of many 
years of work and an effort which, since the First World War, has seen the intro- 
duction of some 40 bills in the Congress. The importance and seriousness of the 
problem has accelerated in recent years; it is worldwide in scope. Failure of or 


delay in legislation will not cause the problem to disappear, but will rather 
accentuate it. 
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What opposition there is seems to come from three sources: first, confirmed 
and irresponsible design pirates who have utilized the creative work of others and 
do not wish to alter their ways; second, certain large firms, whose business is not 
traditionally related to designs or who apparently prefer to leave themselves free 
to “shop” the creations of their smaller and often more original competitors, 
trusting to their greater selling power, size, and trade names, etc., to protect 
their interests; and third, a few concerns who would like in a sense to have their 
cake and eat it, that is, to have the benefit of a new sui generis design law where 
appropriate but at the same time to retain the unrestricted long term of the 
present copyright law. But the latter would mean asking the Congress to 
pyramid another cumulative system of design protection on top of those already 
in existence, and would in my opinion be no more in the public interest than 
permitting design piracy to continue unabated. 

Subject to the possible modifications indicated, I urge favorable action on 
8. 2075. 

Mr. Fisuer. May I first emphasize that the problem of appropriate 
protection for ornamental designs of useful articles is not confined to 
the United States but is worldwide in scope ¢ 

Senator Harr. Mr. Fisher, will you name some designs for useful 
objects? What typically are we ase about ¢ 

fr. Fisher. Let me speak at first from our own experience in the 
U.S. Copyright Office since the decision of the Supreme Court in 
Mazer v. Stein. 

In the Mazer v. Stein case—and I have with me Mr. Cary, our Gen- 
eral Counsel, who, with the Solicitor General, filed a brief in that case— 
we were dealing with a human figure which came to us with a hole for 
electric sockets to be appiee to the lamp. And the problem of the 
Supreme Court in the Mazer v. Stein case was whether this work, 


which was a very historic form of fine art, namely, a human figure, 


was entitled to protection when it became a utilitarian lamp. 

And following that case in the lamp field, we have had a great many 
lamp applications—and if I may anticipate just a little, because your 
question is so pertinent, I might say that the kind of problem we are 
now faced with is whether the Copyright Office shall register under 
the U.S. copyright law, which was originally developed for fine art, 
not merely human figures going back to Greek times as a historic form 
of art, but contemporary designs in lamps. And we are faced with the 

roblem whether to limit our registrations to the sculpture of human 
gures, or whether we will take the whole gamut of contemporary 
designs in lamps. 

And we are in the very embarrassing position of having some of the 
best people in the design field call to our attention the fact that, say, 
modern Scandinavian designs in lamps, or modern American designs, 
are much the better art. But if we open the door for these modern 
designs, we open the U.S. copyright law and its 56-year term to the 
whole field of lamps. 

This is typical of the problems in this whole area. We have it in 
furniture, we have it in textiles, we have it in clocks, and we have it in 
plastics. 

We have prepared recently, Mr. Chairman, some figures showing 
that as a consequence of the door that was opened by the Supreme 
Court in Mazer v. Stein, and estimating to the completion of this fiscal 
year, June 30, which isn’t quite completed, the increase in registra- 
tions in this category of ornamental designs of utilitarian objects will 
run some 70-percent increase over last year, an increase from some 
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8,400 registrations in fiscal 1959 to 5,800 in 1960, and this despite the 
Copyright Office taking a rather resistant, hold-the-line attitude with 
respect to the question of how far we should extend the original copy- 
right concept, say, into the lamp field. 

Senator Harr. This was 70 percent ? 

Mr. Fisuer. This was a 70-percent increase. 

Senator Hart. From what to what ? 

Mr. Fisuer. From fiscal 1959 to fiscal 1960. 

Now, if we accepted all the registrations that came and opened the 
door wide, this figure might jump in a short time to many hundreds 
or even thousands percent increase. But our attitude is that in col- 
laborating with the Coordinating Committee and the Patent Office 
in working on this legislation, we are trying to hold the line until we 
get legislation that is specifically adapted to this very problem. 

I say that the problem is worldwide, not restricted to the United 
States. The most important recent world development is the effort 
to revise the Hague Arrangement of some years standing, to which 
the United States is not a party, so as to establish a more practical 
international registry system. 

This proposal for a new system internationally is to be considered 
at a diplomatic meeting this coming November, and will permit a very 
wide variety of systems of domestic protection. However, I do not 
wish to mix the international problem at all with the domestic. I 
simply call attention to the international situation to bring out that 
the problem is worldwide, that it attracts attention in nearly all of 
the developed countries of the world. 


I myself, with Mr. Federico, who is here this morning, have worked 
on some of the preliminary aspects and discussions of this problem. 
I should also like to emphasize that under the eh pape revised 


Hague Arrangement, the term, the minimum term of the new draft is 
10 years, with a possibility for member countries of the old Arrange- 
ment, to which the United States is not a party, continuing for 15 
years; in other words, on a worldwide basis it is felt that what is 
needed is at least a minimum term of something like that length. 

I would also like, Mr. Chairman, to emphasize—— 

Mr. Green. On that point, Mr. Fisher, then, according to the re- 
port of the Library of Congress in regard to that one particular point 
of term, between the Talmadge and the O’Mahoney bills in reality 
there is only a 5-year difference as opposed to a possible 10 ? 

Mr. Fisuer. I want to discuss, if | may—that is one reason I am re- 
fraining from reading the prepared statement—the problem of har- 
monization presented by Judge Arnall. But the difference of term be- 
tween the two bills is really somewhat bigger than 10 years. 

As Judge Rich said, there are really two aspects of the Talmadge 
bill. One is extending the term of the new sui generis protection from 
d years to 15. 

As I have said, under the international arrangement the minimum 
term is 10—with an option to 15, which is the present arrangement. 
But in addition to this, point A in the Talmadge bill, the Talmadge 
bill also permits the fall continuance of copyright protection of 56 
years, point B, as an option in the claimant. So it can be fairly said 
that you would not only have a minimum term in any event, if you were 
to accept S. 2852, of 15 years, one term of 5 years and two renewals, 
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which is a matter of adjustment between industries, but the claimant 
of an ornamental design for useful purpose would also have another 
option under the copyright law to have a total term of 56 years as un- 
der the present copyright law. So he would have two options as to 
length of term. 

1 would like, if I may, to postpone a moment further discussion of 
this harmonization problem. 

But I must say that lam very pleased to hear Governor Arnall say 
that he believes this issue can be reconciled, because I will try to sug- 
gest, as Mr. Mumford did, certain possibilities with respect to the 
problem Mr. Arnall faces in representing especially motion picture in; 
terests and persons concerned with cartoons first registered under the 
copright Jaw and later superimposed on utilitarian articles. 

The next point I wish to make, if I may, is that underlying this 
whole problem economically and socially is the fact that in recent years, 
in recent decades, design has been applied to almost the whole field 
of modern industry. You can hardly find now a manufactured article 
with which these new design associations, this new designing profes- 
sion, is not concerned, or the firms themselves that employ their own 
designers. And if the article is a stable, the common situation is that 

the containers in which the article itself is offered to the public are 

designed. This is the underlying reality which lends urgency to the 
probl em and the increasing pressure on. ‘the Copyright Office and the 
world situation generally, namely, that in presenting articles to the 
public and making them acceptable, the question of appearance de- 
sign—we are only dealing with appearance designs, not functional de- 
signs—has been a primary factor upon which the success or failure of 
many things may depend solely. 

Now, I believe it also can be fairly said that. domestically and inter- 
nationally it is the accepted view, certainly clearly in the case of the 
judges who have passed on this subject, that the creative contribution 
made by designers of useful products is a form of creativity which 
should be given some recognition, and that competitors and imitators 
should not be free simply to wait until a design has been created by 
somebody else at very substantial expense, and when marketed, if it is 
a failure, do nothing, but if it is a success immediately be able to copy 
it and get the benefit of the creative work of the true creator, This 
is the underlying economic and social fact. 

Now, there are several different systems under which this creative 
element in the ornamental designs of useful objects may be protected. 
One is under the patent law. Neither the O’Mahoney-Wiley-Hart bill 
or the Talmadge bill disturbs the patent law. 

As Judge Rich, I think, amply brought out, under the patent law 
there are requirements of invention and of search for novelty, which 
may not be applicable to the broad field of design, although in many 
important instances these requirements may be applicable. The ele- 
ment of time is also of great importance. 

To this I would add one other thing. I believe that in general the 
degree of protection given under the invention and novelty concept 
is not really appropriate to the whole design field. And here we come 
to a fundamental distinction between the patent law and the concept 
of the copyright law. 
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Under the patent law if a designer or the proprietor of the design 
succeeds in securing a patent—and I believe there are cases where the 
designer can meet the tests of invention and of novelty—it is proper 
that he should be given the protection that follows from meeting 
those strict tests. Recently there is, perhaps, some tendency in the 
courts to sustain a slight increase in cases of this sort. But in the 
great majority of cases I do not believe a designer who merely makes 
,modest change in a design, of a pattern on a plastic or a textile ora 
chair or a piece of hardware, should be entitled to what might be 
called the full monopoly as given by the patent law; he should merely 
be given the much more modest kind of protection given by the copy- 
right law, which is merely protection against actual copying. 

This is the fundamental distinction between the concepts of the 
patent law and the copyright law. ‘The patent law requires the test 
of novelty and invention, and gives accordingly the higher degree of 
protection, so that if another designer or creator happens later to 
develop the same design, he becomes an infringer. But under the 
copyright law the distinction is well brought out by the old historical 
example of 10 photographers who take 10 almost identical pictures of 
the Washington Monument ; if each takes his own picture and one does 
not copy the other, each one is entitled to a copyright. And I believe 
that in general is the sound approach to this problem of short-term 
protection of ornamental design, although I fully recognize the 
wisdom of not disturbing the patent law in that percentage of cases 
towhich that law is applicable. 

I might say in contradistinction to the illustration of the Washing- 
ton monument that if you had a unique photograph such as of the Iwo 
Jima flag raising, and somebody made a copy of that first photograph, 
he would become an infringer under the copyright law, for he would 
be copying an original work of another rather than originating ‘his 
own. That is the foundamental distinction. 

I won’t say any more about the patent law, because neither bill 
disturbs it, and I think it is quite appropriate that it continue. 

I will only deal with the field with which I am more familiar, the 
pyright law. 

Ve feel that in a broad sense, from our own actual experience with 

this problem, as well as what we think is the public policy involved, 
that the copyright law is not the appropriate law for the protection of 
the whole market area of modern merchandise which has appearance 
lesign applied to it. 
_ The Supreme Court in the A/azer v. Stein case opened the door, but 
in that case they laid down no test of what was artistic, they were 
dealing in fact with a very historic form, as I have said, a sculpture 
fahuman body. But under that doctrine a great unknown area has 
teen opened up which is leading to the trend that the Librarian of 
the Congress has referred to and of which I am only too conscious in 
iny office. . ; 

In the first place, as I have already said, we think the term is too 
ing, and I think this is generally the world view. We think in the 
general field of utilitarian merchandise what is really desired is that 
‘concern which has expended time and money, say, in the textile 
industry in employing designers and putting a design on their rolls or 
inthe plastics indust ry, should be able to recoup that investment, they 
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should be able to prevent imitators from simply stealing that creati 
work when the market is active. Thereafter the work should probab 
go into the public domain. 

I may say, Mr. Chairman, that I have been rather struck in 
course of meetings with the textile industry to find that their spoke 
men generally think 5 years is quite adequate. They have even talke 
of a shorter term, because they believed that the trends of the marke 
are such in the modern world that in most fields the evolution of d 
signs is very rapid, I think they are equally interested that there m 
be a greater number of designs that could be the basis of suits 2 
litigation years and decades after the design has served its mark 
purpose. After a short-term protection, following the creative perio 
it appears desirable from the point of view of the creators and t® 
industries that new designs go into the public domain. 

I must admit that there are some differences on this point betwee 
industries. For example, we find that the silver industry, unlike th 
furniture industry (which later somewhat to my surprise seem 
content with a relatively short term), feels that the term should} 
longer, and is inclined to press for 15 years. I must admit, even i 
the case of the textile industry—and I believe my friend Mr. Balla 
is here who has had some cases with us involving rugs and carpe 
that have been rather difficult—there may be a question as to whet 
the short term for general dress goods is quite appropriate to the longg 
term needs of certain tapestries and carpets. Some of the carpet 
can perhaps be treated as tapestries, with representational designs sud 
as of human or other pictorial form. 

I do not believe we should have different terms for different indusf : 
tries. To do so would get us into difficult jurisdictional problems 
We must leave it to some reasonable adjustment. Perhaps what Gor 
ernor Arnail suggests is not inappropriate, a first term of 5 years anf 
maybe one or two renewal terms; that would give some flexibility, ani}? 
an industry which did not need a longer term would tend to keep the 
term short. 

I may say we have been through an evolution of this with Judg 
Rich’s committee. At one time 10 years was proposed, or maybe li, 
and finally for simplicity we came down to 5. But maybe we need th 
flexibility of one or two renewals to meet the conditions of industries 
whose economy and design patterns are not exhausted so quickly. 

But I think the solution here is for this committee, after hearing 
the testimony. I rather hesitate myself to try to decide the question 
I recognize that there are differences between industries with differ. 
ent problems, and I think this is one of the economic and legal prob 
lems that must be fairly faced. 

Second, I would like to bring out that under the copyright law wg 
have a very strict rule as to liability of innocent imbailers and inne§ 
cent assemblers. The copyright law adopts the principle of the law 
of conversion, that an innocent converter is liable. 

We have had some recent copyright cases on this. It is a fact—t 
may be rather strict, but it is a fact that an innocent retailer of 4 
book is as liable as the publisher who made the original infringing 
copy of the book. It is my feeling, and that of all the industries we 
haye consulted, that in the design field the innocent retailer, and the 
innocent assembler who does not himself make a copy, sh 
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xsempt from liability, that here we should have a much less strict 
est of liability and much less coverage in these respects, as with 
gard to term, than under the copyright law proper. 

It is also the view of most of the industries that we have consulted 
hat the article should actually be manufactured. You can make an 
wgument that a design still on the drawing board is entitled to a 
rtificate. But in the copyright law up to date, although we are now 
considering the matter, an author of a book manuscript does not 
ret a copyright until the book is published. It is equally, I believe, 
he general view, at least as a first step to solving this problem in the 
Inited States, that while perhaps the application might be filed at an 
arlier stage, so a designer won’t have to wait for actual production 
0 get started on his registration, his full rights should only flow if 
he article is later actually manufactured. This would be an impor- 
ant assurance to many major American industries, I find, who are 
oncerned as to the possibilities, in a developmental stage, of merely 
ictitious suits and liabilities. 

I would also say that there are many technical matters of proce- 
ure under the copyright law, other than these more substantive 
sues I have just referred to, that require modification. 

The copyright system of notice was developed for books, works of 
ine art, and is not appropriate, for example, for repetitive notices 
mn the selvedge of textiles. This has been one of the problems that 
he Coordinating Committee under Judge Rich has wrestled with for 
everal years, and the solutions in this respect of both S. 2075 and 

. 2852 have been very carefully worked out to make the notice pro- 
sions much more practical in the case of utilitarian objects than they 
rould be if you try to borrow from the copyright law which, after 
ll, was developed for a totally different purpose, and apply these 
procedural and technical requirements to the utilitarian works. 

There has been some suggestion that one approach to this problem 
ssimply to amend the copyright law so as to provide a separate short 
erm for ornamental designs of useful objects. 

There is at least one also insuperable obstacle to this. The United 
tates is a member of the Universal Copyright Convention that the 
tate Department and ourselves have spent many years developing 
nd which now has been accepted by many of the major countries of 
he world. This international convention—and again this is a mat- 
e of great international importance in the flow of these designs— 
provides that there need be no registration as a condition of the right 
fthe article bears a notice. 

It is universally agreed, I believe, certainly in the United States, 
hat in dealing with ornamental designs of useful objects, registration 
ind a place to check is essential so that designers and industrialists 
mill have a place to go and find out whether this design has been regis- 
ered. If you make new design provisions a part of the copyright law, 
ou may get into insuperable problems with respect to this aspect of 
bur international relations. 

Beyond that, however, for the substantive reasons I earlier men- 
ined, there will be so many changes needed in the copyright law 
‘to the exemption from liability of retailers and assemblers and 
he requirement of actual manufacture, et cetera, that it seems it is 
tuch better and more appropriate not to deal with these problems 


‘ 
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merely as a phase of the copyright law, but by a sui generis short] It 
term law resting on its own bottom. I think that is the general view} acter 
in the world. licen 
[ would in passing also make a very brief reference to the fac} I 
that there is a third area of possible protection for ornamental def has | 
sign, namely, by the evolution of the common law. There is somef moti 
tendency in a number of decisions to extend the law of misrepresenta-f it is 
tion and the “passing off” doctrine of unfair competition so as to give} noth 
an absolute property right. There are a good many examples of this the t 
general tendency in the law of literary and artistic property, wher{ If 
we don’t have a proper congressional solution for the courts them- fas a | 
selves to wrestle with the matter. noth. 
The unfortunate consequence, however, is that there is developed f asa 
not merely a short-term or even a long-term right but a perpetualf Th 
right. This is what we find with respect to common law literary § paint 
property, which raises numerous serious problems. I think leadingf Ne 
judges who have wrestled with this the most, such as Judge Learned f if th: 
Hand and Judge Yankwich, have for some time expressed the viev § dise. 
that this should be dealt with preferably by Congress in new legisla-§ ture, 
tion rather than leaving the judges to extend the common law con-f term: 
cepts of unfair competition. Wi 
May I turn for a moment to the problem that is particularly raised § ing ¢ 
by the Talmadge bill and the remarks of Governor Arnall. wher 
I may say again that I am very pleased to note Governor Arnall’ f fine : 
emphasis on the possibility of harmonization. I think there is such f so th: 
a possibility. We haven’t perhaps finally solved this, but I think at f it sh« 
least we have some thoughts as to an approach to this problem. If take 
would like, if I might, to deal specifically with this aspect, because f later 
I think it is one of the real problems in securing enough unanimity fis ma 
this time to produce a successful result, after the years in which some f son y 
40 bills have been introduced in Congress, and when the matter was f when 
less urgent than today. years 
Now, in the first place, we do not believe that we should simply con- f respe 
tinue to use the copyright law, broadly speaking, which was developed > Bu 
for a different purpose, namely, for the protection of literary works, f says 
music, and the fine arts, for the protection of ornamental designs of f have 
utilitarian objects, for the numerous reasons I have stated. the d 
We also feel, although it is less our immediate concern, that some f term 
additional specialized legislation is desirable, such as those features f done 
which both S. 2075 and $. 2852 contain. For it is true that the bills fiectio 
are 90 percent identical. ican i 
I pass over the question which I have already adequately discussed, f inde: 
as to whether the term ought to be 5 years or 10 years or 5 years and No 
one renewal or two, since I think that is a detail for this committee. come 
Now, we come to this kind of a problem. And I think we might} Fir 
as well talk turkey in actual cases. ‘Take a motion picture, take a Walt [itself 
Disney motion picture. And I think Walt Disney is, of the several {They 
motion picture companies, probably the one most concerned. That for th 
company will copyright a motion picture, and in it there will be, we fcuit— 
will say, a cartoon character, to put the simplest case. There are fhave 
many variations of this. As Judge Arnall has suggested, there might fihey . 
also be a comic strip in the newspaper, which is a parallel situation. frhere 
I believe the Disney organization also has an extensive development fthe a1 
of cartoon characters. 
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It is then found that it is possible to take one of these cartoon char- 
acters or pictures and apply it to merchandise, which is done by 
licenses, and this produces a profitable and long-term income. 

I would like first to point out and make it quite clear, because there 
has frequently been misunderstanding about the point, that when a 
motion picture, a Disney picture is registered in the Copyright Office, 
it is entitled to a 56-year copyright term as a motion picture, and 
nothing that is being proposed in either of these two bills would reduce 
the term of protection to the motion picture; that remains 56 years. 

If a newspaper or cartoon designer registers with us the cartoon 
as a picture, it gets a fine-arts copyright, and it also get 56 years, and 
nothing that we propose will reduce the long-term protection for that 
asa work of fine art. 

This would be equally true of a famous painter. If Picasso made a 
painting for gallery sale, it would get 56 years. 

Now you come to the problem of what should be the situation 
ifthat picture is later applied or licensed for general useful merchan- 
lise. It is true that S. 2075 now says that when you license that pic- 
ture, or cartoon character, for merchandise, you get one of the short 
terms and no more. 

We have suggested, and the Librarian has suggested—the coordinat- 
ing committee has not yet come to express a final view on this—that 
where that cartoon character was originally registered as a work of 
fine art and is superimposed upon or applied to an article of utility 
sothat it retains its identity as such, a good argument can be made that 
itshould not. have its term reduced. ‘To put one of the strongest cases, 
take my Picasso case. Picasso paints a famous painting, and it is 
later applied to a cotton textile for window drapes. The argument 
ismade by some general practitioners that there isn’t any logical rea- 
son why that painting, that has 56 years as a work of fine art, should, 
when it is simply put on a textile, suddenly be cut back to 5 or 10 
years. And we are prepared to work out some adjustment in that 
respect. 

But that isn’t what the Talmadge bill does. The Talmadge bill 
says that any design which is registered in the Copyright Office can 
have its choice of the new sui generis term of protection resting on 
the doctrine of originality, and also an option of the full copyright 
term also based on the originality concept. We feel that if this is 
done we leave the door open to the possibility of long-term pro- 
tection for ornamental designs throughout the whole gamut of Amer- 
ican industries, which, for the reasons I have stated earlier, seems quite 
indesirable. 

Now we are concerned about. two very different kinds of cases. We 
come to these from our quite practical experience. 

_ First, a person comes to us to register the design of an object which 
itself is utilitarian. This is what Mr. Mumford was speaking about. 
They come to us with a piece of furniture, or an electric appliance, 
the clock that was in the recent. Vacheron case in the second cir- 
‘ut—Mr. Cary here has some illustrations of some of these cases that 
have come to us or have been actual court cases—we feel that when 
they come for registration by the Federal Government, regardless of 
where the administration of this new law ultimately be located, and 
the article is fine arts and not utilitarian, it should remain under copy- 
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right and not come under the new sui generis law. We would like to 
see the present law modified so that the Copyright Office and the 
Library of Congress no longer take utilitarian objects—we may take a 
motion picture, yes; and we may take a painting, yes; and the copy- 
right may continue in the pictures later applied to a useful article. 
What we are concerned about is not the Disney case or the Picasso 
case or the cartoon strip case. Rather it is a case where a concern, 
we will say making furniture or electric appliances, thinks it can 
find a way not to be limited to the short sui generis term but would 
like the long term, so it comes to us with the designer’s drawing ora 
photograph, for example, of a chair. This isn’t a Disney cartoon later 
superimposed. This is a photograph of a chair. The question arises 
as to whether after coming to us to register the photograph of a chair 
it may then make and have copyright in the chair. Or if a firm comes 
to us with an artist’s design of an electric toaster, may it then make 
the toaster and have the option, not only for a 5- or 10-year term, but 
for the 56-year copyright term ¢ 

We think that would be wrong. We do not believe it is reasonable 
to submit to this committee and the Congress a proposal for a new 
design bill pyramided on top of the present copyright law so that there 
would be two terms, two kinds of protection, both resting on the 
concept of originality. All this would be in addition to the patent 
law. 

We think a decision should be made that ornamental designs of 
useful or utilitarian objects should come only under the new law, 
except in the possible case where you have a registration of a work 
of fine art, and it is so superimposed upon or applied to a utilitarian 
object that its identity remains. 

Take the Balinese dancer in the Mazer Supreme Court case. That 
illustrates our tentative solution. If the designers in that case were 
to come to us with the Balinese dancer as a pure work of sculpture, 
we would register it. If they were to come to us with a Balinese 
dancer with electric sockets, we wouldn’t take it. If after registering 
the Balinese dancer as a work of sculpture, one simply sticks a lamp 
on top of it, we don’t see any particular reason why the human figure 
shouldn’t retain its 56-year term as a work of sculpture. But that is 
not the whole picture, that is not the situation of coming with a photo- 
graph of the chair and then making the chair. 

Now this we think has still to be worked on, but I believe it is possible 
to harmonize these two interests. 

I would just say one final word, that if we don’t do anything, the 
problem remains. I am getting sued increasingly because I am trying 
to resist the misuse, as I conceive it, of copyright law. It isn’t a matter 
of doing nothing and then finding that the problem has taken care 
of itself. If nothing is done, the problem will increase in complexity 
and without the protective features that have been carefully worked 
out here. And I believe that is not only the experience here in the 
United States but in the world at large. I think this time the matter 
has become so urgent that we should deal with it promptly before 
we find vested interests in different industries, as we have found im 
other situations, and where it will be much more difficult in a few 
years to deal with the matter effectively. 

Thank you very much. 
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Senator Harr. Mr. Fisher, your last comment is a depressing note. 
I have been here in Congress just long enough to discover that the 
constant hope is that whatever the problem is that time will cure it, 
and we won’t have to face an answer. 

Mr. Fisuer. Nochance here. 

Senator Harr. Thank you very much. 
entation. 

Judge Rich, I recall, in his prepared testimony commented on the 
association and interest of the witness Alan Latman, the executive sec- 
retary of the National Committee for Effective Design Legislation. 
Mr. Latman. 





It was an interesting pres- 





STATEMENT OF ALAN LATMAN, EXECUTIVE SECRETARY, NA- 
TIONAL COMMITTEE FOR EFFECTIVE DESIGN LEGISLATION 





Senator Harr. I may indicate that over a period of many months 
Mr. Latman has urged this committee to do what it is now doing, 
namely, open preliminary hearings on this bill. 

Mr. Latman. Thank you. 

I am Alan Latman, attorney and member of the New York and 
District of Columbia bars. I am executive secretary of the National 
Committee for Effective Design Legislation, on whose behalf I speak. 

I would like, if 1 may, to combine the techniques used by prior wit- 
nesses of covering some excerpts and discussing perhaps some of the 
questions asked by the chairman, and in general submitting my written 
statement. 

Senator Harr. All right. 

The record will include the written statement in full at this point, 
and it will be followed by such comment as Mr. Latman may care to 
make, 


(The prepared statement of Mr. Latman follows :) 






STATEMENT ON S. 2075 AND S. 2852, 68TH CoNGRESS, BY ALAN LATMAN, EXECUTIVE 
SECRETARY AND COUNSEL, NATIONAL COMMITTEE FOR EFFECTIVE DESIGN LEGISLA- 
TION, JUNE 29, 1960 







Iam Alan Latman, an attorney and a member of the New York and District 
of Columbia bars. I am executive secretary and counsel of the National Com- 
mittee for Effective Design Legislation on whose behalf I speak. 

The national committee is a nonprofit association consisting of a cross section 
of industry represented by trade associations and professional societies as well 
as individual manufacturers and designers. It also includes as advisory mem- 
bers several leading members of the patent bar. 

The national committee is gratified at the invitation of your subcommittee to 
ippear at this preliminary hearing. We understand that specific testimony 
furnishing industry viewpoints is reserved for a later date. I gather that the 
subcommittee wishes at this time to conduct an initial exploration of the overall 
situation with regard to protection for designs and the lack of such protection. 
| view this as an important step toward the resolution of a pressing problem 
ind welcome the opportunity to present in a general way the reasons why in- 
dustry urgently needs congressional action. 

An enormous contribution toward solving this problem was made by the 
study, discussion and drafting contributed by the coordinating committee under 
Judge Rich. The skyrocketing of interest in design protection following the 
introduction of the Willis bill gave rise in 1958 to the formation of the National 
Committee for Effective Design Legislation as an industry clearinghouse for 
further development and refinement of a design protection bill which would 
te moderate and equitable and at the same time, effective. For reasons which 
I will mention shortly, the national committee views S. 2075 as representing 
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such a proposal and accordingly wishes to register its endorsement of that 
bill. 

The nature of support for this type of legislation has made several thing; 
clear: (1) Interest in design protection is nationwide; it is not limited geo 
graphically; (2) such interest cuts completely across products and industries 
and is reflected in manufacturers and designers of a diversity of consume 
items; (3) such interest is perhaps strongest on the part of small business. 

These observations are based on a great number of personal meetings ip 
different parts of the country, extensive correspondence and countless tele 
phone discussions during the last 2 years. I have found particularly striking 
in this experience the expression of support from areas and with respect to 
products which, perhaps, have not traditionally been associated with design 
ing. This is illustrated by the deep concern over design piracy expressed by 
manufacturers of bricks in Mississippi, of boats in Indiana, of plumbing fixtures 
in Ohio, of prefabricated houses in Alabama and of electrical appliances in 
Arkansas. 

Extremely impressive, also, in this regard has been the universal participa- 
tion of the national professional societies representing thousands of industrial 
designers and architects throughout the country. These are creative and prac 
tical people whose products span the American economy. The groups include 
the American Institute of Architects, the American Society of Industrial De 
signers, the Industrial Designers Institute, and the American Institute of 
Decorators. 

As a result of their collective experience, these groups are unanimous it 
seeking new Federal legislation giving adequate and appropriate recognition to 
original designs. They seek such legislation not only to secure a deserved eco 
nomic return for their creativity, but as an aid to raising the level of design in 
this country to the point of world leadership. They feel that S. 2075 can help do 
this job. The national committee, in sharing this view, feels that effective de 
sign protection such as §S. 2075 is as vital to the American economy and heritage 
today as were the basic patent and copyright statutes when first enacted. 

Trade associations of national scope have also taken interest in finding 
the proper solution for the harm inflicted upon their industries by design 
piracy and confirm the need for new legislation. These include members of 
the national committee such as the American Cotton Manufacturers Institute, 
the Institute of High Fidelity Manufacturers, and the Fashion Originator 
Guild of America. The enthusiasm I found on the west coast, illustrated by 
a design-protection meeting in Los Angeles sponsored by the Furniture Mant 
facturers Association of California, confirmed the fact that neither designing 
nor design piracy is confined to the East or Middle West. 

I would like to convey to the subcommittee the sense of urgency communicated 
to me by individual manufacturers throughout the country. They manufac 
ture products ranging from lighting fixtures to ladles, clocks to corsets, tables 
to television sets. A number of these people are anxious to acquaint the sub 
committee with their own specific experience with design piracy and its it 
jurious effects. I trust that they will be given the opportunity to do so at 
a later date and I will not, of course, seek to furnish such specific information 
this morning. 

I can state, however, in advance of such presentation, that these people 
contribute greatly to the American scene, both economically and culturally. 
They are most often small but dynamic companies seeking to compete by offer 
ing the public imaginative designs in the appearance of their product. Giving 
individuality to such appearance is often the only way they can survive along 
side of giant-size competitors. 

These small businessmen must take the risk that their designs will not 
appeal to the public. This, of course, happens in the case of most designs. 
On the other hand, any of their designs which do manage to hurdle the obstacle 
of customer approval are no longer their designs. They are immediately sub 
jected to design piracy; they are appropriated by someone else who oftel 
copies line for line. Such practice is rampant in American industry today. 
It spreads malignantly as each industry becomes conscious of the importanee 
of “dressing up” its goods. And there is practically no consumer-goods indus 
try today in which such design-consciousness has not taken place. 

What the pirate does is to rely on the proven success of of another’s venture. 
He undertakes no designing expense and, even more important, takes no risk 
as to popular approval of a design. He invariably tries to add to his profits 
by using inferior materials and workmanship. As a result, he is not only able 
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to undercut the originator in price, but also to deceive the public by offering 
a cheapened version of the design. The market is flooded with the same design 
instead of the rich variety of competing designs which American industry is 
capable of creating. It is this entire practice that cries out for legislative 
correction. 

The originating manufacturer merely seeks a reasonable return on his in- 
vestment. He seeks some assurance from Congress that piracy is morally 
wrong and that it makes sense for him to continue to offer the public original 
designs. He feels that this can and should be accomplished through new 
Federal legislation of the type exemplified by S. 2075. 

Before examining the provisions of present law and the nature of the pro- 
posed bills, I might add that increased attention to this problem has by no 
means been limited to those directly suffering from piracy. As merely illus- 
trative of the widespread bar association interest, I myself have been invited 
to participate in numerous programs and committee discussions. These in- 
clude programs of the Federal Bar Association in Washington, the American 
Bar Association in Miami, the Chicago Bar Association, the Michigan Patent 
Law Association in Detroit and several meetings with New York City bar 
groups. Awareness of the problem of design piracy has spread to the schools. 
I have been called upon to meet with groups at the New York Law School; 
the Fashion Institute of Technology, the Institute of Contemporary Art in 
Boston and Pratt Institute in Brooklyn, N.Y. Correspondence has been re- 
ceived from schools including the University of Michigan, Harvard Business 
School, Syracuse University, and the University of Utah. Im view of this broad 
interest in design protection, I was not at all surprised to receive a call one 
day from the International Cooperation Administration asking me to explain 
the proposals for new design legislation to the visiting Japanese Industrial 
Design Study Group. 

I will turn now to the reasons for the dissatisfaction with existing laws pre- 
valent among those in industry with whom I have had contact during the past 
2 years. In order to see why present laws protecting designs are deemed in- 
adequate or inappropriate we must analyze briefly the pertinent law of patents 
and copyrights. As you well know, there are basically two types of patents. 
The type with which this subcommittee is more often concerned is the mechanical 
patent, a grant by the Government protecting the functional operation of a 
machine, manufacture or process. In addition, of course, there are patents 
protecting appearance. The latter are called design patents and differ from 
mechanical patents only with respect to length of protection (the term for 
mechanical patents is 17 years while design patents last for 3%4, 7 or 14 years, 
depending on whether the applicant chooses to pay a fee of $10, $15, or $30). 

In order to qualify for a patent, an applicant must introduce something new 
to a particular field. But he must do more than merely take a step forward— 
it must be a large step. The contribution must be such that it was not ‘‘obvious” 
to those in the field. These requirements are in the parlance of the patent law, 
“novelty” and “invention,” terms with which the subcommittee is familiar. 

It is apparent that many creative, attractive, and successful designs in such 
fields as wearing apparel, kitchenware, automobiles, and furniture still fail to 
meet these high standards. In practice, results in the Patent Office and the courts 
have convinced many designers and manufacturers that design patents are too 
difficult to obtain and too difficult to enforce. The courts in an infringement 
suit can find a patent invalid and do so often. And even if the requirements were 
not so high, it is apparent that judgments about appearance must be highly 
subjective and unpredictable. 

In view of the requirement that a design be novel, a search of earlier designs 
must, of course, be conducted by the Patent Office before it can issue a patent: 
Until the patent is actually granted, the designer or manufacturer markets his 
design at his peril. Despite the intelligent and devoted work of the Patent 
Office in this regard, the time lag, which may be many mouths or years, is often 
crucial. - 

Finally, the overall expense of design patents is much greater than the statutory 
fees mentioned above. Even such fees must be multiplied by the relatively large 
number of designs introduced by many manufacturers each year, most of which 
designs are unsuccessful. But in addition, a manufacturer who decides to rely 
on a patent must usually first seek the advice and services of a patent lawyer, 
Thus the cost of a preliminary search and legal fees also add substantially to 
the expenses of securing a design patent. 
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A copyright is not as difficult to obtain as a patent. The author need only 
originate the work himself, that is, refrain from copying from someone else’s 
work er from the common fund of works known as the “public domain.” And 
he can obtain a copyright not only for a book, play or musical composition, but 
also for a “work of art.” Can the design of a useful article be considered a 
“work of art” as that term is used in the copyright statute. This is a question 
which has been troubling the courts and the Copyright Office for some tine. 
The answer is that until recently such designs have sometimes been considered 
“works of art,” but more often they have not. 

A significant pronouncement in this field was made by the Supreme Court in 
1954 in Mazer v. Stein (347 U.S. 201 (1954) ). The Court held that the usefulness 
of an article did not prevent its being a work of art; but the Court did not define 
what a work of art is. Involved in this case was a human figurine used as a 
lamp base. There can be little dispute that this traditional subject of sculpture 
must be considered a “work of art.” But what of the many other designs which 
do not so clearly fall within this classification? 

As later witnesses will undoubtedly indicate, the Copyright Office has taken 
the view that this decision does not offer any guide as to whether, for example, 
the shape of a chair or of an eggbeater is to fit within the category of a work 
of art. At the same time, the Mazer decision has certainly resulted in the ex- 
pansion of:copyright protection. For example, artistic drawings or paintings 
eannot now be denied protection because they are used on textiles. But as to 
these designs, different problems arise. Thus, the very technical provisions 
requiring a copyright notice are poorly adapted to such things and can resuit 
in unintended loss of protection. Moreover, the historic concern of the copy- 
right law with books and music produce other inappropriate results for com- 
mercial and industrial designs. For example, innocent sellers of a pirated 
copy of a copyrighted work are fully liable as infringers. And the term of 
protection can be as long as 56 years. Thus, from several points of view, copy- 
right does not provide the answer to industry for either effective or equitable 
protection of designs of useful articles. 

I might add that the common law of unfair competition, while expanding, 
has not been applied effectively to design piracy. A judge of the New York 
Supreme Court in denying common law protection to the originator of a design 
for a ladies’ dress, described piracy as “a pernicious practice that warrants 
some legislative or judicial interdiction. * * *” He went on to deplore judicial 
impotence in this area as follows: 

“No compelling reasons exist for excepting the style creators from the appli- 
cation of the basic rules of fair and honest dealing. * * * Surely there can be 
no serious quarrel with the proposition that one should be held to strict ac 
eount for purloining the possessions of another created and developed through 
exceptional talent and experience * * *. 

Some method must be devised to meet this urgency” (Samuel Winston, Ine, 
v. Charles James Services, Inc., 111 USPQ 359 (1956) ). 

I would like to emphasize the inadequacy of a judicial solution to this prob- 
lem. Courts are not equipped with the resources or tools of a legislature. A 
court which finds protection appropriate cannot easily fashion the compromises 
required in an area such as this. Thus, a serious problem in leaving this ques- 
tion to the courts is the risk that a judge so disposed will accord protection 
without being able to prescribe a limitation on its duration or to provide other 
safeguards. 

Such limitations and safeguards are found in S. 2075 and, with an important 
exception which I will mention in a moment, in S. 2852. Inasmuch as 8S. 2075 
is the basic outgrowth of the years of work discussed by Judge Rich, and S. 
2852 is essentially an amendment of that bill, I would first like to outline the 
ae provisions of 8. 2075 and then indicate the differences introduced by 

. 2852. 

S. 2075 provides for the following: 

(1) Standard for protection—A design can be protected if it is the original 
ereation of its author. An original design is one which has not been copied 
from someone else’s work or from a design in the public domain. The pro 
tected design need not meet any test of novelty, unobviousness, or inventive 
ness. But the design cannot be so staple or commonly known as to lack & 
minimum of creativity. 

(2) Scope of protection.—The original designer is protected only against the 
unauthorized copying of the substance of his protected design. If the author 
of a similar design can prove that he created it independently, rather than 
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through copying, no infringement has taken place. The design owner may 
generally recover from anyone who, without his authority, purposefully makes 
or imports articles embodying a copy of the protected design and cannot re 
cover from sellers, assemblers, or innocent parties generally. 

(3) Duration of protection—Five years. 

(4) Commencement of protection.—Protection begins upon the public exhibi- 
tion, sale, or offering of an actual article embodying the design. This is called 
“making known” the design. 

(5) Registration—A claim to protection must be registered in a Government 
office within 6 months after the design is made known. There is no require 
ment of a search or comparison with earlier designs, but the public is given an 
opportunity to direct the Administrator’s attention to the fact that the design 
is staple or commonly known. 

(6) Notice of marRing.—Protection is not forfeited if the prescribed form of 
notice is omitted, though omission may sharply limit the design owner’s legal 


remedies against infringers. The requirements as to form and position of notice 
are very flexible. 


(7) Remedies.— 
(a) Injunction; 
(b) Damages, which the court can increase threefold ; 
(c) Possible forfeiture or destruction of all infringing articles, plates, 
molds, etc. ; 
(d) Recovery of costs and possibly attorney fees. 

There are only two significant cifferences between 8S. 2075, introduced under 
the cosponsorship of Senators O'Mahoney, Wiley, and Hart, and S. 2852, intro- 
duced later by Senator Talmadge. One difierence deals with the term or 
duration of protection. The other and more important difference concerns the 
relationship between the new proposed design protection and protection under 
the existing copyright law. In virtually all other respects, the Talmadge bill 
parallels, sections by section, the provisions of the O’Mahoney bill. Thus, 
while we speak of two bills, we actually have the O'Mahoney bill and the 
Talmadge amendment. 

With respect to term, the O’Mahoney bill provides for a single 5-year term, 
whereas the Talmadge bill provides for an initial term of 5 years renewable 
for two additional 5-year terms. 

With respect to relation to present copyright, the O’Mahoney bill treats all 
designs of useful articles the same, whether or not such designs were based 
on a previously copyrighted ‘“‘work of art’ or are now subject to copyright as 
works of art. In other words, only 5 years of protection, under the conditions 
and limitations of the design bill—not the copyright law—is available to the 
proprietor of a textile or furniture design, regardless of whether the design 
first appeared as a copyrighted painting, drawing, or work of sculpture. Such 
a painting, drawing, or sculpture would still be protected for 56 years under 
the copyright law in nonuseful applications ; e.g., as a painting, in a photograph, 
comic strip, or motion picture. But once the proprietor uses the work or per- 
mits it to be used in a functional item, the new design bill alone is the measure 
of his protection against any other useful applications. This means that after 
5 years of use as a textile, the design may be used in utilitarian items by the 
public exactly as it would had the design first appeared in a textile. The fore- 
going follows from a basic premise of the O'Mahoney bill—that designs of 
useful articles belong only under the design bill and nonuseful artistic works 
belong only under the copyright law. 

The Talmadge bill, on the other hand, does not exclude useful articles from 
copyright coverage. Thus, for example, a textile or furniture design could 
still be protected under copyright, as far as the Talmadge bill is concerned, so 
long as it is considered a “work of art.” 

Moreover, even if a copyrighted work is nonuseful in the first instance; e.g., 
& drawing, sulpture, painting, the Talmadge bill gives an option to the pro- 
prietor who applies the work to a useful item. He may stand en his rights 
under copyright or he may avail himself of the shorter design protection. He 
might choose the new design protection because the notice requirements are 
more flexible. In all likelihood, however, he would choose copyright because 
of the longer term and the availability of remedies against sellers, and innocent 
infringers (noncopyists) generally. He would do so despite or perhaps because 
of the fact that the copyright law is not clear in this area. It has been held 
that the copyright in a comic strip will protect against the unauthorized manu- 
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facture of a doll embodying the comic-strip character. And, of course, under 
the Mazer case, a lamp can infringe the copyright in a statuette. On the other 
hand, it was held prior to Mazer that the copyright in a sketch of a dress or 
piece of furniture will not protect against the manufacture of the dress or con- 
struction of the furniture. The extent to which these latter precedents survive 
Mazer would remain to be seen. 

It appears that the subcommitee will have the benefit of hearing from the 
counsel for Walt Disney Productions, a proponent of S. 2852. As the beneficiary 
of the copyright cartoon cases mentioned above, Walt Disney Productions un- 
derstandably does not wish these judicial precedents disturbed. There is no 
great quarrel with this position. I know of no proponent of design protection 
who is antagnostic toward the rights of the creators of motion picture or comic- 
strip cartoons. But the Talmadge bill goes much further. It leaves wide open 
the entire range of current administrative and judicial uncertainty over which 
useful articles are “works of art’ under the copyright law and which are not. 
This category can now include costume jewelry, dolls, and certain textile designs. 
Almost all designs can start out in life as sketches, drawings, or models. By 
encouraging copyrighting before seeking design protection, the Talmadge bill 
actually permits circumvention of the limited short-term protection which the 
main portion of both bills provide. 

The basic difference between S. 2075 and S. 2852, while important, relates 
only to one aspect of the problem—the interrelation of the new protection and 
existing copyright for works of art. It seems clear to me that this difference 
is no irreconcilable, particularly in view of the common overall objective of both 
bills—to stimulate and reward creativity. 

In conclusion, we feel that the provisions of S. 2075 go further in achieving 
the delicate balance required in this area than any other proposal yet put for- 
ward. It affords protection to original, commercially valuable designs which 
may be neither “inventions” nor “works of art.” Such protection is available 
quickly, i.e., upon the marketing of the product; it is available without undue 
expense for the smaller manufacturer. The scope of protection is no broader 
than actually needed, extending only to copying and not to independent creation 
or merely selling. The term is short but generally sufficient. 

Accordingly, if action were to be taken by the 86th Congress, the national 
committee would strongly urge immediate and favorable action on S. 2075 by 
this subcommittee. In any event, I wish to assure the subcommittee that the 
national committee wil spare no effort in continuing to work toward equitable 
and effective design legislation. It will do so in the sincere belief that such 
legislation is in the best interest of American industry and the American public. 


Mr. Larman. Thank you. 

And may I include an article called “Proposal for Effective Design 
Legislation” ? 

Senator Harr. It will be made a part of the record. 

(The article referred to follows :) 


[Reprinted from Bulletin of the Copyright Society of the U.S.A., vol. 6, No. 6, August 1959] 
A PROPOSAL FOR EFFECTIVE DESIGN LEGISLATION: S. 2075 EXAMINED 


(By Alan Latman’*) 


On May 28, 1959, a significant development took place in the recent drive for 
new Federal legislation protecting the appearance of useful articles. Senators 
O’Mahoney, Wiley, and Hart joined on that date in putting S. 2075 into the con- 
gressional “hopper.” That these three Senators are all members of the Senate 
Judiciary Subcommittee on Patents, Trademarks, and Copyrights and Senator 
O’Mahoney its chairman, is perhaps particularly noteworthy. The background 
of this design protection proposal and an analysis of its more important pro 
visions are the subject of this article. 


1 Member of the New York and District of Columbia bars and counsel, National Com- 
mittee for Effective Design Legislation, New York. 
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BACKGROUND OF 8. 2075 


The need for a new statute dealing specifically and effectively with the orna- 
mental features of industrial designs has long been recognized by many members 
of the copyright and patent bars. The ineffectiveness of the design patent in 
many industries, as well as the limited operative area of the copyright law and in- 
appropriateness of its provisions have often been noted (e.g., 5 Bull. Cr, Soc. 139, 
item 205(1958)). When the patent bar, through the National Council of Patent 
Law Associations, succeeded in the codification of the patent law in 1952, they 
expressly reserved ornamental designs for substantive treatment later. A year 
afterward, a Coordinating Committee on Designs was appointed and Giles S. 
Rich, now an associate judge of the U.S. Court of Customs and Patent Appeals, 
became its chairman. 

The Coordinating Committee, which was broadened to include advisers from 
industry and the interested Government agencies, engaged in 4 years of study, 
discussion, drafting, and redrafting which culminated in H.R. 8873 introduced 
in the 85th Congress by Representative Willis. The remarks of Congressman 
Willis upon introduction of H.R. 8873 made it clear that the bill was being offered 
at that time for the purposes of study, suggestion, and comment on the part of 
interested groups (103 Congressional Record 12504-12505, July 23, 1957). 

The months following the introduction of the Willis bill saw a considerable 
amount of attention being given to the problem of design protection and to the 
bill in particular. Bar associations, trade associations, designer groups, individ- 
ual manufacturers, and others considered the Willis bill and a number expressed 
approval of its principles. A sustained effort, aided by a newly formed industry 
group called the National Committee for Effective Design Legislation, was made 
to assemble and analyze comments and suggestions for ways to improve upon 
H.R. 8873. Enriched with a number of such suggested amendments, the 
O’Mahoney-Wiley-Hart bill was presented to the 86th Congress. 

































DESIGNS PROTECTED AND THE STANDARD OF PROTECTABIILITY 





The scope of 8S. 2075 is determined by several key definitions in sections 1 and 
2. These provisions indicate, in the first instance, that the “design” to be pro- 
tected relates to (1) the appearance (2) of a useful article. Thus the utility 
of the article, while a touchstone to coverage, is not what is being protected. 
In fact, section 2 denies protection even to the appearance of an article if such 
appearance “is dictated solely by the function or purpose of the article embodying 
the design.” And a “useful article” is defined as an “article normally having 
an intrinsic function other than to protray its own appearance or to convey 
information” (sec. 1). 

This definition of a “useful article’ may be tested several ways. It would 
for example, seem to exclude a map, since the intrinsic function of a map is to 
convey information. An oil painting On canvas presumably has no function 
other than “to portray its own appearance.” These works would look to the 
copyright law for protection. But could not the canvas or a framed etching be 
used as a tray? An affirmative answer, it appears, would not change the status 
of these works under the bill since use as a tray would not be the intrinsic 
function of the painting or etching. Finally a goblet, no longer used as such 
but merely on display, would seem to remain a “useful article” since it normally 
would have an intrinsic function related to drinking in addition to its appeal 
to the eye. 

The draftsmen of S. 2075 seem to have met a difficult problem reasonably 
well. The problem is the demarcation between works appropriately the subject 
matter of copyright and those which should be covered by the new design legis- 
lation. The intention of the author, number of copies, and esthetic value of 
the work have been avoided as demonstrably unreliable standards. Most im- 
portant, as to many troublesome areas of industrial and commercial creativity, 
there no longer would remain the impossible task of determining what is a 
“work of art.” Substituted is the inquiry as to utility which, while by no means 
a simple one, seems much more appropriate and workable. 

In examining the standards of creativity required for protection and the 
Scope of such protection (which extends to copying and not independent dupli- 
cation), it seems clear that the bill, while offering a sui generis type of legal 
protection, borrows more philosophically from the copyright law than it does 
from the patent law. To qualify for protection, a design need merely be original 
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in the sense of having been created without copying from the work of another or 
from the public domain. It need not be “novel” to the world nor rise to the 
dignity of an “invention,” the familiar requirements of the patent law. 

After providing in section 1 that “original” designs may be protected, the 
bill attempts to delineate this concept in sections 2 and 3 with much greater 
detail than either the copyright law or the Willis bill. First, it is apparently 
recognized that certain designs are so standard and common as to belie any 
assertion that they were created by a claimant without copying. The most ready 
example of such a lack of minimal creativity is perhaps the five-pointed star 
held noncopyrightable in Bailie and Fiddler v. Fisher (258 F. 2d 425 (D.C. Cir. 
1958)). Section 2(a) of the bill attempts to codify this recognized de minimis 
doctrine. 

Section 2 also provides that protection is not available for any design in the 
public domain. This is recognized by members of the copyright bar as a parallel 
to section 8 of the copyright law. If it went no further, however, as was the 
ease in the Willis bill, the subsection could be the source of some confusion. 
This is due to the lack of certainty that the judicial gloss placed on section 8 
of the copyright law would be adopted as to this particular section. The con- 
struction of section 8, uniformly illustrated through Judge Learned Hand’s 
reference to the “Ode on a Grecian Urn” in Sheldon v. Metro-Goldwyn Pictures 
Corp. (81 F. 2d 49 (2d Cir. 1936) ), is*to the effect that copyright is available 
to one who miraculously reproduces the ode without ever having seen Keats’ 
creation. But in a field where under some statutory schemes, a novelty require- 
ment precludes protection of works created independently but nevertheless simi- 
lar to public domain material, more explicit language would seem warranted. 
Accordingly, section 2(b) contains a proviso indicating that mere similarity 
to a design in the public domain will not automatically preclude protection. 
For a similar reason, section 3 of the bill, while patterned generally after the 


“new matter” portion of section 7 of the copyright law, studiously avoids use 
of the term “new.” 


COMMENCEMENT OF PROTECTION, DURATION, AND NOTICE 


Among the significant differences between the Willis bill and the O’Mahoney- 
Wiley-Hart bill are the provisions determining when protection commences and 
when it terminates. Under the Willis bill, protection could commence at the 
earlier of two points: (1) When the design was “made known” (a practical 
concept defined to cover all forms of dissemination without reliance on technical 
copyright “publication”) ; (2) when the claim to protection was voluntarily 
registered. In the course of the widespread study of the provisions of the Willis 
bill, the view was often expressed that this scheme raised a number of problems. 
Permitting registration of the designs shortly after they left the drawing board, 
it was urged, might result in the registration of thousands of designs never 
actually used, but capable of serious harassment to manufacturers. This was 
considered to be the case even though a full-scale model or mockup was required 
before registration. It was also recognized that common law protection, while 
uneven and imperfect, was nevertheless available to protect designs prior to 
general disclosure and that the real legal vacuum permitting design piracy 
existed with respect to designs already in the process of marketing. Accordingly 
the provision summarized above was changed in section 4 of the new bill to 
commence protection only (1) upon the making known of the design (2) as 
embodied in the actual article. 

The Willis bill provided for a 5-year term with a renewal term of 5 years. The 
renewal provision involved no reversionary interest nor other features of copy- 
right renewal but merely an extension of term by the proprietor. The view was 
widely expressed that a possible 10-year term went far beyond the needs of most 
segments of industry and that the question of duration, as most others, should be 
resolved in a favor of a more moderate legislative proposal. Accordingly, 8. 2075 
provides for a single term of 5 years (sec. 5). 

The new bill provides for a notice to be marked on a design whenever it is 
made known in an article, but does not make omission of notice result in complete 
loss of protection. Section 7 provides that such omission does sharply limit the 
remedies available against unauthorized users along somewhat the same lines 
as section 21 of the copyright law which covers accidental omission of notice 
from a particular copy or copies. 
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The requirements as to the form and position of the notice are quite flexible; 
a noticeable echo of article III, 1, of the Universal Copyright Convention is 
found in section 6(b) of the new bill. This subsection also contains examples 
of reasonable locations for the notice in the case of repetitive or continuous 
designs on sheetlike materials, while section 6(c) excuses a proprietor who has 


complied with the notice provisions from any effects by reason of the obliteration 
of the notice by others. 


REGISTRATION 


While notice under the design bill is thus a more flexible matter than is 
the case under the copyright law, the reverse is true with respect to registration. 
Under the bill, an application for registration must be filed within 6 months 
after the design is made known or protection is lost. The new bill specifies the 
procedure for screening applications for registration in considerably more detail 
than did the Willis bill. In the course of this procedure, the public is afforded 
an opportunity to call the attention of the Administrator (who is to be desig- 
nated by the President) to the fact that the design is staple or commonly 
known. This provision attempts to provide an escape valve against abuse of 
this new type of protection without unduly delaying registration. 

The procedure spelled out in section 12 is as follows: If the Administrator 
determines that a design is not subject to protection, he is to notify the appli- 
cant who may then request reconsideration. The Administrator is to publish pic- 
torial representations of designs which, on their face, he deems registrable, and 
to register claims to such designs 30 days thereafter unless, after receiving 
sworn objection that the design is staple or commonly known, he determines 
that the design is not protectible. 

While protection commences immediately upon the public exhibition, dis- 
tribution, sale, or offering of an article embodying the design, the certificate 
of registration is, under section 20, a prerequisite for suit for infringement; 
the certificate is also, under section 13, prima facie evidence of the facts it 
contains. Recoveries could presumably be had for infringements occurring after 
the making known of an article embodying the design but before registration 
had issued or had even been applied for. 


INFRINGEMENT 


Bascially, infringement consists of copying a protected design and incor- 
porating it in a useful article, for business purposes, without permission. To 
constitute infringement an article must embody a copy of a protected design. 
Accordingly, the article need not be an identical replica, but it must borrow 
more than the general idea, theme, or trend reflected by the protected design. 
Publishing or exhibiting a picture of a design cannot constitute infringement. 

Unauthorized manufacture of an article embodying the protected design does 
not result in infringement in all cases. There is no liability if such article 
was created without actual knowledge of the protected design since only copy- 
ing is prohibited. Likewise, a manufacturer who acquires an infringing article 
in the ordinary course of business and incorporates it into his goods is not gen- 
erally liable. And neo infringement exists where the only features copied are 
those dictated by the utilitarian function of the article or those which are in 
the public domain. 

Importation, as well as manufacture, of an infringing article is generally 
infringement. However, merely selling an infringing article constitutes infringe- 
ment only under the most limited circumstances. If the seller had no significant 
role in the manufacture, he will be liable only if he refuses to disclose his source 
and reorders after written notice of the protected design. 

It will be noted that these provisions, contained in section 8 of the bill, attempt 
to avoid some of the pitfalls of earlier design proposals. Neither retailers, 
motion picture producers, nor periodical publishers need fear unjustifiable 
liability under the bill which seems to take full account of their particular 
problems. r 

Two textual changes from the Willis bill may be mentioned. The Willis 
bill used the phrase “copies or imitates” in setting forth the proscribed con- 
duct. The word “imitates” was presumably used to make it clear that identical 
reproduction was not required to show infringement. It was suggested, how- 
ever, that the word “imitates” might be construed as extending liability beyond 
copying into the area of independent duplication and that the word “copies” 
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has never been limited to the production of an exact replica. This reasoning 
was adopted and the words “or imitates” deleted from section 8 of the new bill. 

A somewhat similar situation existed with respect to the provision in 
section 9 of the Willis bill to the effect that “an article embodying only fea- 
tures of the protected design which * * * are features characteristic of recog- 
nized style trend, is not an infringing article.” This provision, not without 
ingenuity of drafting, apparently attempted to set forth the familiar copyright 
doctrine that only the expression of an idea and not the idea itself is protectible. 
In other words, a designer of a Scandinavian modern chair should be able to 
claim rights only to his particular embodiment of this style and should not be 
able to prevent others from working within this general trend. While there 
seems to be universal accord as to this result, there was considerable doubt that 
the language quoted above was needed to achieve it and some feeling that the 
language was unclear and might produce unintended results. 


RELATION OF DESIGN BILL TO PATENT AND COPYRIGHT LAWS 


The new protection proposed under the design bill would not affect the avail- 
ability of design patents to those inventions which qualify. Because of the 
broader scope of patent protection, however, it was provided that design protec- 
tion under the bill would terminate as soon as a design patent issued. 

The interrelation of design protection and copyright is more complex. Since 
the same basic standard, that of originality, could qualify a work under both 
statutory schemes, there is much to support an attempt to avoid overlapping. 
Overlapping is a serious problem since so many designs can begin life as sketches, 
drawings or models. As indicated above, the basic dividing line selected was 
utility. In other words, a premise of the new bill is that designs of useful articles 
are more appropriately protected under a tailor-mace design law than under the 
copyright law. It would seem difficult to justify, under this premise, a difference 
in treatment between designs first copyrighted as drawings or works of sculpture 
and other designs. The draftsmen of H.R. 8873 as well as S. 2075 apparently 
considered equal treatment more equitable and workable. 

The attempt to integrate the design bill with the copyright law seems to 
operate as follows: 

1. The bill does not affect whatever rights may have been acquired under the 
copyright statute before the bill becomes law. 

2. After the effective date of the new law, designs of useful articles (including 
those of the type which have been accepted for copyright registration) will be 
ineligible for copyright and must seek protection under the new law. 

3. “Works of art” (artistic works other than designs of useful articles) remain 
eligible for copyright protection. 

4. If a work of art is copyrighted after the effective date of the new law, and 
the proprietor does not embody it as a design of a useful article, or authorize 
others to do so, he would continue to have whatever copyright protection he has 
under present law. 

5. If a work of art is copyrighted after the effective date of the new law, and 
the proprietor later embodies the work in a design of a useful article, the nature 
and extent of his protection against useful applications of his work by others is 
determined by the design bill rather than by the copyright law. Accordingly: 

(a) The proprietor must comply with the proposed law to enjoy protection of 
his design against any useful applications by others. 

(b) At the expiration of the 5-year design term, he no longer has any exclusive 
right to the design under the design and copyright laws; his trademark and un- 
fair competition rights may, however, be significant, particularly where the 
design has acquired secondary meaning prior to the commencement of design 
protection. 

(c) In any event, he continues to enjoy full 28- or 56-year protection against 
unauthorized appropriation of the work in any nonuseful application (e.g., use 
as a drawing or in a motion picture). 


MISCELLANEOUS 


The amounts of the fees to be paid for registration, recordation of assign- 
ments, and similar items have not yet been inserted in the bill. And, as indicated 
earlier, the place of administration of such act is to be designated by the Presi- 
dent. This could, of course, be the Copyright Office, the Patent Office, some other 
existing agency or a new agency. 
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The remedies under the bill include injunction, damages which the court may 
treble, forfeiture of infringing articles, plates, molds, etc., costs and attorney 
fees. Moreover, there are penalties for false marking and fraudulently obtaining 
or preventing registration. Section 9, unlike the copyright law, requires an 
affidavit as to originality and as to other elements of the entitlement to pro- 
tection of an applicant for registration. 

The bill is to take effect 1 year after its enactment and will not protect designs 
made known within the meaning of the bill prior to such effective date. Common 
law rights in designs not so made known, trademark rights and the right to be 
protected against unfair competition are expressly saved by the bill 


CONCLUSION 


It is apparent to almost all who have given thought to the question of design 
protection that it represents a challenge to the legislative draftsman. And yet the 
plea for a legislative solution of the confusing, inequitable and ineffectual state of 
the present law has been continuous. The draftsmen of S. 2075 have not solved 
all of the problems since they were faced with the need for a delicate balance of 
interests which defies the drafting of a perfect piece of legislation in this area. 
It seems clear, however, that they have taken full account of the need for 
legislation which protects, but neither unduly nor unfairly. It would seem that 
8S. 2075 represents notable progress toward moderate and yet effective and 
equitable design legislation. 

Mr. Larman. The national committee is a nonprofit association con- 
sisting of a cross section of industry represented by trade associations, 
professional societies, as well as individual manufacturer and design- 
ers. It also includes as advisory members several leading members of 
the patent bar. 

The committee is gratified at the invitation of your subcommittee 
to appear at this preliminary hearing. We understand that specific 
testimony furnishing industry viewpoints is reserved for a later date, 
and gather from the chairman’s remarks that the subcommittee wishes 
at this time to conduct an initial exploration of the overall problem of 
protection of designs and lack of protection of designs. 

Senator Harr. That is correct. 

Mr. Latrman. I view this as an important step toward resolving a 
pressing problem, and welcome the opportunity to present in a gen- 
eral way why industry urgently needs some congressional action. 

As has been well indicated, Judge Rich and the coordinating com- 
mittee made an enormous contribution. The skyrocketing of inter- 
est since the Willis bill was introduced gave rise in 1958 to the forma- 
tion of the national committee, its purpose being an industry clearing- 
house for the further refined development of a design protection bill 
which would be moderate and equitable and at the very same time 
effective. 

For reasons which I will mention in a moment, the national com- 
mittee views S. 2075 as representing just such a proposal, and accord- 
ingly wishes to register its endorsement of that bill 

The nature of support for this type of legislation has made several 
things clear to me, 

First, interest in design protection is national, it is not limited geo- 
graphically at all. — - 

Second, it cuts completely across lines of industries and types of 
products. It is reflected in manufacturers and designers of a diversity 
of consumer items. 


And, finally, that such interest is perhaps strongest on the part of 
small business. 
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These observations are based on a great number of personal meet- 
ings in different parts of the country, extensive correspondence, and 
countless telephone discussions during the last 2 years. I found par- 
ticularly striking in this experience the expression of support from 
areas and people and products which perhaps have not traditionally 
been associated with designing. 

This may illustrate also an answer to the chairman’s question about 
the type of product we are talking about. 

For example, not only are we talking about furniture, textiles, 
lamps, silverware, and things that come immediately to mind, but 1 
have been struck by the deep concern over design piracy expressed 
by manufacturers of bricks in Mississippi, boats in Indiana, plumbing 
fixtures in Ohio, prefabricated houses in Alabama, and electrical ap- 
pliances in Arkansas. 

These people who put money into original designing of their prod- 
uct find that such designs are copied, and find that the present law is 
inadequate to prevent such copying and losses. 

I think extremely impressive has been the universal participation 
of the national professional societies representing designers, thousands 
of them, and architects throughout the country who design products 
which truly span the economy. They include the American Institute 
of Architects, the American Society of Industry Designers, the In- 
dustrial Designers Institute, and the American Institute of Deco- 
rators. 

As a result of their collective experience, these groups are unani- 
mous in seeking new Federal legislation giving adequate and appro- 
priate recognition to original designs. They seek such legislation not 
only to secure a deserved economic return for their creativity, but as 
an aid to raising the level of good design in this country, to the point 
of world leadership. They feel that S. 2075 can help do this job. 

The national committee, in sharing this view, feels that effective 
design protection such as S. 2075 is every bit as vital to the American 
economic heritage today as were the basic patent and copyright stat- 
utes when they were first enacted. 

I would like to convey to the subcommittee, if I may, the sense of 
urgency communicated to me by individual manufacturers and de- 
signers throughout the country. Again, they manufacture products 
ranging from lighting fixtures to ladles, from clocks to corsets, from 
tables to television sets. And a number of these people are extremely 
anxious to acquaint the subcommittee with their own specific experi- 
ence with design piracy and its injurious effects. 

And once again I am delighted to know that they will be given the 
opportunity to do so at.a later date. 

While I am not seeking to furnish such specific illustrations and 
information today, I would like in advance of such presentation to 
state in a general way the situation concerning the industry need. 

The manufacturers to whom I refer are people who contribute 
peat to the American scene, both economically and culturally. 

hey are most often small, dynamic companies seeking to compete 
by offering the public imaginative designs in the appearance of their 

product. In fact, giving individuality to the appearance of their 
product is in many cases the only way they can survive alongside 
giant-sized competitors. 
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Now, these small businessmen must obviously take the risk that 
their particular design will not appeal to the public, and in most 
cases this is true. 

On the other hand, any of their designs which do manage to hurdle 
this difficult obstacle of customer approval are no longer their designs, 
they are immediately subjected to diniah piracy, they are immediately 
appropriated by someone else who very often copies line for line. 
Such practice is rampant in American industry today. It spreads 
malignantly as each industry becomes conscious of the importance of 
dressing up its goods. 

And as I have indicated, there is practically no consumer goods in- 
dustry today in which such design consciousness has not taken place. 

Briefly, I would like to explain what the pirate does in such situa- 
tions. He is, in effect, relying upon the hard-won success of a com- 
petitor. He undertakes no design expense, and what is even more im- 
portant, he takes no risk as to the popular approval of a design. He 
invariably adds to his profits by using inferior materials and workman- 
ship. As a result, he is able not only to undercut the originator in 
price, but also to deceive the public by offering a cheap version of the 
design. 

I might add that the market is thus flooded with the same design in- 
stead of the rich variety of competing designs which American in- 
dustry is capable of creating. It is this entire practice that cries out 
for legislative correction. 

Now the originating manufacturer seeks a reasonable return for his 
investment. He seeks some assurance from Congress that piracy is 
morally wrong, and that it makes sense for him to continue to offer the 
public original designs. He feels that this can and should be accom- 
plished through new Federal legislation of the type exemplified by S. 
2075. 

The inadequacies of present law have been, I think, amply covered 
this morning, the patent situation, by Judge Rich, and the copyright 
situation by Mr. Fisher. I would be happy to supplement, perhaps, by 
questions, if the chairman has any. 

I want to add that the interest and exploration of these inadequacies 
are not at all limited to people who directly suffer from piracy. The 
bar association interest is indeed widespread. I myself have been 
invited to participate in programs of the Federal Bar Association here 
in Washington, the American Bar Association in Miami, the Chicago 
Bar Association, the Michigan Patent Law Association in Detroit, a 
number of meetings with ‘New York groups, and the interest has 
error to the schools, the Fashion Institute of Technology of the New 

ork Law School, the Institute of Contemporary Art in Boston, have 
all had programs which I have been pleased to attend. And corre- 
spondence has been received from schools, including the University of 
Michigan, Syracuse University, the University of Utah, Harvard 
Business School, and widespread institutions of that type. 

In view of this broad interest, I was not surprised to receive a call 
one day from the International Cooperation Adminstration asking 
me to explain the proposal for the new design legislation to the Ja- 
panese Industrial Design Study Group. 

I can only reiterate at this point that industry has found in many 
respects the design patent inadequate. 
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To summarize, or to reiterate, the high level of novelty and inven- 
tion is unrealistic for many attractive and commercially salable, valu- 
able designs. Despite the intelligent devoted work of the Patent 
Office, the time for research often stretches from months into years, 
and protection does not occur, Mr. Chairman, until the patent is actu- 
ally granted. During the interim period the designer or manu- 
facturer would be marketing his product at this peril, and it indeed 
would be and is perilous. 

So that the high standard, the time and the expense of design patents 
have been proven to be inadequate for the needs of much of industry. 

As to the copyright situation, we have the concept “work of art” 
as explained by Mr. Fisher. This is a concept which on the 
one hand is expanding, but which, on the other hand, is an unrealistic 
criterion for much talented design in this country. 

I might briefly indicate the skeleton of S. 2075 and the skeleton of 
S. 2852. I certainly coneur in the fact that the bills are at least 
90 percent identical, and that the one issue of difference has been, 
I think, adequately covered this morning, although I would be happy 
to open myself to any questions on it. 

Mr. Green. That is section 32; is it not ? 

Mr. LAatmMAN. Sections 27 and 32. 

Mr. Green. If I understood Mr. Fisher correctly in regard to sec- 
tion 27, that is the term period ? 

Mr. Larman. No, I believe the term period is still another section, 
possibly section 5. 

Mr. Green. I believe that is correct. 

Mr. Larman. Sections 27 and 32 both relate to the problem of the 
interrelation of the new design protection with existing copyright. 

Mr. Green. Where the proponents of each part company, though, 
is on sections 32 and 27; is that it ? 

Mr. Latman. That is right. 

However, I am delighted to hear the views expressed this morning 
and concur with them, for this reason: The overall objective of both 
bills is to stimulate and reward creative effort; therefore the pro- 
ponents of each approach to this problem have the same general atti- 
tude. I agree with the view of Senator O’Mahoney as expressed by 
Governor Arnall, that some solution for this technical overlapping 
or interrelation can be worked out. 

At present, the national committee would prefer the approach taken 
by the coordinating committee in S. 2075, namely, making more or 
less a clean break, designs for useful articles belong under the special- 
ized design bill whether or not they are based on previously existing 
copyrighted work. 

I might say that I know of no propo of design protection who 
are antagonistic to the rights of cartoon creators or motion picture 
creators; that is not the problem. I think that the problem is that 
the Talmadge bill goes much further in leaving the option to take 
longer copyrights completely 4 to the proprietor. And in view of the 
expanding concept of the work of art, this could cover every design 
that we are talking about under S. 2075, because any design could 
start out in life as a sketch or a model or a drawing, and under the 
Talmadge approach could then be registered under the copyright law. 
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So I think the solution, really, which, as I say, is extremely hopeful 
on resolving this difference, would be to limit the type of subject 
matter that the proponents of S. 2852 are really and rightfully con- 
cerned with, and not to leave an exception in the bill which is as broad 
as the whole subject matter of the bill itself. It is a very technical 
problem. And I would be happy to explain, if you feel you want more 
information, how those two would operate. I don’t know if you 
would prefer that on it or not. 

Mr. Wrieut. I would appreciate an explanation of how this work 
of art concept works in connection with the present day registration 
of ornamental designs for copyright protection. 

Mr. Larman. Apparently it works this way. 

The fact that something is useful does not automatically per se 
preclude its being a work of art. So the Supreme Court in the Mazer 
case held that a human figurine which it felt was a work of art re- 
mained a work of art even though used asa lamp. But the court did 
not say what a work of art is. It did not say, for example, that lamps 
are works of art. It simply said that a work of art, whatever that 
is, does not cease to be a work of art simply because it is put to a utili- 
tarian function. 

So that you find, I think, under present practice today, something 
which initially the Copyright Office and ultimately the courts decide 
is a work of art, whether it be a painting used on a textile, whether 
it be a statuette used in a lamp, whether in fact it be a doll used by 
a child, if they feel that it is a work of art, it gets protection under 
a copyright. 

But we had a case recently in the second circuit which casts doubt 
on how far this goes. 

For instance, a watch was designed, and the designers argued that 
a watch of this type was a “work of art.” The history of that case 
is rather tortuous, the ultimate result at this point is an opinion by 
the district court that a watch is not a work of art. 

Mr. Wricut. Do I understand that the Copyright Office is today 
rejecting for copyright registration certain ornamental designs on 
the ground that, in the view of the Copyright Office, the design is not 
a work of art? 

Mr. Larman. Of course, the best source of this would be Mr. Fisher, 
but my understanding is that that is indeed the case. 

Senator Harr. This need not be too formal a proceeding. And if 
Mr. Fisher wants to respond to that question, he may. 

Mr. Fisuer. It is a very large subject. We have many people 
working on it. 

What we are trying to do is take an artistic form of art or repre- 
sentation of art, such as the Balinese dancers, and there we are issuing 
certificates. 

At the opposite extreme, the contemporary, modern use of the best 
designs of often more beautiful art which is not representational, we 
are not registering. We think this is a wholly illogical position, 
frankly—I confess this in open hearing—to say that on a piece of 
furniture an elk head on the back of a bench is subject to registration 
because our grandfathers had elk heads on their benches, and a modern 
contemporary design for a piece of furniture by the Miller Co. of 
Michigan which represents the most modern, most beautiful design 
is not registerable. Or similarly a picture on a plate which is of 
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flowers or forest or an animal is protected, but a more beautiful piece 
of Swedish or Danish chinaware designed for example, for George 
Jensen, and which might appear in a museum is not registerable. 

We think this is a wholly questionable position. As a result, we 
are being sued with increasing frequency, and there is a great deal of 
time and money in my office and that of the Attorney General bein 
spent in trying to sustain this illogical line in the hope that we wi 
be relieved of this by Congress, This is what we are trying to do. 

We don’t like it a bit, and I spend much of my time, as the Librarian 
said, on something which is really foreign to the basic purposes of 
copyright. 

Mr. Wrieut. I think I understand your position, Mr. Fisher, that 
you do feel that this function that is now thrust upon you is one that 
you ought not to have, making an esthetic judgment to determine 
whether something is a work of art and deciding whether or not to 
register it. 

And I gather that you would also disapprove of any such judgment 
as the basis for determining the lengths of protection, would you not? 

Mr. Fisuer. Our test would be very simple. As I illustrated with 
the Balinese dancer, if it came to us as a pure work of sculpture or if it 
came to us as a cartoon strip, it would be clearly registerable. But if 
it came to us as a base for a lamp with a socket, we wouldn’t take it. 

Now, where a fine art copyright is later applied to a three-dimension- 
able form, under what is known as the Betty Boop and Popeye deci- 
sions, we think a court should permit these cartoon characters that are 

rotected under the copyright to have perhaps the further protection. 

ut as a matter of our operation and registration, any utilitarian ob- 
ject should, we say, go under the new law if it is enacted by Congress. 
We would still give copyright protection to a pure work of fine art. 

Mr. Wricnt. Neither of these bills purports to make any change 
in that work-of-art judgment that is provided in the Copyright Act, 
that provision ¢ 

Mr. Fisner. It does to this degree, that if it is utilitarian we 
wouldn’t take it. 

Mr. Wricut. But wouldn’t you still have to make the judgment if 
somebody wanted to register an ornamental design under the copy- 
right law, under the existing statute, and the statute as it would be 
amended by this ? 

You would still—if you decided that it was not a work of art, you 
could then refuse 56-year protection, could you not ? 

Mr. Fisurr. It is true, if it is claimed to be a work of a art, there 
is still a problem which is common to the copyright law, and is even 
common to patent law, namely, the standard of de minimis. 

Every day in our Office there are literary works that have to meet 
the standard of de minimis. We have had a series of cases, like The 
Five Pointed Star, under the copyright laws, which we say does not 
represent any element of creativity—a historic form of art that is 
not creative. And this bill leaves it open as to whether our Office 
would still have a problem as it has today, whether it meets the 
minimum standard of creativity. 

Mr. Wricut. Do you really make that judgment when it comes to 
literature ? 

You will register any kind of story, won’t you? 
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Mr. Fisuer. We do not pass on the quality of the art. That was 
decided by Judge Holmes in the Circus Poster case. We don’t try to 
decide whether it is good music or bad, good art or bad. But we do 
every day have to determine whether there is even a minimum of 
creativity justifying a certificate. 

Mr. Wricut. Somebody really looks at what is registered and says, 
is this—— 

Mr. Fisuer. Yes; we have a continuing problem. That doesn’t 
say that when we get a new encyclopedia we have to read it. It is 
obvious that it is new. When we get a new motion picture it is 
obvious that it is a new motion picture. 

Mr. Wricur. I mean, all you determine is that it is new—I mean 
it is creative only in the sense that it isn’t copied from something, 
you don’t try to judge the creativity in any esthetic terms ? 

Mr. Fisuer. We have to determine whether it reaches a standard 
of de minimis. 

Mr. Wricut. When it comes to oranmental design, you do apply a 
test which does apply esthetic value ? 

Mr. Fisuer. We are doing that now. It is an impossible situation, 
but I agree with you that it is now on our shoulders. 

Senator Harr. Do you have any further questions of Mr. Wright? 

Mr. Fisuer. I do not. 

Mr. Larman. May I make one further comment in conclusion on 
the purposes of S. 2075, which, with the exceptions indicated in S. 
2852, are excellent proposals. We feel that S. 2075 in particular goes 
further in achieving the very delicate balance required in this area 
than any other proposal yet put forward. It affords to original, com- 
mercially valuable designs protection, even if they are not either 
inventions or works of art. Such protection is available quickly 
under the provisions of the bill; the protection begins upon the mar- 
keting of the actual product itself. It is available without undue 
expense to the smaller manufacturer. 

The scope of protection is no broader than actually needed, namely, 
extending only to copying, and not to independent creation, or to 
merely selling. 

The term is short, but generally sufficient. 

Accordingly, if action were to be taken by the 86th Congress, the 
national committee would strongly urge immediate and favorable ac- 
tion on S. 2075 by this subcommittee. 

In any event, however, I wish to assure the subcommittee that the 
National Committee for Effective Design Legislation will spare no 
effort in continuing the work toward effective and equitable design 
legislation. It will do so in the sincere belief that such legislation is 
in a very best interest of American industry and the American 
public. 

Thank you very much. 

Senator Harr. We have heard the witnesses who were scheduled 
for testimony at this preliminary hearing. 

_ There have been filed with the committee two statements of posi- 
tion which I think ought to be made a part of the record, and it will 
be done at this point. One is a letter directed to the chairman of 
the subcommittee, Senator O’Mahoney on behalf of James Lees & Sons 
Co., by its counsel, Hyde W. Ballard. 
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The other is a statement filed by letter addressed to me, as the act- 
, : : . aris om 
ing chairman of the subcommittee, for the General Electric Co. by its 
general patent counsel, Henry R. Mayers. 
Both of the statements will be made a part of the record. 
(The statements referred to follow :) 
JAMES LEES & Sons Co., 
Bridgeport, Pa., June 27, 1960. 
Hon. JoserH O’MAHONEY, 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights, Senate Com- 
mittee on the Judiciary, New Senate Office Building, Washington, D.C. 
DEAR SENATOR O’MAHONEY: I am submitting herewith a statement on behalf 
of James Lees & Sons Co. with the request that it be included in the printed 
record of the hearings held in connection with 8. 2075 and S. 2852. 
Respectfully, 
Hype W. BALLArp, Counsel. 


STATEMENT SUBMITTED BY HyDE W. BALLARD, PATENT COUNSEL, ON BEHALF OF 
JAMES LEES & Sons Co., IN CONNECTION WITH HEARINGS ON S. 2075 AND 
S. 2852 


James Lees & Sons Co. is a domestic carpet manufacturer engaged exclusively 
in the production and sale of soft-surface floor coverings and carpet yarns. 
Carpets and rugs are purchased by the ultimate consumer largely on the basis 
of style and appearance. The utilitarian aspects of carpeting do not constitute 
a major consideration to the retail purchaser. While characteristics such as 
soundproofing and insulation may have some bearing on the decision between 
soft- and hard-surface floor coverings, once the purchaser decides in favor of 
soft floor covering the appearance and esthetic color of the fabric are in most 
eases the sole criteria. Better quality rugs and carpeting are intended to last 
for a generation or possibly a lifetime. Styles and trends in floor covering do 
change from time to time but, compared to women’s dresses and hats, carpets are 
not considered to be seasonal items. 

It is believed that carpet-manufacturing machinery, specifically broad carpet 
looms and tufting machines, for the manufacture of pile carpets, are among the 
most complicated and largest pieces of equipment used for the production of 
textile goods. The time required to set up such a loom or tufting machine to 
produce a given pattern or fabric is quite substantial. Consequently, the flexi- 
bility and relatively smaller down time in changing designs on flat weaving 
equipment is entirely absent from the carpet industry. 

As a result, carpet designers must plan their fabrics months ahead of actual 
introduction in the market and sometimes even a year prior to the market. 

The designs used in the manufacture of carpeting are developed from several 
sources; (@) the company’s own staff of designers and colorists, (b) pur- 
chase from independent designers, (c) adaptations of standard or relatively 
long-known motifs. Design piracy in the carpet field of the type that exists 
in other segments of the textile industry and in the jewelry industry is non- 
existent. 

The legislation embodied in S. 2075 and S. 2852 would, therefore, not cor- 
rect present evils in the carpet industry but would create serious additional 
burdens and hardships. The door would be wide open to nuisance litigation and 
claims of infringement despite all reasonable efforts on the part of the carpet 
manufacturers to remain free from any such legitimate charge. This is always 
a temptation where, as pointed out above, the cost of discontinuing a particu- 
lar manufacturing operation and recalling the fabrics represents a substantial 
loss to the manufacturer. The burden of searching and clearing designs which 
the carpet manufacturer would feel free to use would be extremely great and 
would subject each manufacturer to a substantial additional expenditure 
which, of course, would have to be reflected in the ultimate cost of the product. 
Independent designers who are believed to be the chief beneficiaries in the 
proposed legislation will find it difficult to sell designs, at least in the carpet 
industry, since such designers are not in a position to hold their customers 
harmless in the event infringement should be charged. Perhaps the most se- 
rious objection to the proposed legislation resides in the fact that another area 
of confusion and uncertainty is added to the law in which it is impossible to 
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apply any clear-cut test to determine whether infringement in fact exists. 
The law does not and probably cannot establish any test or measure to be 
used in the vast majority of situations which do not involve precise copying 
but in which an effort is made to capture the protected design as nearly as 
possible but without infringing. Some recent decisions in this area indicate 
that the courts are appreciative of this situation and will apply more liberal 
rules in protecting the originator. This is another factor in pointing out the 
lack of need for the proposed legislation. 

In conclusion, it is earnestly submitted that (@) there is not a general or 
national need for legislation of the type contained in 8S. 2075 and S. 2852, (b) 
a large segment of American industry will be mystifiably shackled and sub- 
jected to multitudinous lawsuits in order to benefit a very limited class, (c) 
hardship cases and situations where flagrant design piracy exists can be 
amply handled by the courts under the present laws, (d) when new legisla- 
tion in the design area is deemed to be desirable by the Congress the entire 
subject must be given careful consideration so that the present copyright law 
and the Design Patent Act, including protection for the design of strictly 
utilitarian objects, must be an integrated and workable entity and not a hodge- 
podge of conflicting and confusing statutes. 






















GENERAL ELEcTRIC CO., 
New York, N.Y., June 27, 1960. 








Re hearing on ornamental designs legislation. 

Hon. PHiuip A. Hart, 

Acting Chairman, Subcommittee on Patents, Trademarks and Copyrights of 
the Committee on the Judiciary, U.S. Senate, Washington, D.C. 

My DEAR SENATOR HaArT: In connection with the hearings proposed to be 
held on Wednesday, June 29, 1960, with reference to S. 2075 and S. 2852, we 
submit for your consideration the attached copy of a paper presented by the 
undersigned to the patent, trademark, and copyright section of the American 
Bar Association in Miami, Fla., on August 22, 1959. The intention of the paper 
is not to oppose properly conceived ornamental designs legislation, but is rather 
to raise certain questions respecting such legislation which we believe should 
receive special attention. These are the following: 

1. The showing of need for and interest in new ornamental designs legislation 
seems to be confined to certain industries, with opposition to such legislation 
being expressed by other industries in the light of the special problems of those 
industries. This presents a question as to whether any new legislation should 
not be confined to those industries within which a demonstrated need for relief 
exists, 

2. It is doubted that new forms of statutory protection of ornamental designs 
should be established without a requirement that a reasonable standard of 
creativity be met as a prerequisite to the granting of protection. Neither S. 
2075 nor S. 2852 provides such a standard. 

It is suggested that adequate treatment of the issue stated under point 2, 
above, might minimize opposition to proposed legislation arising under point 1. 

Very truly yours, 



























Harry R. MAYERS. 


PROPOSED LEGISLATION FOR THE PROTECTION OF ORNAMENTAL DESIGN 















Address of Mr. Harry R. Mayers, general patent counsel General Electric Co., 
New York, N.Y., before the symposium on copyrights, ABA section of patent, 
trademark, and copyright law 


My intended role this afternoon is that of constructive skeptic. 

I am skeptical on two grounds of the desirability of ornamental design legis- 
lation of the kind represented by S. 2075. First, S. 2075 would apply to all 
industries." As to this, I question whether any need has been shown or any 
demand indicated for new design legislation outside of a very few industries 
Which operate primarily in the decorative arts field. Second, I have even more 


_ 










7 1 The protection of S. 2075 would extend to the ornamental appearance aspects of any 

useful article.” A “useful article” is an article ‘having an intrinsic function other than 
to portray its own appearance or to convey information.” These definitions presumably 
include steam engines and bulldozers as well as jewelry and tableware. 
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serious doubt that outside of these specialized industries, and possibly even 
within them, legislation, such as S. 2075, which fails to require a minimum quan- 
tum of creativity as a prerequisite to the granting of protection * will not cause 
more harm than benefit. I propose to develop these viewpoints more fully and 
to indicate some specific suggestions to which they lead me in connection with the 
proposed legislation. 

Because any discussion of design protection requires frequent use of the 
word “copying,” I should like preliminarily to examine this word in order to 
forestall unjustified emotional repercussions from its use. 

Copying is semantically obnoxious, but practically unavoidable. That is to 
say, while there is an intuitively adverse reaction to the idea of copying, each 
of us necessarily lives by and with copying every day of his life. Progress in 
civilization and in our competitive economy depends on it.’ 

If my daughter successfully imitates—that is, copies—the gracious manners 
of an older woman, this is a matter for commendation and not reproach. If a 
small shopkeeper observes and successfully emulates the merchandising tech- 
niques of his chainstore rival and thus competes more successfully, this is a 
matter for congratulation and not rebuke. If I succeed in some measure in 
reproducing the effective presentation techniques of my predecessors on this 
program, this is both my good fortune and yours. No unfavorable implications 
attach. As a general proposition, copying is a legally respectable activity. 

If we accept the American Law Institute’s Restatement of the Law of Torts 
as authoritative, we should be impressed by the following quotation from its 
introductory note on “Imitation of Appearances” : 

“The privilege to engage in business and to compete with others implies a 
privilege to copy or imitate the physical appearance of another’s goods. The 
public interest in competition ordinarily outweighs the interest in securing to 
a person the rewards of his ingenuity in making his product attractive to pur- 
chasers.” 

Let us not, then, pitch our discussion of the present subject upon the premise 
that all copying is bad and ought to be prohibited. 

Nor can we resolve our problem by broad reference to principles of fairness 
and ethics. If appeal to fairness and ethics means anything in a context such 
as the present one, it means only a studied conclusion that in the long, long 
run a proposed course of action promises greater good to society than an incom- 
patible course of action. But this is precisely the question we are trying to de 
cide as to S. 2075, so let us not bury our conclusions in our premises by loose use 
of such words as “unfair” and “unethical.” 

All this is a ground-clearing preface to discussion of the two uncertainties 
which I now wish to lay before you as to the wisdom of the particular design 
legislation which we are asked to consider. 

The first of these is whether any justification has really been shown for the 
creation of a novel form of design protection in industries outside those which 
pertain to the decorative arts. In particular, what justification or demand has 
been shown for the creation of new forms of protection in an industry such as the 
electrical manufacturing industry, whose products extend, for example, from 
ral steam turbines and transformers to refrigerators, toasters, and coffee- 
makers? 

A demand has been shown and I am quite prepared to assume that a need 
exists for some kind of presently nonexistent protection in industries such as 
the dress goods, textile, and jewelry trades, although I must admit that my 
assumption derives more from ignorance than from knowledge of the internal 
problems of those trades. On the other hand, I am assured by informed persons 
concerned with the manufacture of home electric appliances that they recognize 
no need for protection of their appearance design activity beyond that which now 
exists and that they are concerned that the creation of new kinds of protection 
will confer more burdens than benefits upon the appliance industry. 


2§. 2075 would exclude from protection designs which are “staple or commonly known,” 
“any other design that is in the public domain” (but not if created without actual knowl- 
edge of the public domain subject matter), and designs dictated solely by function. None 
of these limitations requires that the protected design have other than nominal originality 
or represent anything more than pedestrian modification of that which has gone before. 

®See American Safety Table Co., Inc. v. Schreiber, 122 U.S.P.Q. 29 (C.A. 2, June 19, 
1959). After discussing the common reaction to copying as “piracy,” Judge Medina com- 
ments, “But this initial response to the problem has been curbed in deference to the 
greater public good. * * * For imitation is the lifeblood of competition.” 

*III Restatement of the Law of Torts 620 (1938). 
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One of the associations which has done much work—and constructive work— 
to assist the development of design legislation as free from objection as may 
be and to furnish a focal point for such demand as exists for this kind of 
legislation is the National Committee for Effective Design Legislation, New 
York City. The June 1959 bulletin of this association states that the products 
of its individual manufacturer members include furniture, giftware, lamps and 
lighting fixtures, kitchenware, motors, toilet articles, interiors, plastics, silver- 
ware, clocks, and china. All of these, with the exception of motors, rather 
clearly pertain to the decorative arts industries, and not one, with the possible 
exception of motors, pertains to an industrial products manufacturing industry 
such as the electrical industry. As to the inclusion of motors, I do not find 
in the list of members of the association any company identifiable as a repre- 
sentative spokesman for those who manufacture electrical motors or internal 
combustion engines. 

On the other hand, the National Association of Manufacturers, acting through 
the National Industrial Council, a group which undertakes to coordinate the 
activities of several hundred manufacturing associations, last year instituted 
a poll to ascertain the views of industry as to the desirability of a copyright 
type of protection for ornamental industrial designs. The response was dis- 
appointingly small in that a total of only 113 company replies were received, 
but the results nevertheless have some significance as to the apparent position 
of the nondecorative arts industries. As to those whose opinions were reasonably 
unequivocal, there were 63 who voted a preference to leave the law as it is, as 
against only 45 who voted for increased design protection. I do not quote these 
figures as conclusive evidence of the total position of industry in this matter; 
I quote them merely as partial confirmation that industry as a whole does 
not feel a predominant need for new forms of design protection and is inclined 
to oppose such legislation. Such opposition presumably derives from general 
satisfaction with the existing freedom of action which industry enjoys to com- 
pete vigorously in the field of industrial design, subject only to well-understood 
ground rules established by the patent system and by secondary meaning con- 
cepts applied in the law of unfair competition. 

I should now like to try to bring this somewhat abstract presentation down 
to earth by illustrating the kind of design coexistence which presently operates 
in the electrical appliance industry and which the members of that industry, 
from the largest to the smallest, seem to prefer, as far as I can ascertain. I 
shall do this by showing slides of five contemporary, competitive electric coffee- 
makers now available in the marketplace. 

I shall ask that the slides, of which there are four, be shown successively, 
on cue, and I will ask you to note the resemblance as well as the points of dif- 
ference among the various coffeemakers. Identification of the products does 
not appear on the slides—each coffeemaker merely bearing an identifying letter. 
Please note that coffeemaker A appears on each slide along with a second cof- 
feemaker, this being in order that you may have a standard of comparison in 
mind as you view each product. [There will follow a display of five electric 
coffeemakers of generally similar appearance. } 

Each of these coffeemakers is the product of a well-known and well-respected 
manufacturer in the field. Obviously, there was some chronology in the way 
in which the individual coffeemakers appeared on the market; that is, one 
appeared first, another second, another third, and so forth. Equally obviously, 
there has been copying, at least in the broad sense that the latecomers have 
received some guidance from the earlier marketed products as to the form which 
a publicly acceptable coffeemaker ought to display. 

I take it, nevertheless, that each designer of one of the coffeemakers shown 
would assert that his design is original and would expect to be allowed to register 
it under the proposed new ornamental designs act. I assume, moreover, that 
such registration would be forthcoming. Under these circumstances, therefore, 
the question would arise: Who pays what tribute to whom? Presumably, it is 
unwillingness to face this question in the terms in which it would be posed under 
8. 2075 which leads the electrical industry, or that part of it with which I am 
familiar, to challenge the desirability of such legislation. 

" I must now turn to my second point of skepticism about the proposed legisla- 
tion. This involves the question of whether it is really in the public interest that 
any kind of protective franchise should be offered in the field of general industrial 
design without a requirement of proof of some minimum quantum of creativity 
as a prerequisite to the granting of protection. It is my guess that, whether or not 
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such a requirement were to appear in the enabling legislation, it would eventually 
be imposed as a matter of judicial interpretation. This, as you know, was the 
case with the patent statutes, which in every form prior to the 1952 act literally 
required only that the subject matter for which patent was sought be “new 
and useful.” The concept of a further requirement of “invention,” as we know 
it today, did not really become a fixed part of the law until the famous decision 
of the Supreme Court in Hotchkiss v. Greenwood * in 1850. Since that date, how- 
ever, a requirement of inventive creativity as a condition of patentability has 
been an essential feature of our patent system. I predict that, in the long run, 
society will demand that a similar requirement be met by any scheme devised for 
the general protection of ornamental designs. This being the case, I suggest that 
it would be far better to recognize the need for an appropriate standard in the 
initial legislation, rather than to provoke the confusion which would ensue upon 
its omission, later to be overcome by the indirect route of judicial interpretation. 

It is of interest that this point is dealt with in the British Designs Act of 1949 
by providing that a design shall not be registered if it is the same as a previ- 
ously registered or published design, or if it differs from such a design only in 
immaterial details or in features which are variants commonly used in the 
trade. I am not sure that this is the best possible expression of the matter, but, 
at least, it recognizes a requirement of differentiation, going beyond bare original- 
ity, as a condition to the assurance of protection. The courts may be relied upon 
to do the rest. 

Returning at this point to the subject of the several coffeemakers which have 
been displayed to you, I must admit that a number of these have been found to 
be the subject of design patents, issued under the design patent law with which 
you are familiar. In a sense, therefore, the evil of a governmentally granted 
franchise with respect to practically indistinguishable designs already exists. 
However, from the standpoint of one who must advise his clients as to the risk 
involved in manufacturing still another coffeemaker design, there is the reassur- 
ance that comes from knowledge that none of these design patents is likely to be 
held enforceable unless it shows a substantial advance over those which have 
gone before and thus displays at least the minimum degree of creativity upon 
which the courts have heretofore insisted in applying the design patent law. 
It is perhaps unfortunate that this minimum degree of creativity has been called 
invention in analogy to the test applied to mechanical patents, but the same rose 
by any other name would smell as sweet to a prospective defendant in design 
litigation. It is the absence of any requirement of substantial creativity as a 
prerequisite to protection which seems questionable in the presently proposed 
legislation. 

I believe that I have now sufficiently indicated the bases of my skepticism 
concerning the proposed new ornamental designs bill, and that the time has 
come to put forward such suggestions as I have for overcoming them. 

In the first place, in view of the doubt which exists as to the reality of any 
demand whatever for a new form of design protection extending across the 
entire industrial spectrum, it seems logical to propose that the pending bill be 
limited to those specific industries which claim a need for it. What industries 
these may be, I am not qualified to indicate, but I should suppose they might 
include those concerned with the manufacture of textiles, jewelry decorative 
surfacing materials, dishes, silverware, and decorative bric-a-brac. Those, either 
within or outside of the named industries, who disagree with my selections 
may, of course, speak for themselves, 

If a legislative proposal thus limited is sufficiently supported by the desig- 
nated industries to bring about its passage, it can then be tested in operation 
on a limited scale without putting all industry at risk as to the uncertainties 
of itsimpact. If its success is what its proponents predict, its extension to other 
industries may be brought about in orderly fashion. As to the practicability 
of such an approach, it may be noted that this is substantially the history of 
the growth of our copyright legislation. The act of 1790 specified maps, charts. 
and books as objects of protection. This was extended by successive subse- 
quent acts to include historical or other prints, musical compositions, dramatic 


552 U.S. 248. 
® See, for example, A. C. Gilbert Co. v. Shemitz et al., 7 U.S.P.Q. 115 (C.A. 2 (1930)), 
holding invalid for lack of invention a design patent on fruit juice extractors. 
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compositions, photographs, and statuary, and by the act of 1909 there was 
added a catchall clause referring to “all writings of an author,” the precise 
scope of which I will leave to the experts. 

Secondly, if a comprehensive act is to be insisted upon, I would urge building 
into the aet, as a prerequisite to the grant of substantive rights, the meeting 
of some minimum standard of creativity. While the final definition of that 
standard must be left to the courts in view of the obvious impossibility of 
reducing its entire content to capsule form, I suggest that there be early 
rather than late recognition of the inevitability of such a standard and that 
recognition take the form of an appropriate reference to it in the statute itself. 
The language of the British statute affords a starting point for drafting a suit- 
able provision. 

I recognize that nothing I have said here today is new—that all possible 
arguments with respect to ornamental design legislation and dozens of proposals 
with respect to it were canvassed by Congress in the 1930’s.". Failure to adopt 
legislation at that time was apparently because of the substantial balance be- 
tween those who spoke in favor and those who spoke against it. It is, however, 
the nature of the problem that it involves fundamental and closely balanced 
considerations of public policy which inevitably must be reexamined whenever 
ornamental designs legislation is proposed.* That, I take it, is the point of 
our panel discussion today. 


Senator Harr. I would ask first if Mr. Wright or Mr. Green have 
any comment to make before we suspend at this point? 

Mr. GREEN. Senator, there are certain letters which have come to 
the subcommittee in relation to this legislation which I should like 
to make a part of the record as appropriate. 

Senator Harr. Very well. 

(The letters referred to follow :) 


MINNESOTA STATE BAR ASSOCIATION, 
Minneapolis, Minn., December 3, 1959. 


Re Senate bill 2075, a bill to encourage the creation of original ornamental de- 
signs of useful articles by protecting the authors of such designs for a limited 
time against unauthorized copying. 

Hon. JAMES O. EASTLAND, 

Chairman, Senate Judiciary Committee, 

U.S. Senate, Washington, D.C. 


Dear SENATOR EASTLAND: The Patent, Trademark, and Copyright Law Com- 
mittee of the Minnesota State Bar Association recently met and carefully studied 
the provisions with reference to the proposed bill relating to the protection of 
designs of useful articles. After due consideration, a resolution was passed by 
this committee indicating approval in principle of the bill. It was further re 
solved that your committee should be made aware of the favorable reaction of 
this committee to the proposed legislation, and it is hoped that this letter will 
be of assistance in your consideration of this legislation. 

In order that the U.S. Patent Office may be advised of the feeling of this com- 
mittee, a copy of this letter is being forwarded to the Honorable Robert C. 
Watson, Commissioner of Patents. 

If this committee may be of service to you in regard to this matter, please 
advise and every effort will be made to assist your committee. 

Very truly yours, 
ORRIN M. HAUGEN, 
Member, Patent, Trademark, and Copyright Law Committee. 


7 See, for example, Senate Committee on Patents, report and minority views to accom- 
pany H.R. 11852 (Copyright Registration of Designs, 7ist Cong., 3d sess., 1931, S. Rept. 
1627). See also the extefisive hearings on the Sirovich and Vandenberg proposals for 
design protection held before the Committee on Patents, House of Representatives, 74th 
Cong., ist sess., 1935 (92 pages). 

®“But with the increasing complexity of society, the public interest tends to become 
omnipresent, and the problems presented by new demands for justice cease to be simple.” 


Brandeis, J., dissenting, in International News Service v. Associated Press, 248 U.S. 215, 
52 (1918). 
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THE PATENT LAW ASSOCIATION OF CHICAGO, 
Chicago, Ill., January 15, 1960. 

Re S. 1567. 

Hon. JoserH J. O’MAHONEY, 

U.8. Senate, 

Washington, D.C. 


DEAR SENATOR O’MAHONEY: The Legislative Committee of the Patent Law 
Association of Chicago has given consideration to S. 1567, together with H.R. 
1187, H.R, 2239, and H.R, 7092. 

Although it made no recommendation with respect to S. 1567 inasmuch as 
that bill makes an exception of the Patent Office in admitting lawyers to prac- 
tice before any agency of the United States, we believe you will be interested in 
reviewing the attached copy of the committee’s report, which the board of 
managers of the association has approved and authorized for transmission to 
you. 

Yours very truly, AXEL A. HOFGREN, 
Vice President, the Patent Law Association of Chicago. 


LEGISLATIVE COMMITTEE, THE PATENT LAW ASSOCIATION OF CHICAGO, REPORT ON 
S. 1567, H.R. 7092, H.R. 2239, anp H.R. 1187 


The above identified bills are now pending before the 86th Congress, and all 
relate to the examination requirement of the U.S. Patent Office with respect to 
persons seeking to practice before the Patent Office. 

With certain exceptions, which are noted in rule 341 of the “Rules of Prac- 
tice of the United States Patent Office in Patent Cases,” anyone seeking to 
practice before the Patent Office must now provide evidence that he possesses 
“legal and scientific and technical qualifications necessary to enable him to 
render applicants for patents valuable service, and is otherwise competent to 
advise and assist them in the presentation and prosecution of their applications 
before the Patent Office.” Periodic examinations are given to applicants through 
the Committee on Enrollment and Disbarment. 

Each of the above identified bills, with the exception of S. 1567, would eliminate 
the examination now required by the Patent Office for all who seek to practice 
before the Patent Office, and these bills would, by implication, nullify section 31, 
title 35 of the United States Code, which is the basis for the aforemenioned rule 
341 of the Patent Office. 

Insofar as we have been able to determine, there is no department, board, 
bureau, or administrative agency of the United States, other than the U.S. 
Patent Office, which requires written examination of lawyer applicants seeking 
to practice therein, although it is understood that the Interstate Commerce Com- 
mission requires nonlawyers to pass an examination. If such is true, the bills 
are specifically directed to the Patent Office requirement, although they are 
general in their language and do not refer specifically to the Patent Office. 

H.R. 7092 is known as the Federal Administrative Practice Act of 1959 and 
includes 59 pages of provisions relating to Federal administrative practice. 
Section 405 and section 406 of this act would have the effect of permitting any 
lawyer to practice before the Patent Office who is in good standing with the 
Office of Federal Administrative Practice. Such standing is achieved by period- 
ically certifying that the lawyer is a member of the bar and is not under order 
from any court suspending, enjoining, restraining, disbarring, or otherwise 
restraining him in the practice of law. The remainder of the bills identified 
above relate solely to the general admission of lawyers to practice before any 
administrative agency of the United States. 

It is the unanimous opinion of this committee that H.R. 1187, H.R. 2239, and 
section 406 of H.R. 7092 are contrary to the best interest of the general public 
and, therefore, should be defeated. 

S. 1567 makes an exception of the Patent Office in admitting lawyers to practice 
before any agency of the United States and, therefore, the subcommittee offers 
no opinion with respect to this bill. As indicated above, we do not know that 
there is any other agency, etc., of the United States which requires a written 
examination of lawyers seeking to practice before such agency, and we are not 
in a position to state whether any other agency, etc., should require a written 
examination. 

The requirement of a written examination of persons seeking to practice before 
the Patent Office was instituted by Order No. 3266 of Commissioner Coe on 
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March 12, 1934. In commenting on this new order, Mr. Joseph Rossman, Ph. D., 
then editor in chief of the Journal of the Patent Office Society, stated: ‘The 
services of a patent attorney require not only a thorough groundwork in the 
essentials of science and technics, but also in patent law, and no person should 
be registered unless he fully establishes that he has the necessary qualifications 
to render competent and satisfactory services to the public” (XVI, JPOS 359, 
360). 

In order to establish a procedure for the examinations, Commissioner Coe 
established the Committee on Enrollment and Disbarment, by Order No. 3280, 
on July 9, 1934. As evidence of the fact that most persons seeking to practice 
before the Patent Office are not even schooled in the fundamentals of “Patent 
Office Procedures and Patent Law,” 44 of the 61 persons taking the first exami- 
nation on September 27, 1934, failed to pass (XVII, JPOS 259). It is conserva- 
tively estimated that even today, 25 years later and at a period when most 
applicants have had training in both engineering and law, an average of only 
about 40 percent of the applicants pass these examinations. Furthermore, any 
experienced patent attorney will recognize that the written examinations given 
by the Patent Office merely scratch the surface of the myriad of problems con- 
fronting a practicing patent attorney. 

The tremendous strides taken in the fields of science and engineering in the 
past decade have had a great impact on the U.S. Patent Office and on the 
amount of knowledge and training required of one who is to properly represent 
an inventor in the Patent Office. In the fields of electronics, nuclear energy, 
and plastics, for example, it is virtually impossible to properly prepare and 
prosecute a patent application without a firm background in these fields. Indeed, 
patent attorneys have become specialists in particular branches of the sciences 
and engireering fields, and most patent attorneys will not attempt to venture 
into those fields in which they do not have either training or experience. For 
this reason, corporation patent departments and patent law firms are generally 
comprised of a number of attorneys, each having an education and training in a 
particular segment of the sciences and engineering. 

The Patent Office and Congress have recognized this complex situation exist- 
ing with respect to patents and their prosecution. The Patent Office is in the 
process of attempting to solve at least one phase of the problem through the use 
of a complex classification system for patents which is coordinated with 
mechanical means to provide simplified, mechanical searching of the complex 
arts in the Patent Office. The Congress has recognized the situation, par- 
ticularly the Subcommittee on Patents, Trademarks, and Copyrights on the 
Senate Committee of the Judiciary.. This subcommittee in its committee print, 
study No. 1 (1956), at page 10, reported as follows: 

“The increased complexities.and costs that attend the introduction of new 
products into the market have their courterparts in the administrative and 
judicial processes that attend the securing of patents and their enforcement. 
The great advances in science since the patent system began to operate in this 
country are reflected in the fact that many inventions today are highly technical. 
They cannot be grasped in a moment. by alayman. They can be understood, in 
their trends and implications, only by men of long experience in science and 
technology.” 

It is, therefore, felt that the inventor, whether he be an individual or a 
member of a research laboratory, can only be properly represented in the U.S. 
Patent Office by properly qualified persons who have shown some evidence of 
their qualifications, as through the written examination now required by the 
Patent Office. To permit untrained persons to control the process of patent 
applications in the Patent Office would be practicing a deception and be 
completely contrary to the best interests of the client. 

Be it resolwed, therefore, That H.R. 2239, H.R. 1187, and section 406 of H.R. 
7092 are in opposition to the best interests of the people of the United States 
and, therefore, should be defeated. 

Further resolved, That the Patent Law Association of Chicago, through its 
board of managers should inform the Judiciary Committee of the House of 
Representatives of its opposition to these bills. 

JAMES F’, COFFEE. 
Paut H. GALLAGHER. 
STANLEY Hoops. 


ARTHUR C. JOHNSON. 
DECEMBER 14, 1959. 
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THE MINNESOTA PATENT LAW ASSOCIATION, 
Minneapolis, Minn. 

Hon. JAMES O. EASTLAND, 

Chairman, Committee on the Judiciary, 

U.S. Senate, Washington, D.C. 

Dear Sire: The board of governors of the Minnesota Patent Law Association 
by resolution passed heartily endorses the bill S. 2075, the ornamental design 
bill. 

Very truly yours, 
Rosert P. WHITE, President. 





THE NEW YorRK PATENT LAW ASSOCIATION, 
New York, N.Y., March 11, 1960. 

Re §. 2075, relating to protection of original ornamental designs. 

Hon. JosepH C. O’MAHONEY, 

Senate Office Building, Washington, D.C. 


DEAR SENATOR O’MAHONEY: The above bill has been considered by the Com- 
mittee on Copyrights and Designs of the New York Patent Law Association. 
The committee has studied it in considerable detail. 

In addition, during the past 3 years this association has had a number of 
forum meetings for the open discussion thereof. It was also discussed at a 
meeting of the board of governors of the association which took place yesterday, 
and the following resolution was adopted : 

“Resolved, The board of governors of the New York Patent Law Association 
recommends that S. 2075 be made the subject of hearing by the Senate Judiciary 
Committee.” 

It is hoped that committee hearings will proceed, accordingly, in the near 
future. 

Very truly yours, 
J. B. L. Orme, President. 





THE CHICAGO BAR ASSOCIATION, 
Chicago, Ill., March 14, 1960. 

Hon. JAMES O. EASTLAND, 

Chairman, Committee on the Judiciary, 

U.S. Senate, Washington, D.C. 


Dear SENATOR EASTLAND: Enclosed is a report of the Chicago Bar Association 
concerning S. 2075, a bill concerning ornamental designs. This report is sent to 
you in the hope that it will be of some help to the Judiciary Committee of the 
Senate when considering this proposed legislation. 

Sincerely, 
R. H. Carn, 
Ezvecutive Secretary. 


JANUARY 26, 1960. 

Re report of patents, trademarks, and trade practices committee on S. 2075. 
CHICAGO BAR ASSOCIATION, 
Chicago, Ill. 
(Attention of board of managers). 

GENTLEMEN: Attached is a report approved by the above committee on the 
so-called ornamental designs bill, S. 2075. 

Very truly yours, 
J. ARTHUR GROSS, 
Vice Chairman, Committee on Patents, 

Trademarks, and Trade Practices. 


REPORT OF THE COMMITTEE ON PATENTS, TRADEMARKS, AND TRADE PRACTICES 
OF THE CHICAGO BAR ASSOCIATION, CONCERNING 8. 2075 





S. 2075 relates to protection for the authors of original, ornamental 
designs against unauthorized copying. The bill was introduced by Senator 
O’Mahoney and is presently before the Committee on the Judiciary of the Senate. 
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S. 2075 is a revision of H.R. 8873 of the 85th Congress, which was reported on 
favorably by this committee. H.R. 8873 was introduced at the request of a 
coordinating committee formed to draft legislation for the protection of orna- 
mental designs for useful articles. The need for practical legislation in this 
field has been felt for many years, as the “invention” requirement of the design 
patent law cannot usually be met and at least until 1954 the copyright law 
usually was not considered applicable. While the 1954 decision of the Supreme 
Court in Mazer v. Stein made the copyright law available to many designs for 
useful articles, subsequent experience has shown a great many meritorious 
articles cannot be so protected and, in addition, the burden presently imposed on 
the Copyright Office with respect to copyrightable designs has become so heavy 
that officials of that Office now urge the enactment of separate design registration 
legislation. 

Under the bill the author of an original ornamental design of a useful 
article can obtain protection against copying of the design. The bill provides 
a term of protection of 5 years for a registered design commencing on the date 
the design is first made known, i.e., publicly exhibited, distributed, offered for 
sale, or sold. An application for registration of the design must be filed within 
6 months after the date on which the design was first made known. 

Applications for registration will be examined to determine whether the 
application relates to a design subject to protection under the act and, if re 
fused, will be reconsidered upon written request of the applicant. Upon a de 
termination that the design appears to be subject to protection of the act, the 
administrator will publish notice of an intention to register the design, follow- 
ing which any person may, within 30 days, file a verified objection to the regis- 
tration on the ground that the design is staple or commonly known. The 
administrator then determines whether the design is subject to the protection 
of the act and either registers or sends the applicant a notice of refusal. If 
refused, applicant may again request, in writing, reconsideration of the applica- 
tion. 

The remedy for infringement is by civil action in the Federal court, which 
may grant injunctions restraining further infringement and award damages to 
compensate for infringement. Independent creation of the registered design 
without copying is not infringement. 

The committee approves and urges the adoption of this bill. 

The committee feels that the bill would be improved by the following changes: 

(1) The elimination of section 28(b) which provides for termination of a 
registered design protection upon issuance of a design patent. 

(2) The addition of a statement, possibly in section 12, that the language 
in section 2(a) regarding staple designs is not intended to require a search. 

(3) The amendment of section 12(c) regarding filing of objections to permit 
an extension of time for filing upon a showing of good cause. 




















































MILWAUKEE PATENT LAW ASSOCIATION, 
Milwaukee, Wis., June 27, 1960. 

Hon. Senator Josepu C. O’MAHONEY, 

Senate Office Building, Washington, D.C. 


Dear SENATOR O’MAHONEY: Enclosed is a copy of a resolution adopted by the 
Milwaukee Patent Law Association at its annual meeting, May 10, 1960, and 
relating to Senate bill S. 2075. 

Respectfully, 
Frep Wiviort, Secretary. 


RESOLUTION OF THE MILWAUKEE PATENT LAW ASSOCIATION 


Whereas the Copyright Law and Rules Revision Committee of the Milwaukee 
Patent Law Association has studied the O’Mahoney-Wiley-Hart design protection 
bill S. 2075, 86th Congress, and has concluded that the bill contains objection- 
able features which would make passage of the bill undesirable; and 

Whereas it is believed desirable that the views of this association be made 
of record : Now, therefore, be it 

Resolved, That the following findings and recommendations of this associa- 
tion be made public: 
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(1) While published reports in reference to S. 2075 state that the only test 
for protection under the law is originality, it appears in fact that section 2 
of S. 2075 introduces a test of novelty, in addition to the test of originality 
referred to in section 1 of the bill. 

(2) Sections 12(a) and 12(b) of the bill provide for ex parte examination 
of an application for registration of a design. 

(3) Section 12(c) of the bill provides for opposition to the grant of the 
certificate of registration. 

(4) In both ex parte and inter parte proceedings, the bill makes lack of 
novelty a basis for refusing registration. 

(5) The bill does not provide for any administrative appeal from any decision 
of the Administrator, either ex parte or inter parte. 

(6) Under section 20 of the bill, registration is a prerequisite to civil remedy 
for infringement. 

(7) The only remedy of a rejected applicant thus appears to be a petition to 
the U.S. District Court for the District of Columbia for a writ of mandamus to 
the Administrator. This is a burden wholly beyond what should be incorpo- 
rated in simple requirements to qualify for protection under the proposed design 
law. 

(8) While the bill makes novelty a requirement for protection of a design, sec- 
tion 8 of the bill makes copying the sole test of infringement; the right and the 
remedy provided by the bill are not coextensive. 

(9) The foregoing features of the bill are believed to be undesirable and to 
militate against achievement of the objectives of the bill which purports to 
facilitate protection of designs and to reduce the time and effort to obtain effec- 
tive design protection. Accordingly, our association recommends that— 

(a) all novelty requirements should be eliminated from the proposed bill; 

(6) consistent with the elimination of novelty requirements, the protec- 
tion of the design right should be automatic as in the copyright law and the 
Administrator should have no power to pass upon the validity of the design 
right; 

(c) no examination procedure should be established without provisions 
for administrative appeal ; 

(d) there should be no opposition proceeding ; and 

(e) the rights and remedies established in the bill should be coextensive. 

Copies of this resolution shall be sent to Senators O’Mahoney, Wiley, and 
Hart, the Committee on the Judiciary of the U.S. Senate, the American Bar 
Association, the American Patent Law Association, the National Council of Pat- 
ent Law Associations, and to other patent law associations throughout the 
country. 

I certify that the above resolution was adopted by the Milwaukee Patent Law 
Association on the 10th day of May 1960. 

Frep WiviotTt, Secretary. 


MorTIon PicTURE ASSOCIATION OF AMERICA, INC., 


Washington, D.C., February 18, 1960. 
Hon. JAMES O. EASTLAND, 


Chairman, Committee on the Judiciary, 
U.S, Senate, Washington, D.C. 


My Dear Senator EAstLanp: The motion picture industry ranks high, as I 
am sure you know, in our economy among the so-called copyright protected in- 
dustries. These are the industries whose contribution to our national income 
is based on protection by the copyright law of the properties they create. 

Before your committee are two measures which would afford statutory pro 
tection similar to copyright protection, but in somewhat relatively limited form, 
for “ornamental designs of useful articles.” 

Senate 2075 (86th Cong., 1st sess.), introduced by Senator O’Mahoney, would 
enact statutory design protection for the benefit of those industries which have 
so far been relegated to the general law of unfair competition for the protection 
against piracy of their designs in useful articles. 

To that general purpose the motion picture industry has no objection. But 
the competent representatives of the member companies of our association, 02 
analysis of the bill, find that in addition thereto, and for reasons unrelated to 
the desirability of granting statutory design protection, certain of its provisions 
would diminish severely the protection presently enjoyed by the motion picture 
industry in its creations. 


ao. = & & 


Ce Oe ee oe OP OP 





ly test 
‘tion 2 
inality 


ination 
of the 
ack of 
ecision 
remedy 


tion to 
mus to 


ncorpo- 
design 


Bn, Sec- 
ind the 


and to 
orts to 
n effec- 


ed bill; 
protec- 
and the 
design 


Visions 
nsive. 
py, and 
an Bar 
of Pat- 
mut the 
nt Law 


tary. 


1960. 


th, as I 
ected in- 
income 
ry pro 
da form, 
, would 
th have 
otection 


n. But 
tion, on 
lated to 
»visions 
picture 


DESIGN PROTECTION 95 


The creation in a motion picture of a distinctive fictional or fanciful character 
is quite common. Reproduction and embodiment of the physical design of such 
a character in a useful article often follows naturally. It may then be distrib- 
uted by the producer or the producer may license others to make and distribute 
the article. In the language of advertising, distribution of the article is “tied 
in’ with the exploitation of the motion picture to advance its popularity. Mer- 
chandising of the article, effectively controlled so as to enhance and in no 
possible manner injuriously affect the motion picture, may also provide a source 
of revenue to the producer. 

At present the producer, as copyright proprietor, enjoys proection in such use 
of the embodied character for the term granted by the Copyright Act for the 
motion picture (28 years, plus a possibility of a like renewal term). Under 
S. 2075 such use would be afforded design protection for a period of 5 years, 
but for 5 years only. Upon such use further protection after the 5-year period 
would be forever destroyed and the use of the character in connection with a 
useful article would fall into the public domain. Destruction of copyright pro- 
tection for the balance of the copyright term and the consequent grant to all 
others of the right to use the character commercially upon the expiration of the 
5-year period palpably opens the way to harming the successful exploitation 
of the picture during its useful existence. The useful existence of a motion 
picture is no shorter than the statutory copyright term granted for motion 
pictures. 

There may be justification for limiting in the case of useful articles which 
have a more or less ephemeral and transitory existence the term of design pro- 
tection to a term much shorter than the copyright law provides for copyrightable 
creations. But no justification can be made to appear for diminishing and 
impairing copyright protection which now subsists in the creations of motion 
picture producers in their copyrighted motion pictures, no matter to what useful 
purpose such creations may be put. 

Senate bill 2852, introduced by Senator Talmadge on January 19, 1960, and 
referred to your committee, does in our opinion obviate the injustice which 
S. 2075 would work upon producers of motion pictures while at the same time 
meeting the purpose of affording desirable design protection. S. 2852 also pro- 
vides for renewal terms for design registrations, which in any event would 
appear to be appropriate and in consonance with design protection laws of other 
countries. 

I hope, Senator Eastland, that representatives of our industry, expert in this 
field, may be given the opportunity to be heard on the motion picture industry’s 
considered attitude and views if there should be hearings on these bills by your 
committee. 

Sincerely yours, 
Ertc JoHNSTON, President. 


Lipper, SHINN & KEELEY, 
New York, N.Y., June 5, 1959. 
Hon. Josepu C. O’MAHONEY, 
U.S. Senate, 


Senate Office Building, Washington, D.C. 


My Dear Senator: I am writing you on behalf of the Sterling Silversmiths 
Cuild of America, which I represent as general counsel. My subject is Senate 
bill No. 2075, which I understand has been referred to the Judiciary Committee 
and is now being considered by your Subcommittee on Patents, Trademarks, 
and Copyrights. The bill is entitled “A bill to encourage the creation of orig- 
inal ornamental designs of useful articles by protecting the authors of such 
designs for a limited time against unauthorized copying.” 

My client, the Sterling Silversmiths Guild of America, is an unincorporated 
trade association whose membership consists of eight of the largest manufac- 
turers of sterling silver flatware and hollowware. Our members are hearily in 
favor of this bill generally, feeling that it will give them a simple and effective 
means of protecting new silverware designs. Their one real objection to the 
bill is that the term of proection which it would provide in its present form, 
while probably ample for most other industries, is entirely inadequate in their 
field. An earlier bill which was never acted upon by Congress proposed an 
initial 5-year term of protection with one 5-year renewal. My client felt that 
that was insufficient for the silverware industry and we so advised the National 
Committee for Effective Design Legislation, which I believe sponsored both the 
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original bill and the one now before your body. We find that the present bill 
has eliminated the previously proposed 5-year extension and would limit the 
term of protection to one 5-year period. To this my client takes exception, and 
I respectfully ask that if and when hearings are held on this bill we be given 
an opportunity to be heard on this point. 

In many industries a brief term of design protection is considered entirely 
acceptable because their designs are more or less seasonal and are constantly 
changing. In the silverware field, however, designs that gain public acceptance 
last for many years. Creating designs in this field is a highly expensive proposi- 
tion. If a new design fails to meet the public’s fancy the high cost of designing 
is lost. Silverware is not an item that is purchased frequently by individuals— 
rather, the average family may purchase one set of sterling flatware in a life 
time. To recoup the initial cost of a successful design takes a substantial period 
of time, and it is our view that a manufacturer who creates a new design should 
have the exclusive right to it for a reasonable period. In the view of our mem- 
bers the proposed term of 5 years is entirely inadequate. 

Some silverware manufacturers are able to secure design patents on certain 
of their products which gives them a maximum protection of 14 years. How- 
ever, design patents are difficult to secure and frequently they do not survive 
attack in the courts. Some manufacturers in recent years have succeeded in 
copyrighting designs and thus securing an initial 28-year term of protection with 
one 28-year renewal. If this bill becomes law, copyright protection would no 
longer be available and thus our members would be left with only the 5-year 
protection provided in the bill. 

I respectfully ask that when this bill is reached for consideration by your 
subcommittee and by the judiciary committee, members of the Sterling Silver- 
smiths Guild of America have an opportunity to be heard on the subject. 

Respectfully yours, 
WALTER J. KEELEY. 


CRANSTON PRINT WorKS Co., 
New York, N.Y., July 17, 1959. 
Re design protection bill (S. 2075). 
Hon. JAMES EASTLAND, 
Chairman, Senate Cummittee on the Judiciary, 
Senate Office Building, Washington, D.C. 


Dear Sir: This company favors subject proposed biil. Our plants bleach and 
print cotton cloth sent to us by the independent converters, our customers. We 
are commission finishers, receiving pay for the service we render for bleaching, 
dyeing, and printing. Our converters sell the finished printed cloth to the manu- 
facturers of garments, who make dresses, shirts, pajamas, undergarments, ete. 

Cranston does not design nor does the artwork for the designs. Our converter 
customers do their own artwork or buy from design studios. The converter 
risks his money in continually making up new designs. The converters do well 
if 10 to 20 percent of their designs are successful ; the expenses of the 80 to 90 per- 
cent which are not good, are part of the converters’ normal costs of doing busi- 
ness. Before a converter knows whether a design is good, he must also pay 
for having the design engraved on copper rollers and print considerable “strike- 
off” yardage. Then, this yardage is made up into sample garments by garment 
manufacturers and shown to buyers. 

Unfortunately, there are certain converters and printers who go to none of 
the above expenses in obtaining new designs. They make a practice of obtain- 
ing, in any way they can, samples of successful new designs developed by 
others and make up identical or similar prints which are known as “knockoffs.” 
This pirating is also often perpetrated using inferior cloth; the print may be 
deficient in execution or quality of colors. In order to sell it, it is offered for 
sale at lower prices than the original. Pirating of designs usually kills the 
print for the originator and results in substantial loss uf yardage to the printer. 
Furthermore, it is detrimental to the printing industry, generally. 

If manufacturers and retailers are unable to sell yardage and garments, be 
cause of competition from cheaper “knockoffs,” they are inclined to order fewer 
prints. The print plant also suffers loss of business. Furthermore, printers 
make little or no profit on the original “strikeoffs”; it is only through repeat 


orders that they are able to make money, and piracy often kills the possibility 
of reprints. 
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Although there are practical difficulties in the application of design protection, 
these are not insurmountable; other countries control piracy. When the factors 
of timing and identical color combinations are taken into consideration, it is 
usually evident which design is the original and which s the “knockoff.” 

Cranston operates three plants, each of whch employs some 600 people. We 
are the largest independent printer in this country and second only to one of 
the large vertically integrated textile concerns. In recent years, many of our 
former printing competitors have been forced out of business. Piracy has been 
a thorn in our side for years because it means an annual loss of thousands of 
yards of printing and does much harm to our customers, the independent con- 
verters. The problem is more serious for Cranston and our customers than 
it is for the big integrated companies because they have profits from their cloth 
mills and other activities to fall. back on, if necessary, whereas we have only 
the print business. 

We do everything that we can to discourage the practice of “knocking off” 
other people’s designs. It is our hope that legislation such as this bill proposes 


will tend to reduce the sabotage we suffer yearly, through the piracy of our 
prints. 


Yours very truly, 
GopFreY S. ROCKEFELLER, President. 


THE W. E. Bassett Co., 


Derby, Conn., July 29, 1959. 
Senator JosEPpH C. O’MAHONEY, 


Senate Office Building, Washington, D.C. 


DEAR SENATOR O’MAHONEY: We are pleased to learn of your cosponsorship 
of a Senate bill to provide for effective design patent legislation and protection 
for those originating new and unusual design ideas. To our way of thinking, 
this legislation is long overdue. 

Although our firm is a relative newcomer, having been organized in 1939 and 
incorporated in 1947, what progress we have made to date has been based 
entirely on the introduction of unique designs and items in the manicure- 
implement field, our trade name being “Trim.” Prior to our entry in the field, 
the art of manicure-implement design had reached a dormant stage in which 
it had remained for a quarter of a century. 

Although we have been successful in obtaining a number of mechanical 
patents on various features of the items comprising our line, we have been 
totally unsuccessful in securing design protection. This is despite the fact that 
we have, as recently as 3 years ago, carried one of our applications for design 
patent to the Court of Patent Appeals where it was finally rejected. 

The lack of adequate design protection has resulted in piracy of our designs 
at will, throughout the entire industry. No less than three major competitors 
in this country (and numerous oversea firms) have directly imitated the shape 
of our items to such a degree that these designs are now almost generic. In 
one instance, not only has the competitor copied our designs, but has also over- 
stepped a few of our patents, with the result that we are currently engaged in 
litigation over patent infringement and unfair competition. 

This litigation, which is not only costly, but time consuming to both parties, 
might never have been necessary if forceful and effective design protection 
had been available to us. For the foregoing reasons, we are sincerely grateful 
for your sponsorship of the proposed legislation and we hope you will do every- 
thing possible to promote its adoption at an early date. 

Respectfully yours, 


Henry W. Bassett, Vice President. 


AKRron, OHI0, September 22, 1959. 
Re S. 2075. 

Hon. JoserH C. O’MAHONEY, 
Committee on the Judiciary, 
U.S. Senate, Washington, D.C. 


My Dear SENATOR O’MAHONEY: A great many manufacturers have been vic- 
tims of design piracy and have been encouraged by the bill which you and your 
associates, Senators Hart and Wiley, recently introduced. I have been in- 
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terested in this subject as a member of some bar association committees, and 
am writing to give you my personal views. 

The problem is not a new one. Design patents have existed for over a hun- 
dred years, but have been relatively ineffective, because of the time required to 
obtain a design patent, and the difficulty of proving existence of “invention” in 
an ornamental design. 

The common-law remedy of a suit for “unfair competition” is likewise not 
available, except in the most extreme and rare situation in which a distinctive 
design has been used by its originator for so many years that it is universally 
recognized as his product. 

There have been many efforts to improve this unhappy situation. Bills to. 
establish satisfactory protection for registered designs were introduced in 1898, 
1914-18, 1924-41, and 1946-47 (Copyright Office report of June 1, 1955 and sup- 
plement of June 1, 1959). Various ones of these bills passed either the House 
or the Senate, but all failed of enactment because of failure to protect retailers, 
failure to guard against “paper protection” which could lead to unwarranted 
litigation worse than the piracy, and in some cases because the bills repre 
seuted class legislation rather than an overall attack on the problem. 

These obstacles were given careful consideration in the drafting of your bill 
and most of them have been overcome satisfactorily. There are a couple of 
important respects in which slight modifications migh reduce some possible 
objections. 

Section 2(b) permits protection even though a design is similar to something 
in the public domain, if the similarity is not known to the creator of the new 
design. Competitors should be protected by a provision that a design is not an 
infringement if it resembles a previous design more closely than it resembles the 
design protected under the act. 

Section 4 provides that protection shall commence when the design is made 
known by being publicly exhibited or publicly sold. There seem to be fears that 
advantage will be taken of this provision to obtain protection on designs not 
actually embodied in articles manufactured for sale, so as to form the basis for 
“strike” suits or “nuisance” suits against manufacturers. This hazard can be 
largely eliminated by rewriting sections 4, 5(a), and the other sections which 
refer back to them, to make protection conditional on actual commercial manu- 
facture. 

If minor changes of this kind are made, honest competitors will be protected, 
and the so ial desirability of the bill can be assessed by determining whether 
it hus -chieved the proper balance between protection of businesses in which 
original creative desigus are used, and preservation of maximum freedom of 
action of competitors. 

Some immediate and effective protection should be available to the business- 
man who markets a product of novel and attractive design. The current free- 
dom to copy designs does not truly promote competition, for it gives the copyist 
an unfair and unearned advantage, and thereby discourages creation of better 
and more attra: tive products. Typically, such copying takes two forms. 

In one form of copying, a competitor who has no design staff and a conse 
quently low overhead cost, makes an identical or nearby identical copy of a 
design (usually with cheap materials and careless finish) and immediately un- 
dersells the creator. In this form, the copying deprives the originator of fur- 
ther business and tends to destroy public acceptance in a short time because of 
poor quality. Those who indulge in such piratical tactics merit little considera- 
tion. 

In the other form of copying, a manufacturer will continuously inspect de- 
signs of competitors and ascertain their public acceptance and, when one ap 
pears which is truly attractive to the public, he will make a close but not 
identical copy of it after some lapse of time. In this form, underselling and 
depreciation of quality may not occur, but the copying nevertheless injures the 
originator by destroying the distinctiveness of his product and depriving him 
of such competitive advantage as he may have been able to obtain by his in- 
genuity, effort, and expense. 

It has been contended that freedom to follow style trends is an important 
and perhaps essential quality of competitive industry. If this means that a 
competitor should be free to copy a style created and popularized by the effort 
and at the expense of another, it is clearly a fallacious argument. The fact 
that people have become accustomed to stealing from one another does not make: 
it either morally or legally right. 
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The “style trend” argument seems to be to some extent a disguised defense of 
the antisocial policy of planned obsolescense. The effect is that whenever an 
ingenious manufacturer succeeds in creating a truly attractive design, a dominant 
competitor can duplicate it, flood the market for a year, and discard it in favor 
of another design, leaving the originator with a commercially worthless design 
because it has become known as an obsolete model. 

This means that even the finest designs have a fleeting life, and that they 
quickly vanish from the market, to be replaced by a succession of novelties of 
dubious merit. 

A further consequence of planned obsolescence is the inevitable deterioration of 
quality, with expensive articles becoming unusable in far too short a time. It 
is likely that effective protection of designs, even though for a limited term of a 
few years only, will stabilize the market enough to make it profitable again to 
offer really high quality durable products, so that the public, instead of wasting 
resources in continuous replacements, can use the purchased products for long 
periods of time and use the resulting savings in acquiring other products or doing 
other things. 

We sorely need some further degree of protection for ornamental designs, 
which will stimulate small businesses to greater creativity and give them a 
slightly better opportunity to compete effectively with their big brothers, as this 
bill would do. 

I hope that your subcommittee will accept further improvements in the bill 
which will clarify it or eliminate possible difficulties in operating under it, but 
will reject any proposals to emasculate it by making it class legislation, ap- 
plicable to some industries but not others. 

Sincerely yours, 
HaArotp S. MEYER. 

Mr. Green. Other than that, I have nothing further at this point. 

Senator Harr. The committee is struck by the large numbers who 
have attended this morning. I take it this confirms the representa- 
tions that have been made to the committee that there is widespread 
interest. I am not assuming that all present are in favor of either 
bill, but are here to insist that there is no need, or that such approach 
would add only to the confusion in the field. 

The committee is conscious of this attitude. 

But I think I can speak for Senator O'Mahoney and indicate that 
this is Just the opening chapter in a very serious effort to resolve the 
basic question, Is there need for specific sui generis legislation, or 
would such approach compound the felony # 

As I indicated at the outset, except for sitting for Senator 
O’Mahoney on other patent copright matters, I have had no exposure 
to this field at all. After this morning I sensed that if there wasn’t a 
problem of a constituency I could get lost in this field, and be de- 
lighted to be lost in it, for a good many weeks. And to the extent that 
constituency permits, I propose to do that. I am sure others on the 
committee feel the same way. 

If there are no further statements from anyone, I would conclude 
the hearing and adjourn it at the call of the Chair, it being under- 
stood that there will be much more to follow. 

Thank you very much. 


(Whereupon, at 12:10 p.m., the committee recessed subject to the 
call of the Chair.) 


x 


